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A festive focus
With Christmas just around the corner, we thought it would be appropriate 
to focus on online counterfeiting, a problem that is arguably much worse in 
December as hordes of people use the services of e-commerce sites. Outside of 
China, eBay is one of the most popular destinations for many shoppers, ranking 
in internet analyst Alexa’s list of top 20 most visited websites by traffic. 
But following an investigation by consumer rights group The Counterfeit Report 
into fakes sold on the site, the group urged eBay to do more to tackle counterfeiting. 
In response, the company told TBO that its anti-counterfeiting procedures are 
adequate and that it is “fighting the same fight” as The Counterfeit Report.
Rather than taking sides here, it seems one of the clearest conclusions is that 
consumers often struggle to separate the real deal from a rip-off. Yes, some 
consumers are unscrupulous themselves, but brands could do more to raise 
awareness about how to detect a product’s authenticity. 
Too often, it seems, right owners and policy makers tout misleading figures about 
the economic damage of IP infringement. One statistic, from the US Homeland 
Security and Investigations, is that had all the IP-infringing goods seized by  
US authorities in fiscal year 2013 been genuine, they would have been worth  
$1.7 trillion. Yes, that’s $1.7 trillion.
As is often stated, however, these figures are arguably specious because not 
everyone who buys a fake product would ever consider buying an authentic one. 
Reversing this trend may never be possible—although brands should promote a 
reasonable discussion about IP and economics—so companies should therefore 
offer a helping hand to those consumers who are looking for a legitimate product 
but who are currently being duped. 
We hope you enjoy the final Trademarks & Brands Online newsletter of the year.
Ed Conlon, Group editor
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A US man has claimed he is a victim of trademark 
bullying after a domain name he owns was 
targeted by a company seeking to protect the 
name ‘Groop Dealz’, despite appearing not to 
own a trademark for the term.

TBO has been contacted by Jared Smith, the 
owner of groupdealz.com, who said that 
Utah-based company 11th Avenue DBA has 
attempted to gain control of his domain.

11th Avenue is the owner of groopdealz.com, 
a daily deals website that markets boutique 
items such as fashion, jewellery, home décor, 
and children’s accessories.

The company, in a legal complaint seen by 
TBO, has claimed it has used the ‘Groopdealz’ 
trademark and URL since 2010.

A search on the US Patent and Trademark 
Office’s trademark database revealed that 
11th Avenue applied for the ‘Groopdealz’ 
trademark in August this year. An opposition 
period is set to open in January 2015.

The complaint, filed at the US District Court for 
the District of Utah in November, said Smith was 
“well aware” of the goodwill 11th Avenue has 
established through its ‘Groopdealz’ mark and 
that he has adopted a strategy to “intentionally 
and unlawfully trade off that good will”.

Bullying claim in Group Dealz domain spat

The complaint added that Smith’s groupdealz 
website, which provides comparisons and tells 
consumers about the best place to find deals, 
is using the term to confuse consumers and 
retailers into believing that it is associated with 
11th Avenue.

11th Avenue is also seeking damages and 
attorney’s fees.

Smith, who has filed a motion to dismiss 
the case, told TBO: “Trademark bullying 
does exist, and we do not appreciate it in 

The UK police force dedicated to tackling 
IP crime seized more than 1,500 suspected 
counterfeit goods and arrested three people 
as part of a Christmas clampdown on fakes 
sold online.

Watches mimicking a range of luxury 
designers were found at the home of a 31-year-
old man from the Leicestershire area during 
the raids on December 9, which were carried 
out by the Police IP Crime Unit (PIPCU).

If they were sold at genuine retail price, the 
goods would have an estimated retail value 
of £1 million ($1.5 million).

In Leeds, a 26-year-old man and a 28-year-
old woman were also arrested.

The pair are thought to be two of the UK’s 
top sellers on social media of counterfeit 
designer goods. Around 150 suspected fakes 
were seized including shoes, handbags, 
clothes and watches.

They were taken to local police stations for 
questioning and were later cautioned by 
officers.

The Leicestershire man was taken to a police 
station for questioning and released on bail 
until May 2015.

UK police seize thousands of fakes in Christmas clampdown
Head of PIPCU, DCI Danny Medlycott, said 
the action “sends home a strong message” 
to anyone thinking of buying or selling fake 
goods that the police take the issue very 
seriously.

“Counterfeit goods are cheap and shoddy 
versions of the original and the public 
need to be aware that they are potentially 
putting themselves at risk by buying them,” 
Medlycott said.

PIPCU is part of the City of London Police 
force and is being funded by the UK IP 
Office.

In October, TBO reported that the unit had 
been given funding to remain open until 2017.

Medlycott urged anyone who thinks they 
have unknowingly bought counterfeit goods 
this Christmas to report it to Action Fraud on 
+44(0) 300 123 2040 or at www.actionfraud.
police.uk. n

PIPCU issues 
Yuletide warning

Dispute over Group 
Dealz domain
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the least. We believe in fair play and healthy 
competition, not over-the-top lawsuits.

“Should 11th Avenue be able to prevent us from 
operating this site even though they currently do 
not have a federally registered trademark?”

“We purchased this domain name to start 
building our next friendly company,” he added. 

Group Dealz has filed a motion to dismiss the suit 
and is seeking legal fees in response.

11th Avenue has been contacted for comment. n
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Seasonal 
woes for 
brand 
owners

Unscrupulous 
shoppers and brand 

exploiters are part of 
a toxic mix that allows 
the online counterfeit 
trade to thrive, and to 

make matters worse, 
IP laws in different 
countries are not as 

flexible as the fakers 
when it comes to 

fighting counterfeits. 
TBO reports.

JE
A

N
E

TTE
 D

IE
TL / S

H
U

TTE
R

S
TO

C
K

.C
O

M
 

If an iPhone charger says it is a 
genuine Apple product and looks 
like an Apple product, you could 
probably forgive Christmas shoppers 

for inadvertently buying it. For online 
retailers, too, spotting a fake can be a 
burden, considering the millions of items 
displayed for sale at any one time. But a 
report from consumer rights group The 
Counterfeit Report argues that retailers can 
do more to fight the problem.

In November, the group announced the 
results of its nine-month investigation into 
counterfeit products being sold on eBay. The 
group found fake Apple iPhone chargers 
and knives brandishing the ‘Iain Sinclair’ 
trademark among 250 fake products that 
had been sold on the platform.

In response, eBay issued a statement to 
reassure people: “Counterfeits are illegal 
and not welcome on any of eBay’s sites. eBay 
is fully committed to combating the sale of 
counterfeit goods.”

eBay told TBO it wants to work with trade 
groups like The Counterfeit Report and 
other bodies such as the International 
AntiCounterfeiting Coalition. It said that 
it is “fighting the same fight” as these two 
trade groups. 

“Counterfeit items hurt eBay’s community 
of legitimate sellers who trade authentic 
goods on eBay every day.” The retailer 
referred to its Verified Rights Owner 
Program, which counts 10,000 brand 



TBO Newsletter 12:14 ANTI-COUNTERFEITING 7

www.trademarksandbrandsonline.com



8

www.trademarksandbrandsonline.com

TBO Newsletter 12:14ANTI-COUNTERFEITING

“The counterfeiters are 
particularly aggressive 
during the holiday 
season, and will stop 
at nothing to confuse 
customers, from 
creating fake websites 
to hawking their fakes 
through legitimate 
retail channels.”

owners as members. The programme allows 
them to alert the retailer once they identify 
an infringing product being sold online.

The Counterfeit Report still felt eBay was 
not doing enough to combat the problem of 
counterfeit products sold on the platform. 
Writing on its website, the group said that 
the retailer should “put consumer protection 
before profits with aggressive proactive 
research, harsh penalties for sellers and 
appropriately staffed anti-counterfeiting 
efforts”.

The consumer rights group is not alone in its 
assessment that eBay could do more. Ralph 
Cathcart, partner at US law firm Ladas & 
Parry, feels there are strategies the retailer 
could put in place that would have a greater 
impact on the issue.

For instance, Cathcart believes that for every 
sale that occurs there should be a follow-up 
email to customers immediately, asking 
them to review the quality of the product 
and whether it met their expectations. 

“There is feedback,” he says, “but that is 
different from having a protocol where there 
is an automatic follow-up.” 

Cathcart admits, however, that the retailer 
has “increased preventive measures and 
taken counterfeiting a little more seriously” 
over the last five to seven years.

For him, it is important to educate consumers 
because “truthfully told these buyers are not 
all innocent people who are duped” and are 
often complicit in their pursuit of fakes.

“So it is not just about catching the bad guys, 
it is about educating as well,” he says.

For Joseph Gioconda, founder of US-based 
Gioconda Law, the issue of whether eBay is 
doing enough is a false argument because US 
courts have established the role of eBay as an 
“intermediary”. The US courts have found 
that “eBay is an intermediary which does not 
physically examine the merchandise that is 
sold by the many millions of sellers through 
its auction site.

“The courts have found that eBay is not 
responsible for generally policing its 
site against counterfeiters. So, whether I 
personally, or brand owners collectively, 
continue to believe that eBay is not doing 
enough to address the problem on that 
site, US courts have pretty much drawn the 
line in the sand and held that eBay is doing 
enough under US IP laws,” he says.

Gioconda identifies a bigger problem 
surrounding counterfeiting, which goes 
beyond eBay. The internet largely disregards 
borders, streamlining global services that 
allow buyers and sellers to connect across 
multiple jurisdictions. IP laws, however, 
are not as flexible and Gioconda notes that 
“brand owners have encountered far more 
friction and pushback from parties that are 
not US-based,” he says.

Holiday dramas
It is generally agreed that counterfeiting is a 
bigger problem when the annual Christmas 
consumer frenzy comes around. Online 
retailers have even imported the Black Friday 
phenomenon from the US to the UK, which 
means brand owners and retailers have to 
be extra cautious about what slips through 
during November and December.

“When we do our national enforcement 
programme for clients we find a clear uptake 
in activity around Christmas,” says Cathcart. 
“Demand is the biggest reason,” he adds. 
“People are purchasing more and they are 
buying more”.

At Christmas, the steady stream of 
experienced buyers who visit online retailers 
is suddenly outnumbered by the “one-time 
consumers who aren’t as sophisticated as 
regular customers”, Cathcart says. 

“From the mother who is searching for a brand 
name pair of trainers for her teenager, to the 
husband searching for a designer handbag for 
his spouse, there are millions of unsuspecting 
consumers who the counterfeiters set their 
sights on defrauding,” says Gioconda.

Because of this, “counterfeiters dramatically 
ramp up their efforts to confuse customers. 
We find that the counterfeiters are particularly 
aggressive during the holiday season, and will 
stop at nothing to confuse customers, from 
creating fake websites to hawking their fakes 
through legitimate retail channels,” he adds.

As it gets closer to Christmas there are stories 
from both the US and the UK of successful 
counterfeit raids that demonstrate the uptick 
of activity in the holiday season. 

In early December the UK Police IP Crime 
Unit seized more than 1,500 counterfeit 
watches and arrested three people in the 
Leicestershire area. In the US, thousands of 
counterfeit goods bearing the Nike and Louis 
Vuitton trademarks were found in Detroit.

Cathcart notes that the trade in infringing 
goods can be in the trillions of dollars’ worth. 
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with mimics, but one-time buyers will be 
less accustomed to the verisimilar nature of 
counterfeiters advertising their products.

There are no general guidelines for 
consumers to tell them when Apple means 
Apple, or when genuine means genuine, 
but consumers and online retailers can still 
have an active role in assisting brand owners 
when they are aware of counterfeit products 
being sold online.

Ultimately, it is the role of the brand owner, 
but it is also in the interest of eBay, Amazon, 
AliBaba and other online retailers to raise 
consumer awareness about fake products, 
for when “consumers are defrauded”, 
Gioconda says, “the harm is just as serious 
to retailers”. n

The US Homeland Security and Investigations 
report, IP Rights Seizures Statistics, states 
that had all the IP-infringing goods seized by  
US authorities in fiscal year 2013 been 
genuine, they would have been worth  
$1.7 trillion. 

While at first glance this seems a lot, and 
Cathcart does concede it is “difficult to 
quantify”, there are methods of working out 
the costs. “It is usually based on what the retail 
manufacturer’s price would be,” he says, “but 
it also has an economic impact on the brand 
owner because it dilutes the brand and diverts 
from sales.”

Plus, he says, “we don’t catch every counterfeit 
sale. For every counterfeit item that is seized 
there are probably three or four that get 

through. I don’t think it is a useful proposition 
to argue that it is exaggerated. The numbers 
are approximates and they indicate the depth 
of the problem.”

Unscrupulous shoppers and brand 
exploiters are part of a toxic mix that allows 
the counterfeit trade to thrive. Whether 
intermediaries such as eBay are doing enough 
to combat counterfeits—eBay argues that 
they are—is still up for debate, but perhaps 
the recent work of The Counterfeit Report is 
symptomatic of a frustration among brand 
owners and consumers about counterfeiting.

Being able to distinguish a real item from a fake 
item on a computer screen can be as difficult 
to work out as when Christmas starts and 
ends. Experienced shoppers may be familiar 

eBay says it 
is committed 
to combating 

the sale of 
counterfeits.
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Clarity out  
of confusion

The position on trademark 
infringement regarding Google 
AdWords and keyword bidding 

has been clarified in recent years 
with a number of rulings handed 
down by the CJEU. Luke Portnow 

of Boult Wade Tennant reports.
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As Europe’s highest court, the 
Court of Justice of the EU’s 
(CJEU) decisions are binding 
throughout the EU. Its rulings 

on AdWords have originated from national 
courts, which refer to it questions on points 
of European law, especially in relation to the 
Community Trademark (CTM) Regulation. 
This regulation provides for CTM applications 
and the harmonisation of trademark law 
throughout the EU. This article examines the 
significance of these recent rulings, and how 
they have been interpreted by national courts, 
particularly in the UK.

The first important case was Google France 
v Louis Vuitton, in which Louis Vuitton 
Moët Hennessy (LVMH) had argued that 
Google was infringing its trademarks when 
it allowed anyone other than LVMH to  
bid on its registered marks using the AdWords 
system.
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The CJEU ruled that Google is an 
information service provider and so does 
not infringe any trademarks but only creates 
the environment in which trademark owners 
and advertisers do business. Put simply, a 
referencing service provider such as Google 
is not involved in the use of a trademark “in 
the course of trade”, the court said. 

However, the CJEU did go on to state that 
“in the case where a third party’s ad suggests 
that there is an economic link between 
that third party and the proprietor of the 
trademark, the conclusion must be that 
there is an adverse effect on the function of 
indicating origin”.

The CJEU also said that where an ad (while 
not suggesting the existence of an economic 
link) is so vague that “normally informed 
and reasonably attentive internet users are 
unable to determine whether the advertiser 
is a third party vis-à-vis the proprietor of the 
trademark or, on the contrary, economically 
linked to that proprietor”, then the conclusion 
must be that this also provides an adverse 
effect on the function of the trademark. 
Whether or not this encompasses the 
concept of ‘initial interest confusion’ is now 
the subject of a well-publicised infringement 
case in the UK.  

Shortly after Google France v Louis Vuitton, 
the CJEU was asked to provide guidance 
on a further keyword bidding dispute, in 
Interflora v Marks & Spencer.  

Interflora is the operator of a large and well-
known flower delivery network, and Marks 
& Spencer (M&S) is one of the best-known 
retailers in the UK. M&S has sold flowers 
online since as early as 2000. In its adverts, 
M&S used Google AdWords so that when 
Google users entered ‘Interflora’ as a search 
term, an advertisement or sponsored link 
would appear for the competing M&S flower 
service with a link to its website. In spite of 
the trademark ‘Interflora’ never appearing 
in the M&S advertisement itself, Interflora 
sued M&S for infringement. 

Initially it was thought that the CJEU ruling 
in Google France v Louis Vuitton could 
not help Interflora as M&S was not using 
the word Interflora in its sponsored link 
advertisement. However, Interflora was 
able to argue that M&S’s use of the AdWord 
Interflora was damaging its reputation and 
distinctive character without due cause.

When the UK court referred several questions 
to the CJEU during the early proceedings, the 
court confirmed that a trademark owner is 

entitled to prevent a third-party competitor from 
using another mark covering goods or services 
identical to those protected by that mark, where 
that use is likely to either:

• Have an adverse effect on one of the 
functions of the proprietor’s trademark 
(including, in summary: (i) adversely 
affecting the earlier registered trademark’s 
function of indicating origin; (ii) adversely 
affecting the earlier registered trademark’s 
advertising function; or (iii) adversely 
affecting the earlier registered trademark’s 
investment function if it substantially 
interferes with the proprietor’s ability to 
acquire or preserve a reputation capable of 
attracting consumers and retaining their 
loyalty); or

• Prevent a company from using a trademark 
in keyword advertising where the 
competitor takes unfair advantage of its 
distinctive character or repute (free-riding), 
or where the advertising is detrimental 
to that distinctive character (dilution) or 
to that repute (tarnishment), where the 
registered mark has a reputation.

The English High Court found that M&S 
infringed Interflora’s trademark, on the basis 
that the people who searched for Interflora and 
then clicked on the M&S advertisement were 
led to believe (incorrectly) that M&S’s flower 
service was part of the Interflora network. 
The UK court’s interpretation of the CJEU’s 
Interflora ruling is subject to an appeal, based 
on the argument that the UK court misapplied 
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the ‘reasonable internet user’ test laid down 
by the CJEU and that it incorrectly decided 
that initial interest confusion was sufficient to 
establish liability. It may be that further case 
law and clarity on the point of initial interest 
confusion may come out of this latest round 
of the litigation.  

Lush results 
Regarding developments since these initial 
CJEU rulings, in February 2014 the English 
High Court handed down a judgment in the 
AdWords case of Lush v Amazon.

Here, Amazon was using Lush’s trademark 
‘Lush’, both in keyword advertising and also 
on its website search engine, to generate 
sponsored advertisements in Amazon’s own 

internal search results—these ads led to 
products that were not Lush’s.

In summary, there were deemed to be three 
‘classes’ of use by Amazon of Lush’s trademark: 
(i) the trademark appearing within the 
sponsored advertisement when consumers 
searched for Lush on Google; (ii) sponsored 
links that did not use/show the word Lush but 
did reference products similar to those sold 
by Lush; and (iii) results shown when a user 
typed the word Lush into the search facility on 
Amazon’s website (eg, when typing the letters 
‘lu’ the drop-down menu would appear with 
search options such as ‘Lush bath bombs’ or 
‘Lush cosmetics’).

Based on Google France and Interflora, 
the UK court decided very quickly on the 
question of infringement relating to the use 
of ‘Lush’ under classes (i) and (ii) mentioned. 
For the first class, this was an infringement, 
as the ads included the trademark and the 
average consumer would not expect Amazon 
to be advertising the ‘Lush’ mark if those 
goods were not available to buy. For the 
second class, there was no infringement, 
because consumers are familiar with 
sponsored adverts and accustomed to seeing 
a competitor’s adverts when using a search 
engine, so if the sponsored link was for Lush 
products, the ad would have said so.  

The third and most interesting class (ie, the 
use of ‘Lush’ on the dropdown search bar 
on Amazon’s website) presented more of a 
problem. After much consideration, the High 
Court held that the average consumer would 
be unlikely to know how Amazon’s dropdown 
menu worked, and so would expect to find 
Lush products when clicking on the ‘Lush’ 
results. This meant that Amazon was using 
the ‘Lush’ mark as a generic indicator of a 
class of goods, and this damaged the origin 
function of the trademark. The investment 
function was also damaged by Amazon’s 
implication that it sold Lush goods, as Lush 
does not allow Amazon to sell its goods.  

Here we see how flexible, and adaptable, 
the basic legal position and principles laid 
down by the CJEU in Interflora v M&S can 
be. This also shows an underlying public 
policy consideration behind Interflora that 
search results should be easy and clear for 
consumers in order to avoid the traditional 
confusion associated with trademark 
infringement.  

The most important and far-reaching CJEU 
rulings (Google France v Louis Vuitton and 
Interflora v M&S) hold that Google’s AdWords 
system does not violate the trademark rights 
of a brand owner when its marks are used 
by a third party to trigger adverts. However, 
third parties using a proprietor’s trademark 
as an AdWord can be liable to infringement 
if an ad suggests there is an economic link 
between the parties and/or if the ad has an 
adverse effect on the essential function of the 
trademark—ie, its indication of origin or its 
reputation. n

Luke Portnow is trademark assistant at 
Boult Wade Tennant. He can be contacted at: 
lportnow@boult.com 
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A battle of words
Whether Google plays a passive or an active 

role when offering its AdWords service is a 
continuing debate, as Marie-Emmanuelle 

Haas of Me Haas and Tobias Malte Müller  
of Wirsing Hass Zoller explain.

Being visible on the internet is 
crucial for many companies. 
The main goal is to be ranked at 
the top of the first page, either 

through natural referencing (which uses 
coding techniques) or sponsored links. As 
Google is the world’s biggest search engine, 
its AdWords advertisement service is at the 
heart of this issue and has also raised major 
questions concerning trademark protection. 

These sponsored adverts appear either on the 
top or the right side of the so-called natural 
search results. It is thought that the AdWords 
system is Google’s main source of revenue. 
This success of the advertisement platform may 
explain why Amazon announced in the autumn 
of 2014 that it would launch its own system to 
compete with Google’s AdWords programme. 

Who is concerned by this AdWords service? 
First, Google; second, the advertiser; and 
third, the internet user, who is searching for 
information. Finally, any right holder whose 
trademark or company name is used by the 
advertiser as a keyword to advertise its own 
products instead. The right holder is likely to be 
harmed, since this system may divert internet 
users to third parties’ websites. 

The legal debate
Between 2010 and 2011, the Court of Justice 
of the EU (CJEU) ruled in five decisions 
that Google uses third parties’ trademarks as 
keywords only for internal purposes—not “in 
the course of trade”—and therefore cannot be 
held liable for any trademark infringement. 
The CJEU analysed the AdWords service and 
concluded that Google has to be regarded as an 
intermediary service provider in the meaning 
of the Electronic Commerce Directive 2000/31/
EC, since its role is “purely technical, automated 
and passive”.  As a result, said the court, Google 
is not liable for the hosted content related to its 
AdWords service unless it had an active role.

Google explained before the CJEU that its 
AdWords service is run by a totally automated 
system whose data are either the keywords 
chosen by advertisers or those used by internet 
users. The company concluded that it does not 
intervene at all in this automatic process. 

The CJEU compared natural results with 
sponsored links and explained that “when 
internet users enter the name of a trademark as 
a search term, the home and advertising page 
of the proprietor of that mark will appear in 
the list of the natural results, usually in one of 
the highest positions on that list. That display, 
which is, moreover, free of charge, means that 
the visibility to internet users of the goods or 
services of the proprietor of the trademark is 
guaranteed, irrespective of whether or not that 
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proprietor is successful in also securing the 
display, in one of the highest positions, of an ad 
under the heading ‘sponsored links’”.  

It also referred to the “average internet user” to 
assess whether the ad generated by the keyword 
“does not enable him, or enables that user only 
with difficulty, to ascertain whether the goods 
or services referred to therein originate from the 
proprietor of the trademark or an undertaking 
economically connected to it or, on the contrary, 
originate from a third party”. 

According to the CJEU, national judges must 
decide in each case whether Google played 
a passive or an active role when offering its 
AdWords service. Only in the latter case would 
the exemption of intermediaries’ liability not 
apply.   

Concerning the advertiser’s liability, the 
trademark owner has to prove that the result 
generated by a search on its trademark creates 
a likelihood of confusion for the internet user. 
It leads to discussions on the likelihood of 
confusion that are quite abstract. 

What’s next?
Following these decisions, Google modified 
its AdWords trademark policy in Europe, 
explaining that it “does not prevent the selection 
of trademarks as keywords in the EU”. In case 
of a complaint, it “will do limited investigation 
as to whether a keyword (in combination with 
a particular text) is confusing as to the origin of 
the advertised goods and services”. In that case, 
the ad will not be approved and will not run. 
The AdWords trademark policy gives examples 
of authorised ads, including “ads for competing 
products and services”.

In light of the above, doubts arise about 
whether Google can really not be held liable 
for infringement through third party adverts 
by arguing that the AdWords system is fully 
automated. In our view, a fair balance should 
be found in order to achieve the goals of the 
Electronic Commerce Directive, the Trademark 
Directive 89/104/EC and EC Regulation No. 
40/94 on the Community trademark (CTM) 
and to accelerate the digital economy in Europe 
to the benefit of all actors mentioned above. 

In this context it needs to be asked who is actually 
taking most advantage of the profit generated by 
the AdWords service. Does the “average internet 
user” make a difference between sponsored ads 
and natural results? Does this service help the 
average internet user to find what he or she 
is looking for on the internet? Is it possible to 
imagine other technical solutions to increase 
the results generated by search engines without 
having to sell third parties’ names as keywords? 

What is the cost of achieving an efficient 
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natural referencing compared with the budget 
for AdWords campaigns? Natural referencing on 
the first page involves high expenses. These are 
questions and issues that have to be considered.

German and French 
jurisprudence on AdWords 
No decision has been published in France or in 
Germany that says Google did play an active role 
when offering its AdWords service. Concerning 
the advertiser’s responsibility, there seems to be 
a consensus among German and French courts 
that in cases where the disputed sponsored 
advertisement explicitly contains a third party’s 
trademark, either in the advertising link or the 
short commercial message displayed in the 
advert, infringement exists. 

However, French and German courts’ views 
are different from this position where the 
challenged advert does not contain the third 
party’s trademark or any other reference 
indicating the trademark owner or its products 
offered under that trademark. Under such 
circumstances the German Supreme Court 
affirmed that the essential function of origin is 
typically not impaired since the advert does not 
contain any explicit reference to the third party, 
or its trademark or products offered under that 
trademark. Additionally, the advert is clearly 
separated from the natural search results and 
marked as an advert or sponsored link. 

Most decisions in France are similar to 
this position, although some courts have 
condemned advertisers either on the basis of 
trademark infringement or unfair competition. 
In the Eurochallenges and Suza International 
cases (2010 and 2011), the French Cour de 
Cassation affirmed a violation of the essential 
function of origin of the infringed marks, even 
though the adverts were clearly designated as 
sponsored links, were displayed in separate 
advertising blocks, and did not contain the 

“Doubts arise about 
whether Google can  

really not be held liable  
for infringement through 

third party adverts  
by arguing that the  
AdWords system is  

fully automated.”

trademark or any other reference to the 
trademark owner or the products offered under 
the trademark.

The German Supreme Court does explicitly 
accept exceptions to the above principle—ie, 
of denying trademark infringement in cases 
where the advert triggered by the keyword 
advertising does not contain the third party’s 
trademark or any other reference indicating 
the trademark owner or its products. Such 
an exception has, for instance, been affirmed 
where the specific circumstances of the case 
may lead the user to the erroneous assumption 
that there is an economic connection between 
the advertiser and the trademark owner, 
even though the advert does not contain any 
reference in this sense. In this case the advert 
would have needed to explain the absence of 
any economic connection between the parties 
by an explanatory indication.
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finding keyword ideas and estimating how they 
may perform”. 

Finally, one further point is interesting from a 
trademark perspective: Google holds a registered 
CTM for ‘AdWords’ (filed in November 2011 
following the above-mentioned CJEU decisions) 
with a large list of advertisement services in classes 
35 and 42. These include “consultation services 
related to the management of online marketing 
campaigns; providing temporary use of online, 
non-downloadable software for analysing 
and reporting on internet traffic and keyword 
placement, for analysing the effectiveness of 
website marketing”. 

In Germany, there is some recent case law 
involving intermediaries other than Google 
that held them liable under the concept of a 
secondary liability for breach of duty of care—the 
so-called Störerhaftung principle. According to 
Störerhaftung, hosting providers usually only 

have a duty to prevent infringing third party 
content on their platforms after they have 
gained knowledge of it, which usually happens 
through a notice and takedown letter sent by 
the right holder. 

Nevertheless, German courts have imposed 
a greater responsibility on intermediaries for 
illegal content placed on their platforms. It is 
settled case law in Germany that providers 
must not only take down the specific asserted 
infringement from their website but also take 
measures to prevent the repetition of such 
infringements. Additionally, providers must 
undertake what is “technically and economically 
reasonable” to prevent other comparable illegal 
content on their websites. 

In one case, not only did the German Supreme 
Court tell an intermediary (Rapidshare) to use 
word filters to delete other infringing files on its 
servers, it said that in case the word filter was 
not effective enough the platform was required 
to manually check the results provided by the 
word filter.

In another case, eBay had actively promoted 
through internet adverts one of the auctions 
running on its platform which involved 
copyright-infringing furniture. In that case it 
was held that eBay left its neutral position as an 
intermediary by actively placing adverts about a 
specific auction on third party sites. 

Under these circumstances the court imposed 
increased monitoring obligations on eBay that 
went beyond the application of filters with 
subsequent manual control of identified hits. 
It held that once eBay has been made aware 
of clear IP infringements, it must screen the 
offers available on its website through these 
adverts for unambiguous and easily identifiably 
infringements. 

In France, the Cour de Cassation decided 
in three decisions that eBay shall not be 
considered an intermediary since it did play an 
active role by providing assistance that entails, 
in particular, optimising the presentation of the 
offers for sale in question or promoting them.

It will be interesting to follow whether and how 
national courts will deal with these issues in 
future. But one thing seems to be clear already: 
the debate remains open.

Google chose not to comment on this article. n

Marie-Emmanuelle Haas is a founding 
partner of Me Haas. She can be contacted at:  
meh@me-haas.eu

Tobias Malte Müller is a partner at Wirsing Hass 
Zoller. He can be contacted at: mueller@wirsing.de

Evolution
It remains to be seen whether courts will 
attribute to Google an active role in its AdWords 
programme and therefore change the current 
thinking on this aspect. Google provides support 
to advertisers and, when presenting its service to 
beginners, explains the three-step process: your 
ad appears next to relevant content + the internet 
users click on the ad + they come into contact 
with your firm. 

The success of the first step depends on Google’s 
configuration of its ranking system and on 
the quality of its assistance. Furthermore, 
Google offers online assistance to advertisers. 
Its service has become so sophisticated that 
a ‘school’ called AdWords Online Classroom 
that provides free online training has been 
created by Google. It also offers a “keyword 
planner” which “is a free AdWords tool that 
helps you build search network campaigns by 
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