
SEPTEMBER 2014

NEWSLETTER

OTHER CONTENTS: 

NEWS AND INTELLIGENCE FROM TRADEMARKS & BRANDS ONLINE

Belt up: travel 
apps and brand 
protection 
Page 6

Founding sponsor:

THE BENEFITS OF A 
‘DOT BRAND’ gTLD

12

NEW gTLDs:  
INTRODUCING .PHILIPS

8





3

www.trademarksandbrandsonline.com

   EDITOR’S LETTER/CONTENTSTBO Newsletter 09:14

Trademarks & Brands Online is published by:  
Newton Media Limited 
Kingfisher House, 21-23 Elmfield Road, Bromley, 
BR11LT, United Kingdom
+44 203 301 8200
Director 
Nicholas Lipinski
Publisher
Peter Garner 
Telephone: +44 203 301 8217 
Email: pgarner@newtonmedia.co.uk
Managing editor
Martin Essex
Telephone: +44 203 301 8211
Email: messex@newtonmedia.co.uk
Editor
Ed Conlon
Telephone: +44 203 301 8210
Email: econlon@newtonmedia.co.uk
Sub-editor
Ros Bromwich
News editor
Max Walters
Editorial assistant
David Brooke
Consultant
John Haley 
Telephone: +44 203 301 8205 
Email: jhaley@worldipreview.com
Production and design
Fisherman Creative
©Newton Media Limited 2014
All rights reserved. No part of this publication may be 
reproduced, stored in a retrieval system, or transmitted 
in any form or by any means, electrical, mechanical, 
photocopying, recording or otherwise without the prior 
written permission of the publisher.
The views expressed in TBO are not necessarily those 
shared by the publisher, Newton Media Limited. 
Wishing to reflect the true nature of the market, we 
have included articles from a number of sources, 
and the views expressed are those of the individual 
contributors. No responsibility or liability is accepted by 
Newton Media Limited for any loss to any person, legal 
or physical, as a result of any statement, fact or figure 
contained in TBO. 
This publication is not a substitute for advice on a 
specific transaction. The publication of advertisements 
does not represent endorsement by the publisher. 
Trademarks & Brands Online (TBO): ISSN 2049-2359 (Print)
Cover image: CandyBox Images / Shutterstock.com

The real deal
Of the many touted benefits of a .brand generic top-level domain (gTLD), 
innovation and creativity are just two, while authenticity—consumers know that 
goods sold from the address are genuine—is a third. That all sounds great, but 
what happens if people don’t know or even believe that a .brand is in fact the real 
deal? Having a swanky new internet address might sound appealing, but not if it’s 
simply gathering dust.

To explain how brands might overcome this hurdle, in this issue we hear from 
Ingrid Baele of electronics company Philips, which has applied for the .philips 
gTLD and plans to launch it in 2015. One way of spreading the news is to use 
catchy marketing campaigns, she explains, while maintaining a ‘safe’ .brand will 
enhance the public’s trust in it.

Most of what Baele says seems sensible, but there are still many unknowns in 
the new gTLD era. For example, her claim that public trust in .brands can be 
increased if the addresses feature prominently in search engine results, really is 
a big ‘if ’ at the moment, as there is no indication that search engines will treat 
.brands any differently to .coms.

With clear doubts lingering about the benefits of .brands, Roland LaPlante of domain 
name registry Afilias discusses their main benefits and reviews some associated 
marketing trends, which include, in his words, the “fickleness of social networks”.

We round off this month’s issue by profiling travel app companies, such as Hailo 
and Uber, whose increasing popularity puts them at risk of brand abuse in an app 
world where brand protection is not as advanced as in other areas.

This issue is the first in its shortened form—16 pages—and doesn’t include any 
news. Instead, we are now focusing only on features. We hope you enjoy it.

Ed Conlon, Editor 
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The modern-day adage that “there 
is an app for that” speaks a greater 
truth than the flippancy of the tone 
suggests. Apple recently confirmed 

that there as many as 1.3 million apps overall 
available for smartphone users in its App Store.

For a market still considered to be in development, 
it is perhaps surprising that there are apps that 
cover almost all aspects of travel, from hailing taxis 
to packing for a holiday. Apple trademarked the 
phrase ‘there is an app for that’ in 2010, but have the 
owners of these travel apps developed an awareness 
of the IP issues surrounding the platform?

Transport is an industry that has benefited 
enormously from the convenience of app 
services on mobile devices. As our cities have 
got bigger and bigger, so have our needs to better 
navigate these complex landscapes. 

Apps are now available to help commuters 
negotiate metropolises such as London, New 
York or Paris, offering a range of services. 
Examples include Uber and Hailo, which 
find taxis for users; Citymapper, which helps 
people find the best public transport route; and 
Tube Exits, which helps people leave a London 
underground station more quickly. 

Haydn Simpson, product director at brand 
protection company NetNames, identifies two 
IP challenges for brand owners looking to 
promote themselves in the growing market: 
“The relatively unregulated marketplaces where 
apps are distributed, and the extraordinary 
proliferation of apps and marketplaces in such a 
short space of time, make apps a prime target for 
counterfeiters and fraudsters.

“The smartphone and tablet markets continue to 
show unprecedented growth, and this produces 
the mixture of opportunity and threat associated 
with any new channel to market, particularly 
when it is internet-based,” he adds.

Simpson is not aware of any travel apps being 
counterfeited “but that doesn’t mean that it’s not 
happening”, he says. “Until now, travel apps have 
not been a primary target for counterfeiting and 
IP infringements, but they are just as vulnerable 
to such threats as any other type of mobile apps”, 
Simpson says. “It is most likely that the original 
app developers are not aware they have been 
copied [if they have been], much in the same 
way that brand and trademark owners from all 
industries are not necessarily aware that third 
parties are impersonating them.”

For Simpson, the IP issues facing app designers 
are similar to those in other markets. The first 
case brought by the US Department of Justice 
that involves counterfeit app distribution was 
concluded in January 2014, when the four 
people who ran the Appbucket Group and 
SnappzMarket Group platforms were charged 
with conspiracy to commit criminal copyright 
infringement.

Acting assistant attorney general Mythili Raman 
said at the time: “These crimes involved the 
large-scale violation of IP rights in a relatively 
new and rapidly growing market.”

Simpson expects more cases. He says: “Such 
is the growth of both the number of apps 
available and new app stores, there are bound 
to be more cases of fraudulent or counterfeit 
apps appearing.”

As they become more popular, travel apps may 
find themselves running into new problems with 
protecting their brands. Uber and Hailo have 
become very popular in the travel apps market, 
providing users with an easy method of finding 
a taxi. Uber has entered into a partnership with 
Google Maps, while Hailo has penned a deal with 
Citymapper. By integrating these services with 
Google Maps and Citymapper, users will be able 
to navigate routes using taxis.

Safe journeys  
for apps
The mobile app market is growing fast, 
especially in the travel sector, and the most 
popular ones will need to be alert to  
attempts to counterfeit them. TBO reports.
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While these partnerships may serve to enhance 
the brand of both companies and help to 
distinguish their apps from imitators, the 
collaborations won’t necessarily help to protect 
the brands from counterfeiters.

Simpson says: “I think it will help with 
commercialisation, but not protection.” 

The resources available to big brands like Google 
for combating counterfeit apps could ultimately 
benefit partners such as Uber. Although it is so far 
unclear whether Google will assist Uber to protect 
itself against counterfeiters, one might argue that 
the search company will have an interest in seeing 
Uber’s brand being protected.

Frederick Felman, chief marketing officer of 
MarkMonitor, a brand protection company, 
believes such partnerships can help: “The 
association with a protected brand—a more 
obvious and well-known brand—helps.”

Brand promotion
On the business side, the difficulty of establishing 
a new app in a market full of big brands is 
becoming a bigger and bigger challenge. 

A report by internet analytics company comScore 
in August 2014 confirmed the difficulties of 
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new apps attempting to establish themselves. It 
found that two thirds of smartphone users don’t 
download an app in a typical month. With the apps 
that are downloaded, users spend 42% of their time 
on their favourite app and just 17% and 10% on 
their second and third favourite apps respectively. 

Of the apps that people do download and use, the 
report concluded that it is big brands that users go 
to. The report says that “the ranking of top apps 
is dominated by app constellations of some of 
the largest media brands, specifically Facebook, 
Google, Apple, Yahoo, Amazon and eBay”.

Although the temptation might be there to 
copy established apps, Felman says that only the 
“shortsighted ones” will do that.

He says designers looking to establish their 
brand in the long term will deploy professional 
marketing campaigns to demonstrate the 
authenticity of the service.

“With the long view they are going to use things 
like social media on phones to promote their 
applications or advertise with other popular 
applications and through Google platforms. 
They are going to use advertising and promotion, 
including videos to promote their product, 
because that is what smart brands do.”

Contrasted with the “unprofessional marketers 
who will use dirty tricks to try and deceive 
people”, Felman says, genuine brands will look 
to bring users as much transparency about who 
they are and the services they provide to users.

For Felman, “nefarious activity is going to follow 
traffic”. The counterfeiters will always follow 
“where the eyeballs go”, he says, but although it is 
still nascent, he expects the app market to mature 
in the future.

“You will see an onslaught of abuse but, on the 
other hand, the operators of online applications 
are going to become more sophisticated with their 

ability to guard against fraud and abuse, privacy 
violations and other things that harm users.”

The challenge for travel apps like Uber or Hailo is 
that as they develop a greater presence within the 
market, the chances of imitators and counterfeiters 
looking to exploit their brand name and damage 
their reputation increases. As Simpson remarks: 
“The bigger they get, the more likely they are to 
face brand protection challenges.”

It is important, therefore, for such travel apps 
to remain vigilant towards those seeking to 
damage their brand name, and to look out for 
unauthorised copies entering the market. Uber 
and Hailo are arguably big names within the 
market now and as users are drawn to their 
services, so will those seeking to exploit their 
name for easy money.

Felman and Simpson expect the travel apps 
market to mature in the future, and they also 
expect more cases involving counterfeited apps to 
arise as app designers become more sophisticated 
in their approach to tackling IP infringement. 

But for the travel brands that do not wise up 
quickly to the copycats and fraudsters who follow 
the users, the modern saying of “there is an app 
for that” may well take on a darker meaning. n

“The resources 
available to big brands 

like Google for 
combating counterfeit 
apps could ultimately 

benefit partners  
such as Uber.”
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During the first half of 2015, 
Philips plans to launch its new 
.philips generic top-level domain 
(gTLD). This means we will join 

other first-mover companies, such as AXA 
and BMW, in the .brand space. Over the next 
couple of years, a few hundred companies 
are expected to launch their .brand domains 
obtained in the first round of ICANN’s 
breakthrough extension of gTLDs. 

Getting a new domain up and running is a time-
consuming process and it’s no exception for 
Philips. We had to address a potential collision, 
which was ultimately solved under ICANN’s 
new applicable policies, and we have to eliminate 
any technical risk before launching .philips 
to the public. The real hard work, however, is 
still to come: ensuring that .philips becomes a 
successful tool for online interaction with our 
customers, our partners and society at large. 

To achieve this goal, public trust in .philips is 
essential. The .brand companies can use their 
new domains in many exciting, innovative ways 
and I am sure they will. But all these creative 
efforts will be to little avail if the public does not 
feel that a .brand domain is the real thing and 
not a fake. There should be no doubt whatsoever 
in the public’s mind that .philips is a domain 
controlled and operated by Philips. 

How can we nurture this trust? First of all, of 
course, .brand companies should spread the 
message themselves in their own brand and 

S
IM

O
N

 B
R

ATT / S
H

U
TTE

R
S

TO
C

K
.C

O
M

 

Innovation and you: 
introducing the  

.philips gTLD
The success of the new ‘dot brand’ gTLDs will largely depend 
on how well the first-mover adopters manage their domains  

and educate their customers, says Ingrid Baele.

communication campaigns. Philips launched 
its new ‘Innovation and you’ brand campaign in 
2013. Slowly but surely, we will introduce .philips 
as a catchy domain in addition to philips.com. 

We expect .philips to have an extra appeal to 
the public compared with philips.com, so we 
think we can generate extra online traffic for 
our company with .philips and, in the process, 
benefit from new commercial opportunities.

So let creativity blossom and let us celebrate 
differentiation. Individual .brand companies will 
want to surprise the visitors to their domain with 
unique, new experiences that will set them apart. 
That, after all, is the whole idea of the .brand 
exercise: exploiting the exciting opportunities 
offered by the full control of the domain. In my 
opinion, therefore, new .brand websites should 
have dedicated, unique content, otherwise they 
will not work.

More appeal 
At the same time, .brand companies should 
make a joint effort to enhance the appeal of the 
new domains. A good way to do this is through a 
reasonable measure of standardisation. Visitors’ 
trust of and enthusiasm for the domain will be 
enhanced by an ease of use that comes with 
certain basic similarities with .brand domains. 
I am thinking, for example, of domain names 
common to all, such as ‘aboutus.brand’. At Philips, 
we support initiatives for an appropriate level of 
standardisation among .brand domain owners, 

9NEW gTLDs
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while leaving sufficient room for differentiation 
between individual companies.

Public trust in .brand domains can also be 
increased if the .brand domain comes up 
prominently in the list of search engine results 
when a search is made for ‘brand’.

Companies themselves can enhance the safety 
of the .brand space. This will eventually translate 
into more public trust and, importantly, a 
decrease of unintended visits from bona fide 
consumers to websites selling counterfeit goods. 
One of the main reasons for Philips to go for 
the .philips domain is the safety that full control 
over the domain can provide. I guess this was an 
important argument for other .brand companies, 
too. As registry operators, we decide who can 
register a second-level domain name. Now it is 
time to show we can create a new online space 
with our .brand domains, a space that is secure 
and trusted as well as exciting and innovative.

At Philips, we are working with our businesses 
to register domain names and establish the 
related content, in .philips as well as in new, 
non-brand gTLDs owned by third parties—‘we’ 
being both the Philips Intellectual Property & 
Standards division and the brand management, 
digital marketing and communications teams 
within our company. For the time being, we 
envisage having websites only with content 
provided by Philips businesses, although at a 
later stage we may open .philips to content from 

trusted partners. Trying to create new business 
opportunities through the innovative use of 
.philips is, of course, an integral part of our 
efforts. 

In addition to the .philips domain in Latin script, 
we have also obtained it in Chinese script. China 
is our second biggest market and is growing 
rapidly. It is Philips’ second home market; our 
first activities in China date back about a century. 
Needless to say that we will fill the Chinese 
version of .philips with locally relevant content 
and we will launch it basically in parallel with the 
.philips domain in Latin script.  

In the meantime, we have been very busy 
determining and deploying our policies vis-á-vis 
new non-brand gTLDs owned by third parties. 

We may have to adapt our brand policies to the 
new realities opened up by the proliferation of 
the new gTLDs. 

What to use, what to block,  
what to ignore? 
These are the main questions for Philips as 
well as other companies. In the end, we will 
have won the war if the public understands 
that the .philips domain is the place to go for 
anything Philips. If you want to know from 
Philips itself about our lighting products, go 
to ‘lighting.philips’, not ‘philips.lighting’. That 
should be self-evident five years from now. 
This is not only important from a marketing 
point of view: financially, it is much more 
cost-effective for a company such as Philips 
to create second-level domains within .philips 
than to obtain second-level domains from 
third parties who own, for example, .lighting. 
This holds especially true, of course, for the 
so-called premium domain names.

Of course, we are not going to relinquish the 
philips.com domain anytime soon. For a long 
period, both domains will coexist. Only the 
future will tell if .philips becomes so powerful 
and well-known that we might want to transfer 
all content from philips.com to .philips.

Future tasks
Spread the word about our new .brand 
domains. Fill them with innovative, exciting, 
unique content. Standardise where appropriate 
to make the user experience easier. Encourage 
browsers and search engines to treat .brand 
domains well. And ensure that the .brand 
space is absolutely safe. 

These are the tasks facing .brand owners. If we 
prove we are up to the challenge, the .brand 
revolution will gain momentum over the next 
few years. This momentum is pivotal to success. 
After all, the results of ICANN’s second round of 
gTLD distribution will depend to a large extent 
on the experiences of the first round applicants of 
.brand domains. I am sure that many companies 
are sitting on the fence and looking closely at 
these experiences to decide on their own strategy 
for the second round. 

Therefore, I would prefer to wait for more ‘proof 
of success’ from the first round before ICANN’s 
second round opens. If we do wait, many more 
companies might apply for a .brand domain a 
few years from now. That would be compelling 
evidence that .brands are going to be a winner 
and that the early movers have done a good job 
in paving the way. n

Ingrid Baele is vice president at Philips 
Intellectual Property & Standards. She can be 
contacted at: ingrid.baele@philips.com 

“Trust in .brand 
domains can also be 

increased if the .brand 
domain comes up 
prominently in the 
list of search engine 

results when a search 
is made for ‘brand’.”
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Owning the 
territory

The new gTLD expansion has 
provoked some ‘so what?’ responses, 

so Roland LaPlante is here to 
discuss the main benefits of a ‘dot 

brand’ and review some important 
marketing trends.

Over the past three years, you are 
likely to have read countless words 
on the expansion of the internet’s 
address system, where classic top-

level domains (TLDs) such as .com and .info, 
and .de and .co.uk, will be joined by hundreds 
of new generic domains such as .organic and 
.black, geographic domains including .london 
and .vegas, and .brand domains such as .nike 
and .swatch. 

Against this background, there are four 
important marketing trends to consider. First, 
there are higher levels of online engagement than 
ever before. More people are online. Every day, 
you can do more stuff on the internet. The result? 
People are spending more time online. This 
trend will continue for the foreseeable future.

Second, corporate sites—we all visit them—are 
getting bigger and more complicated. This is 
convenient for the corporate types, but difficult 
for customers as they sometimes have to navigate 
around the 99% of unwanted content to get to 
the one morsel they want.

Third, big data. We have better tracking tools 
than ever. More data and better tools give us the 
ability to separate the wheat from the chaff and 
to learn useful things about what our customers 
are doing online.

And finally, we are learning—yet again—about 
the fickleness of social networks. Even now, 
teenagers are moving away from Facebook to 
a place their parents and grandparents haven’t 
heard of yet. So, it’s no longer enough, or even 
cool, to ask people to like you on Facebook.

Given this confluence of marketing trends, 
how do marketers and brand managers engage 
with prospects and customers online and create 
the ultimate experience in a more sustainable 
fashion?

The answer is to graduate from owning a website 
to owning an entire internet TLD dedicated to 
your brand.

Taking the next logical step
Today, all businesses own websites where the 
TLD has something like .info or .com in the 
address. We’ve never seen anything different, so 
we accept this as ‘the way it ought to be’. 

This is now wrong.

The organisation that manages the internet’s 
addressing system—ICANN, a not-for-profit 
public-benefit corporation dedicated to keeping 
the internet secure, stable and interoperable—is 
now in the process of changing the old thinking 
completely with its new TLD programme.
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In 2000, there were seven generic TLDs—.com; 
.net; .org; .mil; .int; .edu; and .gov. There were also 
approximately 240 country-code TLDs such as 
.us, .uk, and .fr; every country has its own two-
character code.

After test expansions in 2001 and 2004, which 
brought .info, among others, onto the web, 
ICANN opened a process for an unlimited 
expansion of the internet root zone in 2013. 
With more than 1,000 TLDs, this is the largest 
expansion of the root zone in the history of 
the internet. It will change the way we search 
the internet and find businesses and brands, 
especially the TLDs we call dot brands.

In the 2013 round, more than 600 brands from 
a wide range of industries applied for, and will 
eventually get, their own TLDs. The list features 
mostly industries with at least national, but often 
global, reach. Figure 1 shows the number of 
TLDs applied for in various sectors. Why did all 
these brands jump in, and what are the benefits to 
a custom domain?

Better branding
Marketers can now stop wasting space on 
random terms like .com or .net. Wouldn’t 
BMW be better able to communicate its 
message at its own .bmw address? And 
wouldn’t Rays Pizza, a New York City 
institution, be better off with rayspizza.nyc? 
Google, Tiffany, Nike, Apple—each brand is 
better off with a proprietary address. Why 
would any business choose a random term 

“Some brands have 
completely succumbed 

to the allure of 
Facebook, spending 

advertising money to 
drive people to a page 

on Facebook.” 

Figure 1: Number of TLDs applied for in different sectors

like .com when they can live online at their 
own brand? (see Figure 2). 

More security
Internet customers will be more secure at addresses 
in a .brand. A branded TLD gives brands control 
over every address in the entire TLD; the brand 
itself determines who can have an address there, 
so they can keep out the bad guys. Further, the 
brand can control all the content on all the sites in 
its own TLD. If an approved registrant violates the 
acceptable use policy, the brand can take the site 
down without going to court and without a delay.

Given that counterfeiting is very much a 
problem on the internet, .brand domains can 
contribute to security in another sense. When 
customers go to justrolex.tripod.com, do they 
expect to get a real Rolex there? How would they 
know? If the site were tripod.rolex, the customer 
would know that Tripod has been vetted by 
Rolex and been found worthy since Rolex would 
have complete control over every single name in 
the Rolex zone.

An additional security benefit is technical; 
it’s called Domain Name System Security 
Extensions (DNSSEC). Every new TLD is 
required to be DNSSEC signed, so when visitors 
type a .brand address into a browser, they cannot 
be hijacked and sent to another site. The request 
is encrypted and will not return results from the 
wrong place.

Customer experience
Many brands are trying to tap into the great 
popularity of social networks, which have their 
place in the marketing mix. Some brands, 
however, have completely succumbed to the 
allure of Facebook, spending advertising money 
to drive people to a page on Facebook, such as a 



Figure 4: A brand that drives readers to Facebook from its own web page

Figure 2: A .brand domain provides a valuable internet space for brands

Figure 3: A print advertisement which drives readers to Facebook 

print advertisement for Jeremiah Weed, a brand of 
bourbon whiskey-based products (Figure 3).  

What’s wrong with ‘jeremiahweed.com’, which 
they own? Or even better, ‘jeremiah.weed’? 

Some brands even spend money to get a customer 
to their homepage, and then try to drive them off 
their own page to Facebook (Figure 4).  

That should drive most marketers crazy: spending 
money to drive customers to someone else’s brand. 
And then Facebook keeps the data, preventing you 
from understanding your customers better. You 
need your own data—why let Facebook keep it?  

And worse, social networks come and go. 
Where is Myspace today? We’ve all seen 
headlines about Facebook’s declining popularity 
with teens. When some other hot social network 
supplants Facebook—Snapchat? Vine?—brands 
that relied on Facebook will have to start again. 
The investment will be lost. And those brands 
will forever be chasing that elusive ‘other site’ 
where their customers went.

The future
Just a year ago, owning a custom TLD was not 
an option. Today, it’s positioned to be a global 
standard in the internet space.

While I don’t see any brands immediately 
dumping their .com, I predict that in five years 
most major brands will be managing their own 
TLDs and operating all of the internet aspects of 
their business from a space they can control. The 
marketing forces I have mentioned are leading 
brands and consumers in this direction because:

•  More and more businesses and customers 
are moving online;

•  Most brands’ current online presence is 
fragmented among sites and social media 
outlets;

•  Criminal activity is rife on the internet, 
and customers need the refuge of a trusted 
.brand space; and

•  Bespoke TLDs have arrived and allow 
brands to have an infinite number of site 
names that are available only to that brand. 
And brands can control the content on all 
of those sites. 

The .brand domains are safer for brands, more 
secure and trustworthy for consumers, and will 
soon be widely accepted as the global standard 
for world-class brands and companies. n

Roland LaPlante is chief marketing officer at 
domain name registry Afilias. He can be contacted 
at: rlaplante@afilias.info 
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“To educate and promote the professional 
development of brand owners in the 

selection, management, protection and 
exploitation of their trade marks within a 

global economy: to create a forum for the 
free exchange of ideas and information 

and to provide an effective platform for the 
representation of their interests.”

To find out more about MARQUES,
including our Annual Conference,

visit us at:

www.marques.org
Email us at: info@marques.org
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