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Role reversal
As a safety measure companies usually opt for trademark protection before they
launch a new product or service, but have any done it the other way round?
Wyke Farms, an independent cheese maker, says it is the first company in the UK
to register a trademark based on the strength of a social media campaign—‘Free
Cheese Fridays’, which awards cheese to handpicked Facebook and Twitter users
employing the hashtag on Fridays.
In this month’s TBO newsletter we speak to Rich Clothier, managing director at
Wyke Farms, who explains that while trademark protection now allows him to
invest in the campaign, it does not give him licence to attack consumers using
the hashtag. They will be free to engage at will, he says, although businesses
“hijacking” the campaign will not necessarily be spared.
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It may seem obvious that consumers should be allowed to freely participate in the
campaign, but the public’s knowledge of IP can often be limited or distorted. It
is welcome, therefore, that Wyke Farms is seeking to reassure customers that the
trademark will not be used as a weapon against them.
One of the best things about this story is that a small company was bold enough
to launch a social media campaign before obtaining trademark protection. Such
a move does leave an unprotected idea or slogan vulnerable to copying, but it
gives companies (particularly small ones) more flexibility to test their ideas before
stumping up the IP cash. Perhaps in the future, more trademarks will emerge
organically from their online environments.
We also have updates from Nick Wood, of domain name registrar Com Laude,
and Kristina Rosette, president of ICANN’s Intellectual Property Constituency,
about various trademark-related developments in the domain name world.
We hope you enjoy.
Ed Conlon, Group editor
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Counterfeit sites duping ‘one in six’ shoppers
One in six online shoppers are tricked by
websites selling counterfeit goods, a new
report has revealed.
The Shopping Report study by brand protection
company MarkMonitor analysed data from
nearly nine million online sessions from
around 280,000 shoppers.
In the report, published on November 19,
MarkMonitor said there had been a drop in
the rate of people looking for fakes.

However, once a shopper encounters a rogue
site they are just as likely as shoppers in the
earlier study to be duped by it, with one in
six users displaying an intent to purchase
from a rogue website, according to the latest
study.
Fredrick Felman, chief marketing officer
at MarkMonitor, said shoppers were
continuously looking online for deals but
were falling victim to counterfeiters who have
“camouflaged themselves” as legitimate.
“The findings from our Shopping Report stress

ELWYNN / SHUTTERSTOCK.COM

In its 2012 report the company said there were
20 “deal seekers” to one “fake seeker” but that
the ratio has now increased to 28 to one.

Shoppers beware

the importance for brands of developing
proactive strategies to safeguard their brands,
so customer trust is not undermined by illicit
digital activities,” he said.

an aspirational consumer or a brand loyalist,”
he added.
MarkMonitor worked with consumer study
company Nielsen for an eight-month period
to analyse privacy-protected data from around
285,000 online consumers in the US and Europe. n

“In today’s digital world, rogue sites can fool
even the most experienced shoppers, whether

UK court rules rivals must share ‘Ideal Home’

IPC Media, the publisher of music magazine
NME and lifestyle magazine Ideal Home, filed
a trademark infringement claim in 2012 over
Media 10’s use of the trademark on its website
for the Ideal Home Show at Olympia in
London. IPC Media has since been rebranded
Time Inc. UK by its US owner.

Media 10 bought the Ideal Home Show event
organisation in 2009 from the publisher of
the Daily Mail newspaper, which had created
a retail website a year before. Originally
established in 1908 by Wareham Smith, the
advertising manager of the Daily Mail at the
time, the show began as an annual exhibition
of home appliances.

Martin Krause, representing Media 10 and a
partner at law firm Haseltine Lake, likened
the decision to the Anheuser-Busch and
Budějovický Budvar ruling that allowed them
both to use the ‘Budweiser’ trademark for
alcoholic drinks.

Judge David Kitchin, presiding over the

The English Court of Appeal, however,
reaffirmed a ruling by the Intellectual
Property Enterprise Court earlier this year
that rejected IPC Media’s claim that Media
10 infringed its trademark.
The publisher claimed it set up its own home
appliances retail website ‘Ideal Home Shop’
in 2009 after registering the trademark
‘Ideal Home’ in relation to the online sale
of domestic appliances. The website was
an off-shoot of the Ideal Home magazine,
established in 1920.

case, ruled that both marks can exist
simultaneously. He said: “I therefore believe
that this is one of those rare cases in which
the use of the mark complained of is indeed
honest and that it has not had and will not
have an adverse effect upon the essential
function of the registered trademark.”

‘Ideal Home’ to be shared

EVERETT COLLECTION / SHUTTERSTOCK

A dispute over the ‘Ideal Home’ trademark
between two media companies has ended
the same way as the ‘Budweiser’ trademark
row, with the mark being shared.

www.trademarksandbrandsonline.com

“Both the show and the magazine have
longstanding roots in the home interest
industry and the court’s original decision
reflected the commercial reality for the Ideal
Home name.
“Online retail of home interest products is a
natural extension of the Ideal Home Show’s
business and we couldn’t see how Media 10
could be stopped from growing its business
in this way,” he said. n
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A lasting impression
Making an enduring impression in the notoriously
short-lived world of social media is arguably behind the
success of Wyke Farms’s now-trademarked ‘Free Cheese
Fridays’ campaign. TBO examines the implications for
protecting the cheese maker’s IP.

OLEG GOLOVNEV / SHUTTERSTOCK.COM
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T

he life expectancy of most social
media campaigns is very short.
Biscuit
manufacturer
Oreo’s
intervention during the power
outage at the Super Bowl in 2013 had only a
brief life. During the blackout, the company
tweeted “Power out? No problem” with an
accompanying picture of an Oreo lighting up a
dark background. Underneath the image was
the tagline “you can still dunk in the dark”,
with the company reassuring customers that
the consumption of Oreos is not contingent
on how much light is available.
The intervention generated 15,000 re-tweets,
ultimately raising the profile of the brand as
interactive and good-humoured. The timespecific nature of the tweet, however, meant it
had only a limited time to stay in the public
imagination. Social media are increasingly
central to brands’ advertising campaigns, and
this may force them to be more imaginative as

they look to cement themselves in the public
imagination for a longer period of time.
Making a lasting impression is arguably
behind the success of Wyke Farms’s ‘Free
Cheese Friday’ social media campaign which,
as TBO has reported, has been registered as
a trademark in the UK. After the mark was
registered, the cheese maker announced that it
was the first trademark to be registered based
on the strength of a social media campaign.
The company had circumvented the usual
route of taking a registered trademark and
then deploying it as a hashtag.
Established in 2010, the ‘Free Cheese Fridays’
campaign has run every Friday across the
company’s Facebook and Twitter pages,
rewarding a respondent chosen at random
with free cheese. The competition has doubled
in size every year and now approximately
25,000 people enter every week.
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Asserting IP rights
Rich Clothier, managing director of Wyke
Farms, tells TBO he wants to take it further.
It is clear to him that doing that requires
adequate IP protection for what is now the
slogan of the campaign.
But Clothier has anticipated the potential
backlash that may occur with any assertion
of IP rights and is determined to allay
any concerns customers may have about
participating in the campaign. “Consumers
will be free to engage at will,” he says. “The
protection is more about business protection
and stopping other companies from hijacking
our ‘vehicle’.”
He wants to create a dialogue with users
to reassure them that the trademark does
not mean the cheese maker will be filing
infringement lawsuits against enthusiastic
fans. “In our experience people do not
deliberately infringe; this is usually
accidental.”
It is perhaps necessary for the cheese maker
to be careful about asserting its trademark,
considering previous public backlashes to IP
owners.
Chocolate manufacturer Nestlé, for example,
was confronted with a Pac Man-like game
created by campaigning organisation
Greenpeace. Within the game, users could
play as an orangutan and avoid the Kit Kat
logo, in reference to Nestlé buying Indonesian
palm oils for its products, which Greenpeace
claimed had a negative ecological effect.
Nestlé filed a trademark infringement suit
against Greenpeace but the responding public
outcry forced the chocolate manufacturer to
withdraw its claim.
Over the summer the charity ALS Association
withdrew its trademark application for the
‘ice bucket challenge’ after it faced public
condemnation. The perception was that
filing for rights over the viral fundraising
campaign would inhibit other charities
from participating in it for fear of facing
infringement claims.
Sahira Khwaja, partner at Hogan Lovells, says
that asserting IP rights must take account of
the context of the alleged infringement. She
says this is “always an important line for any
brand enforcement policy to establish”.
For Khwaja, drink manufacturer Jack Daniel’s
provides an example of a brand asserting its
rights in a non-aggressive way, after it sent
a polite cease-and-desist letter in 2012 to
an enthusiastic author who inadvertently
infringed its trademark on the front cover
of a book.

“Users need to be
confident that when
engaged in the social
media campaign
they are certain it is
authentic.”
“It is an excellent example of a brand that
distinguished accurately between how to
treat an enthusiastic fan and an infringing
competitor or counterfeiter,” she says.
Clothier admits that securing trademark
protection for ‘Free Cheese Fridays’ was a
“difficult and potentially risky” decision,
which was “costly to do”, but he is adamant
that it was “worth it to protect the engagement
we get with shoppers”.
To allay consumers’ fears, Clothier wants to
be clear that the first priority is protection
for both the brand and its customers—users
need to be confident that when engaged in the
social media campaign they are certain it is
authentic.
For Jonathan Radcliffe, partner at Charles
Russell, consumer fears are misplaced here.
He explains that it is still “a normal slogan
trademark in respect of cheese and cheese
products”.
Radcliffe says: “The main reason why a
brand owner would want to register a social
media campaign as a trademark would be
defensive, to ensure others do not choose the
brand owner’s hashtags for their social media
campaigns.”
Clothier notes evidence of other brands
looking to exploit the success of the cheese
campaign. He doesn’t go into detail, but he
does state that “there were a few cheese makers
who tried to tag on to the back of it, but we
are very protective as we worked so hard to
establish it”.
While social media campaigns can appear
relatively inexpensive and easy for the brand
to produce, Clothier is clear that a lot of time
and resources have gone into building the
campaign before registration of the trademark.
“We have registered a trademark because we
have invested a lot of marketing spend into it.
As such the level of engagement of our cheese
buyers in it is very high.
“The protection gives us confidence that we

www.trademarksandbrandsonline.com

can continue to invest and build the following
for it, in order to promote Wyke cheeses,”
he says.

Organic development
What is unusual about the ‘Free Cheese
Friday’ trademark is that it has emerged
out of an online competition. Rather than
a slogan being transferred digitally by the
brand owner to its social media campaign,
Radcliffe notes that “this one seems to
have come the other way round”, with the
trademark emerging organically from its
online environment.
Clothier is not aware of another trademark
developing this way, and does not expect many
to follow in the cheese maker’s path.
Trademarks are, however, steadily becoming

INDUSTRY REPORT

TBO Newsletter 11:14

9

Main image: Wyke Farms’s range of cheese
products. Inset: ‘Free Cheese Fridays’ is a
social media campaign and was recently
registered as a trademark at the UK IPO.

more present across all social media platforms.
Brands are now asking users to interact
and share their slogans used as hashtags on
Twitter. Khwaja uses the ‘get some nuts’ by
Mars for its Snickers brand as an example of a
brand encouraging users to share its registered
trademark.
“As social media become more central to an
advertising campaign, I would expect taglines
and slogans used in those campaigns to form
a key part of the brand’s touchpoints with its
consumers,” she says.
Rather than trademark rights potentially
creating a gap between the internet user and
the brand, the increased presence will be used
to underscore the relationship between the
consumers and the product. Consumers will

be able to identify the brand from the slogan
or trademark used in a social media campaign
to be sure it is authentic.
Just like creating social media campaigns,
there is no manual for the perfect way to
protect IP rights. Context is key, and without
making judgements based on the nature of the
infringement, brands can suffer harm.
Creative social media campaigns, however,
can reward brands. Oreo’s response to the
power outage during the Super Bowl raised
its profile in a cheap and accessible way.
Marketers agree that the best advertising
campaigns succeed based on word of mouth
and social media are its logical extension—
its ‘digital cousin’.
Wyke Farms has taken the responsive social

www.trademarksandbrandsonline.com

media campaign to a new level. The selfproclaimed ‘largest independent cheese
maker’ has built up an impressive social
media presence since 2010. With its official
Twitter and Facebook pages now attracting
in excess of 48,000 followers, more and more
people are starting to discover that free
cheese is available every Friday.
But as the brand attracts new fans to the
competition, it will also attract those
seeking to exploit its goodwill. After filing
the trademark ‘Free Cheese Friday’, the next
challenge for Clothier and Wyke Farms
is how and when to enforce its trademark
rights. If it gets that right, it may find the
life of the ‘Free Cheese Fridays’ competition
campaign extending even further. n
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A sub-group
of ICANN’s
Governmental
Advisory Committee
wants to severely
restrict the use of
geographical names
in domain names or
trademarks, but this
proposal must be
vigorously opposed,
says Nick Wood
of domain name
registrar Com Laude.

		 The role of
government
in the name
game

F

orget what you learned at law school.
It is time to adjust your thinking on
international law. Governments
deserve a right of veto over how you
can use some of your trademarks.
Extreme as it sounds, this is what a subgroup of ICANN’s Governmental Advisory
Committee (GAC) wants in relation to
the second round of new generic toplevel domains (gTLDs). A paper titled The
Protection of Geographic Names in the New
gTLD Process proposes that “geographic
names should not be allowed to be
registered as gTLDs, unless requested by the
relevant communities where they belong or
after a specific authorisation given by the
government or community to the applicant”.

EVERETT COLLECTION / SHUTTERSTOCK.COM
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The protection should extend to “any and
all names that are in the public interest”, the
paper says, including “regions of countries,
regions of continents, sub-regions of
countries, rivers, mountains among others”.
In a further extension of scope, “regional
language” and “people descriptions” should
also fall under governmental control, the
paper says.
The paper is championed by Olga Cavalli,
who works for the government of Argentina.
At the past two ICANN public meetings she
has tirelessly, perhaps ruthlessly, represented
her case. So eager is she to establish
government hegemony that at ICANN’s
London meeting in June 2014 she and her
supporters monopolised the microphone to

12 NEW gTLDs
the point where the GAC session was over
before anyone could ask any questions or
express a dissenting view.

Reasoned responses
The Intellectual Property Constituency
(IPC) of ICANN was better prepared
at the ICANN Los Angeles meeting in
October. This time the chair of the session
was Peter Nettlefold, the Australian GAC
representative. Although Cavalli once
again spoke until the scheduled end of the
session, allowing no room for questions or
comments, Nettlefold let the session run
over. Demonstrating both fairness and
the fact that perhaps not all governments
support the paper, Nettlefold called for
comments from the IPC. Up rose Marc
Trachtenberg of law firm Greenberg Traurig,
and the fightback started.
Trachtenberg started calmly. “The paper is
based on an inadvertent misunderstanding or
mischaracterisation of trademark law,” he said.
Everyone sat up as he continued: “It prioritises
vague and indefinite government interests over
rights that are explicitly and unequivocally
recognised in international law.”
He then ran through a series of concerns
that trademark folk who follow ICANN
have been expressing for more than a year:
• Private property rights are recognised
under international law;
• Governments do not have exclusive use of
geographic names in any context;
• International law that protects sovereign
names does not extend beyond national
borders; and

There is a long list of famous brand names
that are also geographic terms that Cavalli
would seek to block in the future: Avon for
cosmetics; Dartington for glass; Emirates
for an airline; Everest for windows; Perrier
for water; Santander for a bank; Tuareg for
a car; etc.
This was supplemented by a second list of
well-known Argentinian brands that are
also geographic names, from Aconcagua
to Rio Mendoza (no mention was made
by the IPC of Ipiranga or Vivo, two South
American brands that applied in the first
round, the names of which coincide with
geographic terms that the South American
GAC representatives also did not object to).

Two other brands not mentioned on the
list were Patagonia and Amazon. These two
well-known companies applied in the first
new gTLD round but were attacked by GAC
representatives from South America. Despite
passing the evaluation of ICANN’s neutral
panel of experts—the geographic names
evaluation panel—because they were not
protected geographic names a campaign was
started against them. Patagonia withdrew its
application; Amazon, as might be expected
from an internet company that does not have
a real world shop front, stood firm until the
GAC sent consensus advice to the board that
the application should be denied. The ICANN
board accepted this advice.

Arbitrary restrictions
If it could happen to “the US’s most trusted
internet company”, as Amazon has been
called, it could happen to you. Marques, the
European Association of Trademark Owners,
recognised this back in September 2013 when
it wrote to the board of ICANN on this topic
following the issuance of GAC advice to
Amazon.
Marques said: “Nation states should not be
able to arbitrarily restrict trademark owners’
rights to make lawful use of their trademarks
through ICANN, when international
agreements to which they are signatories
would not allow such restriction. This should
apply particularly with respect to rights which,
as in the present case before the ICANN board,

“There are no
authoritative global
lists of ‘any and all
names that are in the
public interest’ that
the sub-working group
wants to protect.”
have previously been (lawfully) allowed by
national trademark offices pursuant to their
treaty obligations.”
This concern was echoed during the LA
meeting session by Robin Gross, speaking
on behalf of ICANN’s non-commercial
stakeholders group, not traditionally an ally
of brand owner interests. Gross said: “I would

www.trademarksandbrandsonline.com
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• The Paris Convention and TRIPS recognise
private party rights in geographic names:
there are jurisdictional limits on national
interest in geographic names.
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encourage governments not to use ICANN
to replace legitimate international lawmaking forums … It only opens ICANN
up to criticisms of engaging in what could
be called ‘policy laundering’, where if you
can’t get a particular policy in a legitimate
law-making forum you can go to ICANN
and get a global rule without an appropriate
process.”
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for .tata in the first round after obtaining the
written consent of a Moroccan government
department; Tata is the name of a province
there and is protected on the ISO-3166-2
list as a sub-national place name. This letter
of consent satisfied ICANN’s geographic
names evaluation panel but not Boubker
Seddik Badr, Morocco’s director of digital
economy in the Ministry of Commerce.
He claimed in a letter sent to the ICANN
board on September 17, 2014 that “as far
as I know the application did not receive
any endorsement from the relevant subdivision/province”.
So if identifying the correct government
authority is a problem, the idea that potential
applicants should use “internet searches”,
as the paper suggests, to identify conflicts
with sovereign terms is even worse. Search
for what? Search where? The ISO-3166-1
and ISO 3166-2 lists define internationally
recognised codes of letters and/or numbers
that correspond with the names of countries,
dependent territories, special areas of
geographical interest, and their principal
subdivisions (eg, provinces or states).
All applicants in round one were advised
in the applicant guidebook to check against
these lists. Otherwise, which lists should
be used? There are no authoritative global
lists of “any and all names that are in the
public interest” that the sub-working group
wants to protect. The proposal does not
even attempt to address how a conflict
should be resolved where the hapless brand
owner finds itself facing differing views
from competing government interests in a
name or, worse, where there are territorial
ownership disputes between governments.
A comment period is open until December
31 at future-geo-doc-comments@gac.icann.
org. The IP community must respond in
force, pointing out the absurdity of a paper
that would protect an undefined geographical
name “even if it is being translated into another
language”.
The impracticality of the Argentinian
proposal is also an issue. Cavalli and her
sub-working group suggest that: “ICANN
and governments should encourage the
applicants to get in touch with related local
governments to try to reach agreements.
Dialogue and communication based on the
laws and regulations is a better way to solve
any difficulties. Furthermore, if the agreement

between the relevant governments and the
applicants cannot be reached, the public
interest should be priority.”
This pre-supposes that the “public interest”
is the government interest, as opposed to
the public interest afforded by trademarks in
preventing consumer confusion.
Tata Group, the Indian conglomerate, applied

www.trademarksandbrandsonline.com

This is not just about the co-existence of
trademark rights and place names but about
curbing the enthusiasm of governments to
bring to ICANN demands that would be
thrown out by their own courts. n
Nick Wood is the managing director of
domain name registrar Com Laude and
consultancy Valideus. He can be contacted at:
nick.wood@comlaude.com
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The year ahead
for the IPC
ICANN’s Intellectual Property Constituency
expects to be tracking several key developments
in 2015, including gTLD rights protection
measures and Whois accuracy. The group’s
president Kristina Rosette gives a preview of
the likely workload in 2015.

L

ooking towards 2015, ICANN’s
Intellectual Property Constituency
(IPC) anticipates focusing its work
on (1) internet governance—
namely, the Internet Assigned Numbers
Authority (IANA) stewardship transition and
the associated ICANN accountability inquiry;
(2) Whois/registration directory services; and
(3) reviews of ICANN’s new generic top-level
domain (gTLD) programme and associated
rights protection mechanisms (RPMs).

Internet governance
As is true for the entire ICANN community,
a significant priority for the IPC in 2015 will
be the outcome of the current efforts regarding
the IANA stewardship transition of ICANN’s
accountability. Since TBO’s coverage of these
topics earlier this year, the most noteworthy
developments have occurred in connection
with enhancing ICANN’s accountability.
During the public forum at the ICANN
meeting in June, the entire Generic Names
Supporting Organization (GNSO), a multigroup body that recommends gTLD policy,
united for the first time to call “for the ICANN
board to support community creation of an
independent accountability mechanism that
provides meaningful review and adequate
redress for those harmed by ICANN action or
inaction in contravention of an agreed-upon
compact with the community”.
In response to ICANN’s “proposed process
and next steps on accountability” in August,
the leaders of all of the ICANN supporting
organisations, advisory committees, stakeholder

groups and constituencies wrote in September
to ICANN’s chief executive and board
chairman, Fadi Chehadé, to call for a public
comment period and request answers to
numerous questions raised by the proposal.
On the eve of ICANN’s Los Angeles meeting in
October, ICANN published a “revised enhancing
ICANN accountability: process and next
steps”, which recognised and reflected strong
community support for a cross-community
working group (CCWG) to complete the
accountability work. The CCWG is expected to
begin work in early December.

Whois
Accessibility to accurate Whois data remains
a key priority for the IPC, whose members
rely on access to accurate data for a wide
range of purposes, including rights protection
investigations and enforcement, trademark
clearance, domain acquisitions and transfers,
and due diligence for corporate transactions. IPC
members are monitoring and participating in
several efforts aimed at accessibility to accurate
Whois data.
Earlier this year the expert working group
(EWG) on gTLD directory services, appointed
by the ICANN board, called in its final report
for a complete paradigm shift in which gTLD
registration data is collected, validated and
disclosed only for permissible purposes; only
authenticated requesters would have access to
certain data elements. A joint GNSO-ICANN
board working group, formed to “identify the
main issues ... that have to be addressed before
attempting to initiate” a policy development
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process (PDP) based on the EWG’s final
recommendations, met in October during
ICANN’s LA meeting.
The vast majority of ICANN-accredited
registrars have signed the 2013 registrar
accreditation agreement (RAA), which requires
registrars to verify and validate certain Whois
data and to suspend domain names for which
the data cannot be verified and validated. As of
mid-October, registrars have suspended more
than one million domains on this basis, while
some have repeatedly complained to the ICANN
board that there is no evidence that these
suspensions have affected fraud and abuse in the
domain name system.
On the other hand, however, preliminary
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after the first new gTLD was delegated.
The requested report is the first step in the
GNSO’s PDP and could culminate in a
review aimed at revising the UDRP.
• The GNSO’s special trademark issues
group recommended in its December 2009
report that ICANN conduct a review of the
Uniform Rapid Suspension System one year
after it began operating, as well as publishing
examination statistics. The review is likely to
begin in February 2015.
• Trademark Clearinghouse review. In May
2011, the ICANN Governmental Advisory
Committee proposed that ICANN conduct
a “comprehensive post-launch independent
review of the Trademark Clearinghouse”.
This was to examine whether the scope of
the sunrise and trademark claims processes
should be broadened to encompass nonexact matches (eg, domains that contain the
trademark or are typographical variations of
it) and extended beyond the current 60-day
post-launch period. ICANN intends to
begin this review in February 2015.

findings from the pilot introduction of ICANN’s
new Whois accuracy reporting system indicate
that (i) “operationally, registrars under the 2013
RAA have more accuracy for email addresses
than registrars under the 2009 RAA”, and (ii)
“new gTLDs have slightly better operational
email accuracy rates than prior gTLDs”.
Finally, the privacy and proxy services
accreditation issues (PPSAI) working group
is seeking to develop consensus policy
recommendations on issues relating to the
accreditation of privacy and proxy services,
which often shield bad actors. The specification
on privacy and proxy services in the 2013 RAA
expires no later than January 1, 2017, which is
the effective deadline for the completed—and
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“A number of ICANN
reviews of the new
gTLD programme and
RPMs are expected to
begin in 2015.”
implemented—policy recommendations from
the PPSAI. Numerous IPC members participate
in the PPSAI.

New gTLDs
A number of ICANN reviews of the new gTLD
programme and RPMs are expected to begin in
2015. Highlighted below are those most relevant
not only to the IPC, but to IP owners more
broadly.
• Possible review of the Uniform DomainName Dispute-Resolution Policy (UDRP).
A December 2011 GNSO council motion
deferred a review of the UDRP but requested
that ICANN staff deliver a report regarding all
RPMs in new and existing gTLDs 18 months

www.trademarksandbrandsonline.com

• Competition, consumer trust and consumer
choice review. The 2009 Affirmation of
Commitments between ICANN and the
US Department of Commerce requires
ICANN to organise, when new gTLDs have
been in operation for one year, “a review
that will examine the extent to which the
introduction or expansion of gTLDs has
promoted competition, consumer trust and
consumer choice as well as effectiveness of
(a) the application and evaluation process,
and (b) safeguards put in place to mitigate
issues involved in the introduction or
expansion”. A joint work team between the
GNSO and the at-large advisory committee
recommended 70 potential metrics, and
an advisory group is expected to make
recommendations soon to the ICANN
board about the feasibility, utility, and costeffectiveness of those metrics. By the end
of the year, ICANN will begin conducting
a global consumer survey and an economic
study, both to inform the review.
IPC members will be coordinating and
conducting outreach to ensure these reviews
have broad participation from IP owners,
and that any perceived deficiencies in RPMs
are remedied while trying to prevent changes
to them that would lessen their utility and
efficacy. n
Kristina Rosette is president of ICANN’s
Intellectual Property Constituency. She can be
contacted at: krosette@cov.com

