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Retail therapy
‘Shoppable’ video makes buying something online so easy. While watching a video, 
you can do everything from reading about a product to buying it, all courtesy of tags 
and links embedded in the video. This benefits consumers, saving them time and 
offering them an interactive shopping experience, but it opens up a new world for 
brand owners too.

And it’s not just retail or fashion brands that benefit from shoppable video. Content 
producers, from companies such as the BBC and Universal, can provide information 
on a new character when a viewer clicks on him or her in a trailer. The brains behind 
this type of service is Wirewax, whose founder Steve Callanan tells TBO why it is so 
popular with brands, and how IP affects his company. 

We also hear from two INTA members, Candice Li and Joseph Simone, about 
online counterfeiting in China. As e-commerce continues to grow rapidly there, 
dealing with fake goods can only become more difficult, they say. After making 
some suggestions about how to mitigate the counterfeiting problem, they assess 
how China’s new Trademark Law, which comes into force on May 1, can help (and 
hinder) rights owners.

Elsewhere, Elisa Cooper of MarkMonitor provides an update from ICANN’s March 
meeting in Singapore, where there were several important developments for brand 
owners, not least those running ‘.brand’ gTLD registries. Sticking with the gTLD 
theme, Stéphane Van Gelder of Milathan explains that as the new domains shake 
up the old world of registrars and registries, there will be new opportunities and 
challenges. 

Alongside our news coverage, we hope you enjoy the content of this month’s 
newsletter.

Ed Conlon, editor
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Irwin Mitchell hires brand 
specialist from Kering
UK law firm Irwin Mitchell has appointed 
Katrina Burchell, who specialises in brand 
protection, to its IP team. 

Based in London, Burchell is a qualified 
European trademark attorney and has 
experience in areas such as corporate 
transactions and IP litigation.

She joins from Kering, which owns brands 
including Gucci and Stella McCartney, 
where she was IP director. Before that she 
was head of trademarks at Unilever.

Irwin Mitchell’s IP team proves advice on a 
range of IP matters, from domain names to 
online brand monitoring.

IN BRIEF

Katrina Burchell

ICANN is seeking feedback on its plans 

to form a group tasked with overseeing its 

breakaway from the US government.

The organisation has proposed creating a steering 

group, which would consist of 22 members and 

an ICANN board member liaison.

Last month the US government announced its 

intention to leave the contract with ICANN 

that allows it to manage the domain name 

system (DNS).

ICANN has operated in partnership with the 

US Department of Commerce since 2000.

Known as the Internet Assigned Numbers 

Authority (IANA), the contract has been 

renewed several times since its inception. It 

expires in September 2015.

In a document released on April 9, ICANN 

said it hopes to have implemented the new 

steering group by the ICANN 50 meeting in 

London in June.

It is seeking comments on whether the group 

should be created, who should be on it, and 

what it would do.

ICANN calls for public input in US 
government breakaway

ICANN’s proposals were based on views 

gathered at the ICANN 49 meeting in 

Singapore in March.

The US has said ICANN’s eventual transition 

proposal must have “broad community 

support” and address four main principles.

They are: to support and enhance the multi-

stakeholder model; to maintain the security, 

stability, and resiliency of the internet DNS; to 

meet the needs and expectation of the global 

customers and partners of the IANA services; 

and to maintain the openness of the internet.

According to ICANN, the Singapore discussions 

also confirmed the need for “a parallel 

but separate process” to examine broader 

globalisation and accountability mechanisms.

“Building on discussions held in Singapore at 

the public session, this process is beginning 

(in parallel with the transition process) in a 

bottom-up manner,” ICANN said.

Any agreed transition proposal would 

need to be submitted to the US National 

Telecommunications and Information 

Administration for approval.  

The US government may amend the system 

for removing copyright-infringing content 

online and might welcome tighter rules on 

blocking websites, an official has said.  

The suggestions were put forward during a 

lecture at the London Book Fair on April 9 

by Shira Perlmutter, chief policy officer and 

director for international affairs at the US 

Patent and Trademark Office.

Referencing a green paper, released by the 

Department of Commerce in June last 

year, Perlmutter said the US’s take-down 

procedure, the Digital Millennium Copyright 

Act (DMCA), had generally worked well but 

there were “a number of problems”.

“There are concerns about the volume of 

notices received and the fact that rights 

holders do not have time to trawl through 

the internet looking for potentially infringing 

websites,” Perlmutter said.

“Furthermore, once an infringing website 

is removed it can be immediately re-posted. 

We are not suggesting a complete overhaul, but 

there is much to improve.”

A series of webinars will be held for people to 

put forward their concerns and ideas on how 

the DMCA can be improved.

Perlmutter also referenced this year’s ruling by 

the CJEU that internet service providers (ISPs) 

are “intermediaries” whose “services can be 

used to infringe copyright”.

The CJEU said ISPs can be ordered to block 

access to websites and that rights holders can 

apply directly to courts for injunctive relief; 

DMCA “has a number of problems”: Perlmutter
Perlmutter said a similar ruling would be 

useful in the US.

“In the US, website blocking is limited and is 

currently only available if a rights holder were 

to sue an ISP for liability, which is not an easy 

or appealing option.” 

Perlmutter also mentioned the UK’s Copyright 

Hub, and said a similar system would benefit 

rights holders and consumers in the US.

Launched in July last year, the Copyright Hub 

is a ‘one-stop shop’ website designed to make 

it easier to get information about copyright 

ownership and licences.

Four consultations on what the US hub should 

focus on if it were implemented will take place 

this year in Boston, Los Angeles, Nashville and 

Berkley, Perlmutter said.

She was speaking at the Charles Clark 

Memorial Lecture at the London Book Fair in 

Earl’s Court, which ran from April 8 to 10. 

The DMCA is 
facing problems
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Domain Name Association 
elects five board members
The Domain Name Association (DNA), 
which represents a range of interests from 
businesses to individuals, has elected five 
new board members.

They are Philipp Grabensee, chairman 
of the board at Afilias; Bob Wiegand, 
senior vice president of Web.com; 
Jeff Neuman, vice president of registry 
services at Neustar; Stacey King, senior 
corporate counsel at Amazon; and Vladimir 
Shadrunov, director of TLD projects at 
Asiamix Digital.

There are now 12 people on the board.

The DNA, established in October 2013, 
says it is open to organisations “involved 
in all aspects of managing domain names, 
including TLD name registry operators, 
registrars, resellers and registry service 
providers”.

Italian ‘notice and takedown’ 
system goes live
A system that allows Italian copyright 
owners to order the removal of pirated 
content online has gone live.

The procedure, which became effective 
on March 31, requires rights owners 
to contact Italy’s Communications 
Regulatory Authority (Agcom) about alleged 
infringement. If Agcom agrees to remove 
content, it orders the relevant ISP to take 
it down.

But the new system does not apply to 
content on peer-to-peer file-sharing sites.

ISPs must comply with a takedown order 
within three days or face fines ranging 
from €10,000 to €258,000 ($13,800 to 
$355,000).

IN BRIEF

A company providing laser eye surgery has failed 

to convince Nominet that a .uk domain name 

was covertly funded to discredit its business.

Optical Express, which is also an 

optician, complained about a site called 

opticalexpressruinedmylife.co.uk (OERML) 

in October last year.

In January a dispute resolution service (DRS) 

panel rejected the case because it was seen as 

a re-submission of an earlier filing, a practice 

banned by Nominet.

Optical Express had lost that first case because the 

address was deemed to be a genuine protest site.

The respondent, Sasha Rodoy, uses the site 

to campaign for better regulation of the laser 

eye surgery industry. She originally targeted 

Optimax—a rival of Optical Express—after 

allegedly suffering difficulties from treatment 

provided by that company.

She set up optimaxruinedmylife.co.uk but the 

site was shut down after a settlement between 

her and Optimax.

After focusing her efforts on Optical Express, 

Radoy used OERML to provide news on 

her campaign as well as material criticising 

Optical Express.

Despite the rejection of its complaint, Optical 

Express argued that important new information 

had materialised since the first case, meaning 

that the dispute should be re-heard.

This included apparent evidence that OERML 

was set up and financed by Optimax to 

“unfairly disrupt” Optical Express’s business. 

Optical Express claimed that Radoy accepted 

“a highly questionable” and “substantial” cash 

payment from Optimax in relation to the site.

But Radoy denied that she has ever received any 

support from Optimax and argued that there is 

nothing abusive about her use of the site.

The DRS panel, consisting of Tony Willoughby, 

Anna Carboni and Nick Gardner, had to 

decide whether there was any new evidence to 

justify a second hearing.

In their ruling on March 30, the panel said 

they were “unable to reach a finding that either 

the OERML website or the respondent are 

covertly funded by Optimax”.

“If the complainant wishes to pursue an allegation 

of that nature it should do so in a forum more 

suitable for determining serious and disputed 

allegations of integrity and dishonesty against 

someone who, on the face of matters, appears to 

be pursuing a bona fide protest campaign.

“The panel therefore does not consider that this 

allegation amounts to exceptional grounds which 

justify a rehearing of this complaint,” they said.

Andrew Tibber, partner at Temple Bright LLP, 

said the dismissal serves as a further reminder to 

would-be complainants that “gripe sites can play 

a legitimate role in a democratic society and that 

if there is any evidence of ulterior motives, the 

DRS may be ill-equipped to deal with it”. 

Nominet rejects complaint over site for 
sore eyes

Five board members join the DNA

Russian social network VK.com is facing 

legal action from three record companies 

that claim the service “deliberately” facilitates 

piracy on a large scale.

Sony Music Russia, Universal Music Russia 

and Warner Music UK filed separate lawsuits 

on April 3, at the Saint Petersburg and 

Leningradsky Region Arbitration Courts.

The legal action has been coordinated by 

IFPI (the International Federation of the 

Phonographic Industry), a non-profit group 

representing the recording industry.

Record labels take action over VK.com ‘piracy’

Nominet: no eyesore

Action against VK.com
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Europe’s highest court has ruled that a system 

in the Netherlands that enables people to 

download music and films without paying is 

not compatible with EU law.

In a judgment issued on April 10, the Court 

of Justice of the EU (CJEU) said the current 

Dutch system of a ‘piracy levy’ to compensate 

rights holders is unlawful.

Under Dutch law, the private downloading and 

copying of copyrightable material, including 

movies and music, is seen as fair use and not a 

punishable offence.

Instead the government compensates rights 

holders through a ‘piracy levy’, a tax that is 

paid directly to rights holders based on the 

sale of electronic storage devices including 

laptops, PCs, smartphones and hard drives.

But the CJEU said the levy system puts 

copyright holders at an “unfair disadvantage” 

and that a system that allows people to 

download content from unauthorised sources 

could not be legal.

“If member states were free to adopt legislation 

permitting, inter alia, reproductions for private 

use to be made from an unlawful source, the 

result of that would clearly be detrimental to 

the proper functioning of the internal market,” 

the court wrote.

The case, ACI Adam BV and Others v Stichting 

de Thuiskopie, Stichting Onderhandelingen 

Thuiskopie vergoeding, was brought by several 

electronics stores and manufacturers, who 

said their products were made more expensive 

due to the levy.

The companies said that, when determining 

the value of the levy, the organisation that sets 

the rate should not take into account the harm 

suffered by rights holders as a result of copies 

made from unlawful sources.

Hearing the case, the Supreme Court of the 

Netherlands asked for a preliminary ruling 

from the CJEU on whether the system was legal.

The CJEU said, in order for the system to 

work, a distinction must be made between 

downloading legal and illegal content.

“The court holds that national legislation 

which makes no distinction between private 

copies made from lawful sources and those 

made from counterfeited or pirated sources 

cannot be tolerated,” the judgment said.

The CJEU added that the system punishes 

people who buy digital movies and music 

from authorised sources, as they would still 

pay the piracy levy on the devices they record 

them on.

Other EU countries including Germany and 

Belgium offer similar piracy levy systems.

A CJEU preliminary ruling allows courts 

of member states to refer questions about 

interpretation of EU law. 

CJEU rules Dutch piracy levy invalid

CJEU rules against piracy

The companies claim that VK, which provides 

a file-sharing service on its site, provides a 

“huge” library of copyright-infringing tracks. 

They want the service to remove content 

that copies a “sample” of artists, as well as 

compensation worth RUB 50 million ($1.4 

million).

In addition, the companies want VK to 

implement “effective” industry measures 

including audio fingerprinting, to prevent the 

unauthorised re-uploading of content.

Francis Moore, chief executive of IFPI, said the 

action followed repeated attempts to persuade 

VK to tackle copyright infringement.

“We have encouraged VK to cease its infringements 

and negotiate with record companies to become a 

licensed service. To date the company has taken 

no meaningful steps to tackle the problem, so legal 

proceedings are being commenced.

“VK’s music service, unlike others in Russia, 

is an unlicensed file-sharing service that is 

designed for copyright infringement on a large 

scale,” he said.

VK does allow copyright owners to request 

the blocking or removal of infringing content, 

however.

The service is Russia’s most popular social 

network, with more than 88 million users from 

the country and 143 million overall. While it 

functions like Facebook, it also allows users 

to upload and store music and video files that 

can be searched and streamed by other users.

The litigation comes despite efforts to scan 

for pirated content on VK. In August last 

year, online anti-piracy company Muso 

struck a deal with VK to scan the site for 

illegal files. Muso, based in London and Los 

Angeles, also agreed to notify rights owners 

when their work is uploaded illegally.

In 2013, Russian music revenues totalled RUB 

2.2 billion ($62 million), compared with $5.9 

billion worldwide, according to IFPI. 
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US TV streaming website Aereo has insisted 

it is not breaking copyright laws ahead of its 

much publicised Supreme Court battle with 

some of the nation’s biggest broadcasters.

In a pre-trial brief, filed on March 26, the 

company said its system is set up specifically 

to cater for a private audience and is therefore 

exempt from US copyright infringement laws.

Aereo captures TV broadcasts and retransmits 

them over the internet, allowing its subscribers 

to watch and record live programmes.

Customers pay between $8 and $12 a month 

for the service but Aereo does not pay 

licensing fees to the original broadcasters of 

the programmes.

Several US broadcasters, including ABC and Fox, 

have claimed the service infringes their copyright.

Last year, the broadcasters filed a writ of 

certiorari with the Supreme Court after the US 

Court of Appeals for the Second Circuit refused 

to grant a preliminary injunction against Aereo.

In the 100-page document, Aereo said that 

under the Copyright Act petitioners have “no 

right” to royalties for retransmissions of their 

content within the original broadcast market, 

which it claims it falls under.

It added that while the Copyright Act grants 

creators the “exclusive right” to perform work 

publicly, its services could not be described as 

a public performance.

“Although a ‘performance’ occurs when 

a consumer uses Aereo’s technology, that 

performance is ‘private’ and therefore lawful,” 

Aereo said, claiming that the broadcasters’ 

arguments had “no merit”.

Aereo said that, according to the Act, a public 

performance means to “perform or display” 

in public where a substantial number of 

people “outside a normal circle of family and 

acquaintances” are gathered or to transmit a 

performance to a place where the public can 

receive the same broadcast at the same or 

different times. 

“Aereo’s equipment enables only private 

performances, because each transmission 

is available only to a specific user,” the brief 

added.

The US Department of Justice and the US 

Copyright Office have filed an amicus brief with 

the court, siding with the broadcasters. They 

claimed Aereo “clearly infringed” copyright.

A decision is expected before the end of June.  

Aereo defends itself in Supreme Court

Governments hurry ICANN 
over .amazon gTLD
ICANN has been urged to seal the fate of 
the controversial .amazon gTLD as soon as 
possible.

The Governmental Advisory Committee 
(GAC), in its communiqué from an ICANN 
meeting in Singapore, expressed its 
“concern with the time the board is taking” 
to evaluate its objection to .amazon.

GAC members voted in July last year to 
kill off the application because of concerns 
from Brazil and Peru, South American 
countries that share the Amazon region.

The opposition from the countries is 
controversial because ICANN’s Applicant 
Guidebook cited a list of geographic 
names which, if directly matching a gTLD 
application, required the relevant local 
government or authority to support or not 
object to the application. While ‘Amazonas’ 
appeared on the list, ‘Amazon’ did not.

IN BRIEF

The UK government has published regulations 

introducing new exceptions to copyright law, 

including private use and parody.

The new regulations, published on March 27, 

make several amendments to the country’s 

Copyright, Designs and Patents Act 1988 and 

will now be considered by parliament.

The changes, initially due to be published in 

October last year, are designed to bring UK 

copyright law up to date for the digital age and 

stem from a 2011 independent review of the 

entire UK IP system by Professor Ian Hargreaves.

Amendments have been made to the laws 

in five specific areas, including quotations, 

parody and personal copies for private use.

Among the more significant exceptions 

published are a provision that caricature, 

parody and pastiche do not constitute 

copyright infringement.

“Fair dealing with a work for the purposes 

of caricature, parody or pastiche does 

not infringe copyright in the work,” the 

amendment said.

The exceptions also include updates on personal 

copies for private use, deeming that making a copy 

of a privately owned work, other than a computer 

program, should not constitute infringement.

According to the exceptions, the “individual’s own 

copy” is a copy “which has been lawfully acquired” 

on a permanent basis and is not infringing.

However, any personal copies must be 

destroyed if the individual transfers the work 

from which they were made to another person.

Furthermore, the exceptions add that rights in a 

performance or a recording will not be infringed 

IPO publishes new changes to copyright law by the use of a quotation provided that the 

quote has been made available to the public and 

is accompanied by sufficient acknowledgment.

Following publication, the government said 

it had “consulted extensively” on the changes 

and listened carefully to the views of a wide 

range of stakeholders.

“The changes make small but important 

reforms to UK copyright law and aim to 

end the current situation where minor and 

reasonable acts of copying, which benefit 

consumers, society and the economy, are 

unlawful,” the UK Intellectual Property 

Office (IPO) said in a statement.

“The legislation … strikes an important balance 

between enabling reasonable use of copyright 

material in the modern age with minimal 

impact on copyright owners,” the IPO added.

The regulations will now be debated in both 

houses of the UK parliament, the House of 

Commons and the House of Lords.

If approved, the new exceptions will come 

into force on June 1. 

Controversial: 
.amazon

IPO gives stamp of approval for change
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ICANN has approved a number of changes 

that will allow branded generic top-level 

domain (gTLD) applicants to sign tailored 

registry contracts.

All gTLD registries must sign a contract with 

ICANN, but some brand owners asked for an 

agreement that contains special provisions for 

them.

The changes, approved at ICANN’s March 

meeting in Singapore, include exempting 

.brand registries from ICANN’s code of 

conduct and from operating sunrise periods.

About a third of all gTLD applicants are .brands.

Known as specification 13, the proposal was 

pushed by the Brand Registry Group (BRG), a 

body made up of companies including Gucci, 

Microsoft and Yahoo.

The approved specification means .brands 

don’t have to sign ICANN’s code of conduct, 

which demands all accredited registrars are 

treated equally. They will also not have to 

open sunrise periods—a traditional rights 

protection mechanism in the gTLD world.

Specification 13 also hands concessions to 

brands if their registry agreement expires or is 

terminated. It says that in “most cases” brands 

could object to ICANN re-delegating their 

gTLD during a two-year ‘cooling off ’ period.

Branded registries must conduct an annual 

self-audit and certify that their gTLD 

continues to qualify as a .brand, however.

To qualify as a .brand, the name must be 

a registered trademark and not a generic 

word. And only the registry, its affiliates or 

trademark licensees can register second-level 

domains within the .brand gTLD.

The decision was welcomed by one company 

that works with .brands. Samantha Demetriou, 

vice president for consulting services at 

FairWinds, which is not a member of the BRG, 

said the specification will benefit .brands as 

well as consumers.

“In addressing some of brand owners’ 

collective concerns with the new gTLD registry 

agreement, specification 13 will allow .brand 

applicants to move through the contracting 

process and transition to delegation with 

greater speed and ease.

“The timeline for new gTLD applicants 

remains tight, and a formal process has not 

been announced,” she said. 

Brand owners win gTLD contract 
concessions

IP police team pleads for 
campaign support
A UK police team dedicated to fighting 
IP crime has urged advertisers and rights 
holders to join forces following the launch 
of a website designed to halt advertising on 
piracy websites.

The Infringing Website List, which launched 
on March 31, following a three-month 
pilot, is an online portal providing the digital 
advertising sector with a list of copyright 
infringing websites.

All the websites have been identified by 
the creative industries and verified by the 
Police IP Crime Unit (PIPCU) a team within 
the City of London Police.

The pilot period took place last year and 
was set up as part of PIPCU’s Operation 
Creative programme.

IN BRIEF

Six major movie studios have sued file-

sharing website Megaupload and its founder 

Kim Dotcom, claiming it “facilitated and 

encouraged” copyright infringement.

In a lawsuit filed on April 7, the studios claim 

the now defunct website carried out “large 

scale” IP theft by providing popular content 

to “millions of users” without authorisation.

Twentieth Century Fox, Disney Enterprises, 

Paramount Pictures, Universal City Studios, 

Columbia Pictures and Warner Brothers are 

the plaintiffs in the complaint, filed at the 

US District Court for the Eastern District of 

Virginia.

Megaupload, founded in 2005, was one of 

the largest file-sharing websites in the world. 

At the time it was shut down it had around 

150 million active users.

It was owned by businessman Kim Dotcom 

until it was shut down in 2012 by the US 

government, which accused it of costing 

copyright holders in excess of $500 million.

“On a daily basis, defendants intentionally 

infringed plaintiffs’ copyrighted motion 

picture and television programmes on a 

massive scale and for a substantial profit,” the 

complaint said.

“Defendants carried out this intentional, large-

scale theft of plaintiffs’ IP primarily through 

the operation of the Megaupload website, as 

well as associated websites such as the video 

streaming service Megavideo,” it added.

Dotcom, real name Kim Schmitz, has fought a 

long-running legal battle over the case in New 

Zealand, where he currently lives.

He is fighting extradition to the US to face 

charges of copyright infringement on a 

“massive” scale.

In a statement on the lawsuit, Steven Fabrizio, global 

general counsel of the Motion Picture Association 

Defunct Megaupload targeted in lawsuit
of America (MPAA), the organisation which 

represents the six studios, said Megaupload used 

to pay its users for content uploaded.

“Megaupload was built on an incentive 

system that rewarded users for uploading the 

most popular content to the site, which was 

almost always stolen movies, TV shows and 

other commercial entertainment content,” 

Fabrizio said.

Dotcom rejected the claims. He tweeted that 

files bigger than 100MB in size “did not earn 

rewards”.

The movie studios are seeking damages and 

profits from Megaupload, as well as attorneys’ 

fees.

Also named in the lawsuit is Vester Limited, 

the majority shareholder of Megaupload 

Limited; Mathias Ortmann, the chief 

technical officer; and Bram van der Kolk, 

who oversaw programming. 

UK police:
fighting IP crime
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T
he video starts and the music 

plays. The dancing model wears 

a jumper you like and you click 

on a tag hovering over it. It’s an 

NYC Sweatshirt, it costs £80 and it’s good for 

autumn days. You click through to the website 

and you buy it—it’s as easy as that.

Tommy Hilfiger’s advertisement is an example 

of a ‘shoppable’ video, where tags and links 

allow brands to engage with their consumers 

on increasingly interactive levels. Without  the 

tags or links you would have had to search 

manually for that jumper, and you might have 

spent your £80 elsewhere. 

The brains behind this video—and many 

others like it—is Wirewax, a four-year-old 

company with offices in London and New 

York. It was founded by Steve Callanan, who 

for 10 years ran a production company that 

made content for everyone from broadcasters 

to brands. 

“Wirewax is an interactive video tool born 

of necessity,” he says. “It was really with the 

brands that Wirewax came into its own. 

Branded online short-form content would 

often feature products that the client would 

be trying to sell, such as how-to videos for 

make-up brands. But the connection between 

the product and navigating the journey to buy 

was left in the hands of the viewer. They would 

be expected to find and fulfil buying a product 

themselves, which seems crazy for a video 

inside a super-connected web.”

Creating a video where a viewer can click 

on a featured product seemed an “obvious” 

extension of the viewing experience, says 

Callanan. “Turning this concept into a what-

you-see-is-what-you-get editor with automated 

motion-tracking and intelligence was where the 

work really came in,” he adds. 

“Today, Wirewax is used by thousands of 

users, including hundreds of brands such 

as River Island, Target and Nike, through to 

Universal Music and the BBC.”

Brand owners, particularly those in the retail 

and fashion industries, want ‘shoppable‘ video, 

Callanan says, allowing them to “add product 

information to the lip gloss that’s being used or 

Shopping made easy
Allowing viewers to click on and even buy a 
product in an online video enables brand owners 
to connect with their customers in increasingly 
interactive ways. TBO met Steve Callanan of 
Wirewax, a provider of this service.
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expand on information about a new character 

when a viewer clicks on a rising star in a new 

trailer”.

“These are just some of the many things 

that can be done. We also see a growing 

contingent of media and publishing users 

looking to differentiate their content with 

highly engaging and immersive interactive 

experiences,” he says, showing that Wirewax is 

not all about brands.

Indeed, the tool is aimed at just about anyone 

who makes video, from the professional in his 

studio to the teenager in her bedroom. To start, 

you simply drag and drop a video into wirewax.

com or paste a link from a video-sharing site 

such as YouTube or Vimeo. Wirewax then 

analyses the video, automatically finding and 

tracking the faces before preparing it for a 

user to add his or her own tags. The process 

of adding tags is similar to tagging someone 

in a Facebook photo, says Callanan: “You draw 

a box around the object, press go and our 

automated systems do the rest, allowing you to 

add your own overlays. 

“It’s designed to be very simple and efficient,” 

he says. “There’s really no reason why videos 

should be dumb and abstracted from the 

web around it. This is the biggest and most 

influential medium of our generation, yet 

computers don’t understand that a bunch of 

pixels represent a friend of yours or a product 

you may be interested in. There’s value in 

making those connections for everyone.”

Being able to add motion-tracking tags to a 

moving person or object is the starting point 

of any interactive video, argues Callanan, and 

it motivates viewers to engage in the ‘actual’ 

objects that interest them. 

“One of the benefits of Wirewax is generating 

high interaction that can be used commercially. 

That, we all hope, means a realistic alternative 

to pre-roll adverts, which appear at the 

beginning of an online video, and interstitial 

adverts, those at the middle or end, and a 

move towards viewer-motivated targeting.”

Wirewax makes money by licensing its expertise. 

“With companies who pay to customise their 

interactive assets, every video has a tag (the 

hotspot) and an overlay (what appears when 

you click),” explains Callanan. “They can be 

anything from simple product panels feeding 

data from an e-commerce system through to an 

animated experience. Those are built for clients 

and licensed for use on the platform.” 

Four years after launching, Wirewax has 

seen some big names come on board and the 

software is now going mainstream, Callanan 

says. “Users range from high street retailers 

to household television networks, all of which 

are working with us today but also see promise 

in what we’ve trying to achieve tomorrow. 

‘Intelligent video’ is a core building block of 

everything we’re doing towards changing the 

way we consume content.”

The company has more miles in the tank, 

especially as this is an “evolving medium that 

is just beginning to show the full potential 

when connecting video to the rest of the web”, 

explains Callanan. 

“Moving this technology into the home with 

our manufacturing partners and lowering the 

bar for people to create their own experiences 

are natural steps and part of our growing 

roadmap.”

The company has a number of patents and 

designs covering the tool’s methodology and 

elements helping to create its “fluidity”, but 

“we don’t sit around hoarding and inventing 

things just to patent—IP is a consequence of 

our striving development, rather than a focus 

for it”, says Callanan.

As in any technology industry, Wirewax has to 

steer clear of infringing others’ IP, a mindset 

that is reinforced by the current mobile 

manufacturer sagas employing countless law 

firms day-to-day, notes Callanan.

He says: “We strive to deliver a great product, 

and we build everything ourselves. The natural 

by-product of that, alongside our specialism, 

means we have less trouble than most with 

infringing IP—but it is something we remain 

vigilant on.”

In a world where people are encouraged to 

manipulate video content—which could be 

someone else’s property—Wirewax must 

be wary of the threat of a copyright dispute. 

But, as the terms of use section explains, 

the company commits to pulling down any 

infringing content on request.

“While we expect you to use Wirewax to its full 

potential, uploading content that infringes any 

copyright laws or is subject to any third party 

proprietary rights is a bit naughty, and doing 

so many times will result in the content being 

disabled or removed and your losing some or 

all of your user privileges,” the terms say. 

“If you plan on uploading any content that is 

deemed pornographic, harmful, threatening, 

indecent, defamatory, libellous, unlawful or 

likely to offend us or other users or visitors 

to remote websites using the embedded 

player, then you will also be in breach of this 

agreement and we reserve the right to remove 

or disable content at any time without letting 

you know first. 

“You may also lose some or all of your user 

privileges and may even have your account 

removed. So keep it clean please,” they add. 

Users themselves enjoy copyright protection 

over their own videos, which is “quite right”, 

the terms say, “but all the Wirewax stuff you do 

to it belongs to us”.

Whether it’s a student working on a project 

or an advertising team trying to please their 

bosses, anyone can use Wirewax. And if you 

just want to buy a jumper online, it might cater 

for your needs, too. 

“In a world where 
people are encouraged 
to manipulate video
content—which could
be someone else’s
property—Wirewax 
must be wary of the
threat of a copyright 
dispute.”
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ICANN in Singapore: 
the year ahead

ICANN held its 49th public meeting in 

Singapore, from March 23 to 27. While 

discussions around new generic top-level 

domains (gTLDs), name collisions, Whois 

and specification 13 were of interest to many 

attendees, the announcement by the US 

National Telecommunications and Information 

Administration (NTIA) that it plans to 

relinquish control of key internet domain name 

functions dominated the meeting.

The NTIA said it wants to transition these 

key functions to the domain name global 

stakeholder community. The NTIA currently 

MarkMonitor’s Elisa Cooper reports on the hot topics at  
ICANN’s March meeting. 

holds a contract for these, which are referred to 

as the Internet Assigned Numbers Authority 

(IANA) functions. They apply to the global 

coordination of internet protocol resources, 

such as IP addressing.

But the NTIA has told ICANN that its proposal 

for how the NTIA should transition its role 

must have broad community support and must:

• Support and enhance the multistakeholder 

model;

• Maintain the security, stability and resiliency 

of the domain name system;

• Meet the needs and expectations of the 

global customers and partners of the IANA 

services; and

• Maintain the openness of the internet.

At the time of writing, ICANN is expected 

imminently to release a summary of the 

discussions around this topic in Singapore, as 

well as a proposed timeline with specific next 

steps. It is expected that activities around this 

transition will take centre stage at many of the 

next ICANN meetings.
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New gTLDs
While not the main focus of the meeting, new 

gTLDs were certainly of interest to many in 

attendance. During the session entitled New 

gTLD Update, ICANN staff reported that of 

the 1,930 original applications, 1,771 had 

been evaluated and 150 applications had 

been withdrawn. It was also reported that 

of the 263 formal objections filed, applicants 

prevailed in 171 cases, while objectors 

prevailed in only 31 cases. It should be noted 

that a number of cases were withdrawn and 

small number are still pending. 

Also noteworthy was an update on the 

Trademark Clearinghouse, which has 

generated more than 21,000 claims notices 

that warn potential registrants that the 

registrations they are seeking match a valid 

trademark. 

Specification 13
Of interest to those who submitted 

applications to run .brand registries, the New 

gTLD Program Committee approved changes 

to specification 13 of the registry agreement 

(RA), to reflect the unique needs of .brands. 

Specifically, .brand registries will be exempt 

from complying with specification 9, which is 

the registry operator code of conduct, of the 

RA. Also, .brand registries will not be required 

to provide a sunrise period. Moreover, a .brand 

registry may not be taken over by another 

company if its contract is terminated, unless 

the brand consents. And .brands must conduct 

internal reviews annually to ensure they 

comply with the .brand registry definition.

Name collisions
Today, internal network resources such as 

company intranets or networked printers are 

often given identifiers such as ‘printer.corp’ or 

‘network.home’. Previously, if such resources 

were queried externally, a message saying 

‘name does not exist’ would be returned. 

However, in the new domain name landscape, 

such resources could point to live domain 

name registrations. In response to these 

concerns, ICANN commissioned a report 

offering concrete recommendations on how 

to mitigate potential risks of domain name 

collisions. A review of these findings was 

presented in Singapore. 

According to the findings, ICANN should 

require new TLD registries to implement and 

publish a 120-day controlled interruption 

zone, which is monitored by ICANN,  

immediately upon delegation in the root 

zone. After the 120-day period, there shall 

be no further collision-related restrictions on 

the TLD.

The recommendations further state that, 

“ICANN should have emergency response 

processes to analyse and act upon reported 

problems that present ‘clear and present 

danger to human life’” and that “ICANN and 

others in the community should continue to 

collect and analyse data relating to the root 

servers and to the controlled interruption”.

The report concluded that applications for 

the .corp, .home and .mail TLDs should be 

permanently reserved.

Whois
Formed at the direction of the ICANN board, 

a panel of Whois specialists has been tasked 

with redefining the purpose and provision of 

TLD registration data (Whois). As presented 

in Singapore, they have recommended a 

paradigm shift that replaces a ‘one-size-

fits-all’ approach to Whois with a new 

purpose-driven system to improve privacy, 

accuracy and accountability. 

Specifically, they are advocating a system 

where the public is granted access to some 

registration data, and others who receive 

accreditation are granted restricted access to 

more sensitive registration data.

The year ahead
The coming year is likely to be a challenging 

one for ICANN as it works to shepherd the 

NTIA transition, participate in upcoming 

internet governance forums, continue to 

accredit new gTLD registries, focus on 

globalisation, and begin finalising its five-

year strategic plan. With the world watching, 

the stakes are high—but I am hopeful that 

the multistakeholder model will rise to the 

occasion to uphold the security, stability and 

resiliency of an open and free internet. 

Elisa Cooper is senior director, product marketing 

at MarkMonitor. She can be contacted at:  

elisa.cooper@markmonitor.com 

© 2014 MarkMonitor Inc. All rights reserved. 

MarkMonitor® is a registered trademark of 

MarkMonitor Inc, part of the Intellectual 

Property & Science business of Thomson Reuters. 

All other trademarks included herein are the 

property of their respective owners.

“The New gTLD 
Program Committee 
approved changes to 
specification 13 of the 
registry agreement 
to reflect the unique 
needs of .brands.”
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China: 
a new landscape  
on the horizon 
Candice Li and Joseph Simone explain some of the 
implications of the rise of online counterfeiting in 
China and the new Trademark Law on issues such 
as enforcement and bad faith registrations.
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T
he trade in online counterfeit 

goods in China is perhaps the 

single biggest business concern for 

trademark owners there. As online 

trading continues to grow, the counterfeiting 

problem is likely only to rise. According to 

some estimates, global B2C e-commerce sales 

will reach more than $1.5 trillion in 2014. 

Growth is expected to come largely from the 

Asia Pacific region, especially China.

Although the Chinese civil courts have handled 

test cases in a positive manner, and Chinese 

police have allocated greater resources to deal 

with online infringement, the sheer number of 

counterfeiting cases outstrips the capacity of 

the civil or criminal justice system to bring the 

problem under control. 

A number of other issues are worsening 

the problem, including fakes being offered 

prominently on standalone websites and B2C and 

B2B trade platforms, which offer a high degree of 

anonymity and increased mobility for infringers. 

In China, as in other countries, there is a clear 

need for coordinated legislative, policy and 

enforcement initiatives that will offer cost-

effective tools to deter counterfeiting. Areas 

for consideration include: 

• Expanding the role of Administrations 

of Industry and Commerce (AICs) to 

supervise and investigate infringement;

• Increasing cooperation between AICs and 

the police;

• Reducing thresholds for criminal 

prosecution against vendors of fakes; and

• Amending relevant laws or regulations to 

permit civil actions against anonymous 

parties. 

The State Council’s Office of the National 

Leading Group on the Fight Against IP 

Rights Infringement and Counterfeiting 

has initiated a research project to better 

understand the nature and scale of online 

counterfeiting. The Supreme People’s 

Court (SPC) is also drafting a new judicial 

interpretation to help civil courts deal with 

online counterfeiting cases.

New trademark landscape 
Changes to China’s Trademark Law—which 

are set to come into force on May 1, 2014—

will affect everything from registration to 

enforcement. Some developments are new, 

while others have clarified and codified 

existing practices, and may be more effective 

deterrents against infringement. Other 

changes appear to go half way, raising concerns 

over their implementation that are likely to be 

clarified only after testing in the courts. 

The Trademark Law was adopted by the 

National People’s Congress (NPC) on 

August 30, 2013. At the time of writing, 

the State Council was working closely with 

the State Administration of Industry and 

Commerce (SAIC), the parent organisation 

of the China Trademark Office (CTMO), 
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to draft implementing regulations (IRs) to 

the Trademark Law. In parallel, the SPC 

has been drafting judicial interpretations 

intended to help civil courts resolve 

questions left unanswered in the Trademark 

Law and the IRs.   

Meanwhile, the SAIC issued a draft of a 

proposed revision to the Trademark Review 

and Adjudication Board (TRAB) rules, 

which govern the handling of cancellations, 

opposition appeals and application appeals 

by the TRAB. These rules are expected to be 

ready by May 1.

The revised Trademark Law and the draft IRs 

offer several obvious improvements over the 

existing law.

Enforcement 
The revised law increases the maximum 

level of statutory damages six-fold, to RMB 

3 million (about $500,000). Additionally, the 

burden of proof has shifted to the infringer, 

which must prove the level of its previous 

transactions. The new law also allows local 

AICs to impose administrative fines of up to 

500 percent of the “illegal business amount” 

(turnover), an increase from 300 percent 

under the existing law. The new law does not 

impose minimum levels of compensation or 

fines, and leaves local AICs and courts with a 

fairly wide discretion to calculate both.   

Other noteworthy improvements include 

a broadening of the circumstances under 

which equipment used to make counterfeit 

goods can be confiscated and destroyed. 

Whereas the existing law allows for 

destruction only where equipment was 

“exclusively” used to make infringing goods, 

the revised law allows for destruction where 

equipment has been “primarily” used for 

infringing purposes—thereby substantially 

eliminating a significant loophole in the law.

Furthermore, the new law covers landlords 

and internet service providers in the list of 

intermediary service providers that may 

be held liable for knowingly supporting 

infringement. The new provision is an 

indication of the Chinese government’s 

recognition of the problem of counterfeits 

sold online and their efforts to address this 

difficult issue.

The Trademark Law governs only civil and 

administrative enforcement of trademark 

rights. Criminal enforcement, which is a 

priority for many trademark owners, is dealt 

with only under the PRC Criminal Code. The 

NPC is said to be studying a revision of the 

Criminal Code, in part to address concerns 

over the thresholds for criminal conviction, 

which are between RMB 50,000 ($8,000) and 

RMB 150,000 ($24,000).   

Unregistered marks
China has been traditionally regarded as a 

strict ‘first-to-file’ jurisdiction, but a new 

provision in the revised law would allow 

parties that have extensively used unregistered 

marks in China to continue using them 

within the same scope. This provision will be 

welcomed by many trademark owners that 

have not been able to register their marks for 

various reasons, although it remains unclear 

whether it will offer a loophole for bad faith 

infringers in certain situations.

Bad faith registrations
One of the biggest frustrations for rights 

owners is trademark squatting. Although the 

new law requires all applications to be filed in 

good faith (via Article 7), it does not permit 

the filing of oppositions or cancellations 

based exclusively on that article. In effect, 

this requires victims to rely mainly on other 

provisions in the law, most of which remain 

in their old form. 

Trademark owners are given some wiggle 

room in Article 15 of the new law, which 

allows oppositions and cancellations where 

it can be proved that there was some sort 

of “association” between the squatter and 

the victim brand. We hope that the term 

“association” will be defined broadly under 

future SPC judicial interpretations, as well 

as in practice, so that it is not necessary to 

show business ties between the victim and 

the squatter.

Appeals
The revised law eliminates the right of 

opposing parties to appeal against CTMO 

decisions to the TRAB, instead requiring 

opposing parties to file fresh cancellations. 

This change has increased the level of concern 

among INTA members over the lack of clear 

and reliable criteria for stopping bad faith 

registrations. Without such clarification, 

squatters are likely to be able to obtain 

registrations much more quickly—perhaps 

within two years of filing, rather than as 

many as seven or eight under the existing law.  

INTA in China
INTA’s members in China include a number 

of well-known brands such as Air China, 

Alibaba, China Telecom, Huawei and 

Tencent. INTA is dedicated to supporting 

trademarks and related IP in order to protect 

consumers and to promote fair and effective 

commerce. 

INTA’s activities in the country include having 

China-specific policy committees and Chinese-

language resources with customised content.

INTA has memorandums of understanding 

and cooperation agreements with the China 

SAIC and the General Administration of 

Customs, and sends regular policy delegations 

to China to engage with members and the 

government. INTA, while a strong supporter 

of the improvements to the Trademark Law 

and the IRs, will continue to convey the 

challenges being faced by industry. 

Candice Li is the external relations manager 

for anti-counterfeiting at INTA. She can be 

contacted at: cli@inta.org

Joseph Simone is director of SIPS Hong Kong/

Shanghai and serves on INTA’s Anticounterfeiting 

China Subcommittee. He can be contacted at: 

joesimone@sips.asia

“The revised law 
allows for destruction 
where equipment 
has been ‘primarily’ 
used for infringing 
purposes—thereby 
substantially 
eliminating a 
significant loophole  
in the law.”
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Vertical integration:
recalibrating the  
domain name market

One of the Clinton administration’s goals 

for ICANN when it created the organisation 

in 1998 was to open up the domain name 

market. At the time, a US company called 

Network Solutions held a near-monopoly on 

.com, operating and selling what was already 

the web’s most popular top-level domain 

(TLD). 

The internet community spent years breaking 

this vice-like grip on the domain distribution 

chain, and a clear separation was created 

between registries and registrars. Under this 

model registries manage TLDs, with their 

only clients being registrars—who themselves 

are meant to service registrants.

By the early 2000s, an impenetrable Chinese-

like wall had been created between registry 

and registrar functions. ICANN imposed 

contractual terms on registries and registrars 

with an obligation to separate them; a registry 

could not be, or operate, a registrar.

Capture
Separation had several advantages. Registries 

could focus on making sure their domain was 

available 100 percent of the time. Registrars 

would handle sales and would be guaranteed 

equal access and pricing. They could focus on 

clear customer-oriented marketing with no 

worry that registries would step on their toes 

and vie for the same customer base.

Then the new gTLD programme came. 

During the programme’s gestation period, 

registrars surprisingly came out in support 

of ‘vertical integration’, which essentially 

means an end to separation. In March this 

year, at the ICANN meeting in Singapore, an 

experienced domain industry professional 

New gTLDs are here and shaking up the old world of registrars and registries, 
bringing new opportunities and challenges, as Stéphane Van Gelder explains. 
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was still unable to really believe that 

registrars would take this stance. “It almost 

looks as though their group was captured by 

new gTLD registries,” he said.

Vertical integration has meant significant 

changes to the way domain names get 

to market. Registries have been much 

quicker to jump on new opportunities than 

registrars, who now appear almost naïve in 

their inability to foresee that while vertical 

integration would grant them the right to be 

registries, it would also work the other way 

around.

This leads to the question: will registrars 

soon be obsolete? Another domain name 

specialist suggests that “in five years, I expect 

all registries will be operating their own 

registrar”. Whether upcoming changes are 

this dramatic we can’t tell, but clearly the 

existing balance is already being altered.

Different strokes
New players are challenging what the 

industry used to take for granted. Take 

Uniregistry. Under the old system, the 

company’s founder Frank Schilling made a 

fortune buying and selling names. Schilling 

immediately jumped on the new gTLD 

bandwagon, which he sees as the next step in 

the evolution of web addresses—think of it 

as GPS for an information superhighway that 

until now was only using paper maps. 

“When future generations look back on the 

internet as it is today, they are going to ask 

how we got by on such a narrow selection of 

names,” Schilling says.

He doesn’t much care for the old ways. 

When Uniregistry took the first of its TLDs 

to market at the end of February, it flouted 

industry conventions on the way domains 

should be sold. A few days after launching 

.sexy and .tattoo, Uniregistry activated its 

own registrar, Uniregistrar.com. It soon 

faced what almost looked like an industry 

boycott: nine of the world’s ten biggest 

registrars refused to carry its strings. Why? 

The creation of Uniregistrar.com, no doubt, 

but also its contractual insistence that all 

registrars give Uniregistry access to their 

customer data.

That’s anathema to a registrar industry 

that has always considered its customer 

relationships to be its most precious 

resource. Schilling knows he is upsetting the 

existing domain industry applecart, but he 

is not worried. He sees change as inevitable, 

and those who are stuck in their old ways as 

retrograde nostalgics.

Changing times
The old model does seem to be holding so 

far, however. Major new gTLD contenders 

such as US company Donuts, by far the most 

prolific applicant in the first round, have kept 

to it. Donuts was the first to market when it 

launched TLDs such as .guru or .plumbing 

on January 29, 2014. It did so through the 

traditional registry/registrar interaction. 

Donuts is just a registry, and has no stated 

plans to operate a registrar; it is not asking 

registrars for their precious customer data. 

As a result, its TLDs are carried by the world’s 

major registrars, including market leader 

GoDaddy.

But even here, the old balance looks set 

to change fast. By early March, more than 

200,000 second-level new gTLDs had been 

registered. GoDaddy had more than 40 

percent of that market but by late March the 

picture already looked very different. Total 

new gTLD registrations had doubled, to just 

under 400,000, but at the same time GoDaddy’s 

market share had dropped significantly, to just 

over 30 percent

The reason? New TLDs from different cultural 

or geographic horizons coming to market. In 

this instance it only took one TLD—.berlin—

to alter the balance in a way that just wouldn’t 

have happened in the pre-new gTLD days. 

Whereas before, .com was the benchmark 

domain and GoDaddy the default registrar 

for many, in the new gTLD age geography 

and content will become important enough 

to tip the balance. In the .berlin case, one 

German registrar (InternetX) claims to 

have captured more than 80 percent of 

registrations. 

Keep up
New gTLDs are set to bring changes in domain 

habits that will have end users struggling 

to keep up. Individuals, companies, law 

enforcement and dispute resolution bodies, 

and even ICANN’s own compliance teams, 

will be tested as the market finds new ways to 

distribute domains.

Now more than ever, as the internet’s 

namespace transforms from having 20-odd 

gTLDs into one where, potentially, a new 

gTLD could be released every week, brand 

owners will have to work very hard just to 

keep abreast of the latest developments.

Let’s be clear: the domain industry is being 

turned upside down. New rules are coming 

out of ICANN as fast as new gTLDs are 

being added to the root. Registrants—your 

customers—will be playing catch-up with 

new sales and marketing practices for years, 

and possibly with new scams as well.

Take .ceo. The TLD went live in late March 

2014 and almost half of the registered 

domains seem to be cybersquatting attempts.

Or look at specification 13. Not the name of 

the FBI’s newest flying saucer storage facility, 

but a new gTLD contract amendment 

that ICANN signed off after the Singapore 

meeting. It would allow operators of .brand 

registries to bypass requirements to serve all 

registrars equally or hold a sunrise period.

Adapting to the new state of play is essential. 

A brand can no longer afford to ignore what’s 

going on at policy-making level within 

ICANN, or misunderstand the real-world 

effects of those new policies on their overall 

online identity. Getting professional help to 

grasp the intricacies of the evolving domain 

name ecosystem is probably one of the 

wisest IP and business protection decisions 

companies can take this year.

Stay informed, and adapt your own approach 

to suit the new domain environment. Every 

new launch, every new announcement from 

ICANN, means changes that could impact 

you or your customers. 

Stéphane Van Gelder is managing director at 

Milathan, a provider of domain name and 

internet intelligence. He can be contacted at: 

svg@milathan.com
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are coming out of 
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