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A view from Hollywood
As a Hollywood film director, not to mention former world karate and kick-boxing
champion, you might expect Lexi Alexander to adopt a combative approach to
online piracy. The reality, however, couldn’t be more different, for the Germanborn, US-based Alexander admits sympathising with the unauthorised sharing
of her (and others’) work online. Piracy, she says in this month’s industry report,
has helped to promote her work, particularly the action film Punisher: War Zone.
Despite taking such a controversial stance, she has a more nuanced view of
the piracy problem. File-sharers are disenfranchised by Hollywood’s penchant
for producing sequels, she claims, and are left with few options when films are
unavailable for months in some countries after their legal release in others. The
answer, she says, is to promote universal access to legal channels and work with
the alienated file-sharing community. It’s not a new theory, but it’s striking when
it comes from someone as well-known as Alexander.
Meanwhile, internet TV service YouView has come unstuck in two trademark
battles and, unless it can overturn a recent decision, is facing a costly rebrand.
We have Sharon Daboul of law firm EIP on hand to discuss the cases, the lessons
to learn from them, and the potential new names for YouView, one of which is
‘Yooview’.
Finally, we have a report on online copyright protection from John Illsley of
Intangible Business, a brand valuation consultancy, and a selection of news from
the past month.
We hope you enjoy this month’s newsletter.
Ed Conlon, Editor
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Microsoft drops hints about Internet
Explorer rebrand
Employees at Microsoft have “passionately”
debated rebranding the Internet Explorer (IE)
web browser, an engineer who works on the
platform has revealed.

people were passionately debating it. Plenty
of ideas get kicked around about how we can
separate ourselves from negative perceptions
that no longer reflect our product today.”

During a two-hour web chat on August 14
on Reddit, the social networking and news
website, engineers were questioned on a range
of topics.

After one user questioned why Microsoft
decided to stick with the name, Sampson said:
“The discussion I recall seeing was a very recent
one (just a few weeks ago). Who knows what the
future holds.”

One Reddit user asked whether Microsoft has
ever considered changing the name of IE.
Another added: “I‘ve always had this question
in mind too. The IE name has been so widely
denigrated that even if they make it the best
browser in the market, I think its reputation
will affect the distribution and adoption of the
browser very adversely.”
In response, IE engineer Jonathan Sampson said:
“It‘s been suggested internally; I remember a
particularly long email thread where numerous

No longer the no. 1 browser

Several users chimed in with suggestions,
including “The Internet”, before an unnamed
employee seemingly joked: “We briefly
considered Ultron, but the lawyers said no.”
Ultron is a fictional character appearing in comic
books owned by publisher Marvel Comics.
Created in 1995, IE is now in its 11th edition.
Once the most popular browser—at its peak in
2003 it accounted for 95% of the market—IE’s
dominance has been eroded mainly by Google
Chrome, now the market leader.
If Microsoft rebranded IE, it would not be the
company’s first product to undergo a facelift this
year. In January it had to rename file-hosting
service SkyDrive to OneDrive following a
trademark dispute with UK broadcaster BSkyB,
which successfully sued it for infringing the ‘Sky’
trademark. n
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New marketing director

Apple hires digital
marketing head
Apple has hired ex-Nike and Burberry social
media and marketing director Musa Tariq as
it looks to boost its online presence.
He will take on the role as digital
marketing director at the Californiabased technology company.
Apple is one of the few brands not to have
a dedicated social media page for the
brand itself. It does, however, have Twitter
accounts for iTunes-related services.
It is not known whether Tariq will help
Apple to launch its own dedicated social
media page.
Tariq was previously global senior director
of social media and community for Nike,
and also spent three years as global
director of digital marketing at Burberry.

Alibaba ‘counterfeiting army’ claims revealed
Claims that Chinese e-commerce company
Alibaba Group allowed an “army of
counterfeiters” to operate across its platforms
have been revealed for the first time.
The allegations were filed in July by Keringowned luxury goods brands Gucci and Yves Saint
Laurent (YSL), but were sealed until August 7.
Before their unsealing, Kering had withdrawn
its lawsuit anyway following “constructive
dialogue” with Alibaba, according to The Wall
Street Journal (WSJ), which reported that it
has seen the suit.
Additional claims against more than a dozen
Alibaba sellers remain active, WSJ said.
Alibaba owns several e-commerce sites
in China including Taobao, a consumerto-consumer marketplace, and business-tobusiness trading platform Alibaba.com.

According to WSJ, Gucci and YSL claimed
Alibaba’s shopping, marketing and payment
platforms “knowingly make it possible for an
army of counterfeiters to sell their illegal wares
throughout the world, including the US, and are
compensated by the counterfeiters”.
They reportedly said that as of June the sale of
counterfeit goods on many of Alibaba’s sites was
“rampant”, with nearly 700 Taobao sellers openly
admitting to offering fake Gucci products.
The suit, filed in the US District Court for the
Southern District of New York, also claimed
Alibaba helped merchants that it knew were
selling counterfeit goods and allowed some of
them to obtain priority ranking in search results,
WSJ reported.
The search prioritisation was made possible
by Alibaba’s selling keywords such as ‘Gucci’
without the brand’s permission, WSJ claimed.

www.trademarksandbrandsonline.com

Further, it said, brands can struggle to have
counterfeit goods removed from Alibaba,
which takes on average between 10 and 15
days to remove fake products from Taobao,
if they are removed at all.
Despite the claims, Alibaba has been
commended recently for stepping up its
anti-counterfeiting efforts. As Reuters
reported earlier this year, some security
specialists even believe that the Chinese
company’s strict standards on infringement
may surpass those of Amazon and eBay.
Last year US-based the International
AntiCounterfeiting Coalition joined forces
with Taobao in a bid to stamp out the sale of
counterfeit goods.
Alibaba is aiming to file an initial public
offering in the US. n
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New gTLD registrations
heading for 2m
The number of new gTLD registrations
is heading towards the two million
mark, six months after the first registry
launched.
According to data on ntldstats.com, the
current figure is more than 1.9 million
second-level registrations, covering 348
gTLDs that are live.
The total passed one million in June
after the first new gTLD,
,—which
means ‘web’ in Arabic—launched in
February.
Of the 1.9 million domains, .xyz leads
the way with 444,994 registrations (a
near 24% share), followed by .berlin with
137,814 (7.3%), and .club with 96,774
(about 5.1%).

VERSUSSTUDIO / SHUTTERSTOCK

New gTLD registrations
on the rise
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Warner Bros takes action over Dallas
trademarks
TV and film company Warner Bros has sued an
online retailer for allegedly infringing trademarks
associated with the popular US TV show Dallas.
Dallas, the main character of which is oil
businessman J.R Ewing, follows the wealthy Texan
family who own the fictional company Ewing Oil.
It was produced from 1978 to 1991 before being
re-launched in 2012.
Warner Bros said it owns all rights including
names, characters and logos connected with the
series, citing ‘Dallas’, ‘J.R Ewing’ and ‘Ewing Oil’ as
examples.
The company claimed an individual running
a Tennessee company, Omnimedia, has been
using websites and social media accounts to
sell merchandise reproducing Dallas-related
trademarks without permission.
The products include apparel and glassware.
Warner Bros said three domain names—which
all include either ‘Ewing’ or ‘Ewing Oil’—suggest
a connection, association or sponsorship between
the goods and Warner Bros.
“This false and misleading message is further
reinforced by defendant’s use of a banner
advertisement which runs across the top of its
home page identifying the website as the ‘Ewing Oil
Company Store’,” the company claimed.

In addition, said Warner Bros, associated Twitter
and Facebook pages incorporate the name ‘Ewing
Oil’, while infringing goods are sold through online
store Zazzle.
The suit was filed on August 12 at the US
District Court for the Middle District of Florida
Orlando Division. Trademark infringement,
false designation of origin and a violation of the
Anticybersquatting Consumer Protection Act are
among the claims.
Warner Bros, which claims to have conducted
“substantial” advertising and marketing in
connection with Dallas, said repeated requests for
the defendant to stop selling the goods have been
ignored.
And although it has successfully ordered several
internet service providers (ISPs) hosting the sites to
remove them, each time the sites are transferred to
another ISP.
The sites are currently hosted in the Netherlands
and Warner Bros has not been able to pull them
down.
In its complaint, Warner Bros said the defendant’s
conduct is likely to confuse and deceive consumers.
The company wants a permanent injunction and
transfer of the domain names, damages, costs and
attorneys’ fees. n

Premier League to target social media goal videos
Premier League (PL) bosses are to clamp down
on football fans posting unofficial videos of
goals on social media.
On the eve of the new football season, the PL
said it is developing technologies to detect and
clamp down on the videos, which are often
viewed by thousands of fans within seconds of
a goal being scored.
Dan Johnson, director of communications
at the PL, said: “Although you can
understand that fans see something,
capture it and share it, it is ultimately
against the law.”

During the World Cup and the last football
season, thousands of clips were uploaded to
Twitter within seconds of goals being scored

“It’s a breach of copyright and we would
discourage fans from doing it; we’re developing
technologies like gif crawlers, Vine crawlers,
working with Twitter to look to curtail this kind
of activity,” Johnson told the BBC.
He added: “I know it sounds as if we’re killjoys
but we have to protect our IP.”
Broadcasters Sky Sports and BT Sport paid a
record £3 billion ($5 billion) to show three seasons’
worth of live action from the top tier of football in
England and Wales.

At that time, one Vine account that posted
football clips on to Twitter had more than
300,000 followers.
Charlie Winckworth, a partner at the London
office of Hogan Lovells LLP, said that football
was an interesting area mainly due to the huge
amount money at stake through television rights.
“However, if a right holder were to take action
against football Vines, there is always the risk
of its being counterproductive. It might draw
attention to the Vine accounts and make people
aware that clips might be accessible straight
away without having to pay for a subscription,”
Winckworth said. n

Newspapers The Sun and The Times bought the
online rights to show goals moments after they
are scored via their respective apps and websites.
Last year, TBO explored the copyright issues
associated with Vine, which was bought by
Twitter in October 2012.

www.trademarksandbrandsonline.com

Social media are the target

SERGEY NIVENS / SHUTTERSTOCK

One of the most popular formats for posting
material is Vine, a Twitter-owned service that
allows users to upload short videos, capped at
six seconds.

after uploaders were able to rewind live TV to
capture the footage.
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Google triumphs in ‘Glass’ UDRP

IN BRIEF
ICANN adds two years to
president’s contract
Domain name overseer ICANN has extended
the contract of its president, Fadi Chehadé,
by two years, meaning he will stay until at
least June 30, 2017.

Bad faith registration confirmed

His base salary has also increased by 12.5%,
to $630,000.

Technology company Google has recovered
a domain name that pointed towards a site
falsely offering Google Glass products.

The former general manager at IBM
joined ICANN in 2012, and since then the
organisation has begun implementing the
new gTLD programme.

The domain, glassforsnap.com, was registered
in May this year, four years after Google
registered its ‘Glass’ trademark in the US.

His contract was set to expire next year.

PIPCU removes adverts
from piracy sites

In 2012, Google demonstrated its Glass
product, a computing device worn on the head
that provides an augmented reality experience,
for the first time.

The London-based IP crime unit has begun
replacing brands’ adverts on websites that
provide access to pirated content with official
warnings.
Created by the Police IP Crime Unit (PIPCU),
the banners warn internet users that the sites
are under criminal investigation and advise
them to browse elsewhere.
The move forms part of Operation Creative,
a PIPCU-led initiative designed to disrupt and
prevent websites from providing unauthorised
access to copyrighted content.

Politicians endorse Welsh
domain names

Welsh Labour, which runs the devolved
government in Wales, the Conservative Party,
Plaid Cymru and the Liberal Democrats
have all reportedly agreed to adopt the new
addresses.

In a decision published on August 12, NAF
panellist James Carmody handed Google the
domain name.

Glassforsnap.com directed readers to a site
falsely informing users they had “won a
Google Glass from Snapchat”—a non-Google
owned photo-messaging app—and offering
participation in its Glass Explorer programme
in exchange for downloading and installing
one of the respondent’s apps.

He said it was confusingly similar to Google’s
‘Glass’ mark and that the respondent had no
rights to or legitimate interests in it.

It led Google to file a complaint under
ICANN’s Uniform Domain-Name DisputeResolution Policy (UDRP) with the US-based
National Arbitration Forum (NAF).

Further, several factors, including the content
of the site and the respondent’s knowledge
of the ‘Glass’ trademark, helped to show the
domain had been registered in bad faith,
Carmody said.
Writing on thedomains.com, a news blog,
Michael Berkens said the case has implications
for people using the word ‘glass’.
“All I can say is if you have a really good
domain with the word ‘Glass’ in it you’d better
be careful what you do with the domain,”
he said. n

Russian court hears VK.com piracy case

Sunrise periods are set to open in the
autumn before the domains go on general
sale in January 2015.

ALISTAIR SCOTT / SHUTTERSTOCK.COM

Aimed at the Welsh-speaking community, the
addresses will be managed by British domain
name registry Nominet. ‘Cymru’ means
‘Wales’ in Welsh.
Welsh speakers to get domain names

The registrant did not respond to the
complaint.

The project has attracted a lot of interest, in and
outside the IP world, and one Chinese website
registrant saw it as a business opportunity.

But when an internet user clicked the button
to “claim” the device, it was directed to a
website prominently featuring Google’s ‘Glass’
trademark and an image of the wearable
technology. There were also requests for
personal information.

The Welsh government and leading political
parties in the country have signed up to
the .wales and .cymru generic top-level
domains.

Google argued the respondent had used
its marks and product to attract visitors by
creating a “substantial likelihood of confusion”
in order to deceive and commercially benefit
from individuals who would mistakenly
believe they are downloading and installing
apps.

A Russian court has held an initial
hearing in a case pitting social network
VK.com against allegations of copyright
infringement.
The site was sued in April by record
companies Sony Music Russia, Universal
Music Russia and Warner Music UK for
allegedly “deliberately” facilitating largescale piracy.

www.trademarksandbrandsonline.com

Filed at the Saint Petersburg and Leningradsky
Region Arbitration Court, the three lawsuits
have been coordinated by the IFPI, a nonprofit group representing the recording
industry.
The first hearing took place on August 11,
with the judge consolidating the three cases.
Further hearings are due in September.
The record labels claim that VK, which

HATTANAS KUMCHAI / SHUTTERSTOCK.COM
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Tesco ordered to amend misleading Hobgoblin advert
The UK’s advertising regulator has told
supermarket group Tesco to change a misleading
online advertisement for Hobgoblin beer.

The ASA said: “Although we acknowledged
that this reflected a price reduction and was
not a result of the promotional end-date being
extended, we considered that the inclusion of a
closing date in the ad implied that the price would
be increased to £4.99 after that date. Because that
was not the case, we concluded that the ad was
likely to mislead in that respect.”

The beer had been sold at £4 for at least two of the
three months leading up to the promotion, and for
at least twice as long as it had been available at the
advertised higher price, said the ASA. Therefore,
it said, it was reasonable to assume that £4 was the
normal selling price for the product at the time the
ad was seen.

An ad on tesco.com had claimed customers
could save 49p on packs of four Hobgoblin cans
from October 23 to November 12, 2013. The
product had been reduced from £4.99 to £4.50,
it said.

“Because of that, and because we considered that
the ad implied that £4.99 was the normal selling
price for the product, we concluded that the
promotion was likely to mislead consumers into
believing that a greater saving was available than
was the case,” it said.

But following a complaint, the Advertising
Standards Authority (ASA) ruled on July 30 that
the promotion was misleading on two counts.
The complainant claimed the product was
not available at the higher price (£4.99) for a
reasonable period of time and that it was still
being sold at the lower price (£4.50) after the
promotion closed.

On both points, Tesco was found to have breached
Committee of Advertising Practice code (edition
12) rule 3.1 covering misleading advertising.
The ad must not appear in its current form, the
ASA ruled, and Tesco must ensure that prices
used as the basis of savings claims reflect the
normal selling price for the product and “not
imply that a product would revert to a higher
price if that was not the case”. n

Despite the promotion saying that the deal lasted
until November 12, the beer’s price did not actually
rise back to £4.99 until December 3.

A self-snapped image of a monkey that went
viral three years ago will not be removed
from Wikimedia despite complaints from the
camera’s owner.

request because it said the monkey owned the
image’s copyright.
Slater, a British nature photographer, was in
Indonesia in 2011 trying to snap the rare and
endangered animals when one stole his camera
and took hundreds of photos.

The non-profit owner of Wikipedia was asked
to remove an image of a grinning crested black
macaque from its Commons database, a collection
of nearly 23 million freely usable media files.

Although many were of poor quality, Slater found
a clear image of the animal taking a photo of itself
while smiling, and it was later featured by a range
of media outlets with his consent.

David Slater, whose camera was stolen by the
monkey while he was trying to photograph it,
argued he owned the copyright to the image and
was missing out on royalties.

But the image was also added to the Commons
database, prompting several complaints from
Slater.

But as revealed by a transparency report published
on August 6, Wikimedia disagreed. It said: “This
file is in the public domain because, as the work of
a non-human animal, it has no human author in
whom copyright is vested.”

After Wikimedia denied his request, Slater told
The Daily Telegraph newspaper that its decision is
jeopardising his income because people can use it
without paying him royalties.

Reports had suggested Wikimedia blocked Slater’s

ANTON IVANOV / SHUTTERSTOCK.COM

VK under fire

provides a file-sharing service on its site,
provides a “huge” library of copyrightinfringing tracks. They want it to remove
content that copies a “sample” of artists, as
well as compensation worth RUB 50 million
($1.4 million).
They also want VK to implement “effective”
industry measures such as audio fingerprinting
to prevent the unauthorised re-uploading of
content.
Despite the allegations VK, whose founder

www.trademarksandbrandsonline.com
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Monkey ‘selfie’ has no copyright owner, says Wikimedia

In the public domain?

He added: “Some of their editors think it should
be put back up. I’ve told them it’s not public
domain; they’ve got no right to say that it’s public
domain. A monkey pressed the button, but I did
all the setting up.”
The transparency report, which covers the period
July 2012 to July 2014, shows that Slater’s demand
to alter or remove content from Wikimedia was
one of 304. None was granted, although nearly
half the 58 Digital Millennium Copyright Act
requests were rubberstamped. n

Pavel Durov left the company earlier this
year, does enable copyright owners to
seek the blocking or removal of infringing
content.
The service is Russia’s most popular social
network, with more than 88 million users
from the country and 143 million overall.
While it functions like Facebook, it also
allows users to upload and store music
and video files that can be searched and
streamed by other users. n

10 NEWS

IN BRIEF
“Plenty” of work left in
ICANN accountability
process
An ICANN adviser has warned the
organisation’s stakeholder groups that
there is “plenty of work to be done” on
assessing its accountability.
After the US government said it will walk
away from its contract with ICANN,
the organisation wants to review its
accountability to see whether it might be
strengthened.
A comment period seeking the public’s
views was open between May 6 and
June 27, attracting 49 responses. ICANN
staff are reviewing them and preparing
the next steps for the process.
In a blog post dated July 30, Theresa
Swinehart, senior adviser to the ICANN
president on strategy, said there
is “plenty of work to be done in an
ambitious period of time”.
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Instagram launches Bolt app, ignores
trademark concerns
Facebook-owned Instagram has launched
a photo-messaging app called Bolt despite
being urged by a company of the same name
to re-brand it.
With the app, Instagram users can send
images or videos to each other that are
deleted once they have been viewed.
Bolt is currently available only in New
Zealand, Singapore and South Africa, but
is expected to go on sale in other countries
too. It can be downloaded on the iOS and
Android platforms.
The launch is likely to anger a US start-up
called Bolt, which had urged Instagram to
“do the right thing” and choose a different
name for its app.
Andrew Benton, chief executive of Bolt,
whose one-year-old service aims to replace
mobile phone carriers’ voice and SMS plans
so that customers “only need to pay them
for data”, said likely confusion between the
brands would hurt his company more than
Instagram.

“Our users have reached out to us, wondering
whether we’ve been acquired or are possibly
providing the underlying technology behind
the Bolt app. People are searching for Bolt
in the Play Store and downloading our
app thinking it’s Instagram’s, then leaving
frustrated when they realise it’s not what
they expected,” he said.
Benton said he did not want a legal battle with
the photo-sharing service, although he added
that Bolt was entitled to police its US trademark.
Instagram, launched in 2010, was bought by
Facebook for $1 billion in 2012. n
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Music group demands ‘piracy’ block on
sites in Austria
Online partnership

Selfridges sells Cartier
goods online
British department store Selfridges has
started selling Cartier branded goods
online in the first partnership of its kind
between the companies.
Customers can buy jewellery, watches,
accessories and fragrances on
Selfridges’ site, with Tank and Ballon
Bleu de Cartier among the company’s
signature brands in stock.
They are available through Selfridges’
click-and-collect service, which allows
customers to pick up a purchased item
the next day if they order it by 4pm.
Cartier is the first brand from the Wonder
Room, a section of Selfridges’ Oxford
Street store in London that hosts several
luxury companies, to sell its products on
www.selfridges.com.

A music industry group, the International
Federation of the Phonographic Industry (IFPI),
has demanded four websites in Austria are
blocked on piracy grounds.
The sites—thepiratebay.se, isohunt.to, 1337x.
to and h33t.to—all help to infringe copyright,
the IFPI has claimed, and had asked that they
be blocked by the country’s five largest ISPs by
August 14.
Franz Medwenitsch of the IFPI said: “The sites
are all internationally known, structurallyinfringing BitTorrent portals. Of course, we
do not want to have access to the internet itself
blocked, only access to these four sites.”
He said the sites have already been blocked in
several EU countries.
The demand, laid out in an August 4 letter, has
been made following a court ruling that ISPs in
the EU can be told block access to copyrightinfringing websites.
In its March ruling, the Court of Justice of the
EU (CJEU) also said such orders do not have

www.trademarksandbrandsonline.com

to specify measures that the ISP is required to
take. However, the national court must ensure
that the implementation and enforcement of
the injunction strikes a fair balance between
competing fundamental rights.
The case was referred to the CJEU by
the Austrian Supreme Court (Oberster
Gerichtshof), which was dealing with a dispute
between UPC Telekabel Wien, a local ISP, and
rights holders Constantin Film Verleih and
Wega Filmproduktionsgesellschaft.
At first and second instance, Austrian courts
ordered UPC to block access to kino.to, a movie
streaming site, on which the complainants’ rights
were allegedly infringed.
The CJEU’s decision was implemented by the
Austrian Supreme Court in July and kino.to is
now defunct.
Among the four sites listed in the IFPI’s letter, The
Pirate Bay has been blocked in countries including
the UK and Denmark, while its co-founder Peter
Sunde was arrested in June to serve an outstanding
sentence for copyright infringement. n
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Buffalo Bills group ends trademark
dispute with Texas university

IN BRIEF
BuzzFeed fires editor over
plagiarism
News and entertainment site BuzzFeed
has sacked its political editor, Benny
Johnson, for copying sentences and
phrases from other sites.

It follows cease-and-desist letters sent to a group
of NFL team Buffalo Bills fans using the domain
name 12thmanthunder.com and accounts
incorporating the term ‘12th man’.

The plagiarism came to light in July after
users on Twitter pointed out instances
where Johnson had lifted text from
elsewhere.

A&M owns a US trademark for ‘12th Man’ and
sells T-shirts emblazoned with the slogan.

After reviewing 500 of Johnson’s
posts, BuzzFeed found 41 examples
of sentences or phrases that had been
copied word-for-word.

The 12th man tradition dates to 1922, when the
Texas A&M football team, known as the ‘Aggies’,
beat the country’s top team at the time with the
help of a squad player.

The posts included “The 15 most absurd
ways the Pentagon is spending money”
and “America is pretty helpless in space
without the Russians”.

The parties have now shaken hands in their
dispute, however, and 12thmanthunder.com
and associated social media accounts will be
transferred to A&M.
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Plagiarism costs editor his job
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A group protesting against the sale of an
American football team has agreed to hand
over a disputed domain name and social media
accounts to Texas A&M University.

“We’re really pleased with the way the university
handled the dispute and we fully recognise Texas
A&M is the owner of the ‘12th Man’ trademark,”
said Charles Sonntag, who founded the protest
site.
The site, which now uses the name Bills Fan
Thunder, was founded to allow Bills fans to
protest against the proposed sale of the franchise.
More than 12,000 people have signed its petition
aimed at keeping the team in Buffalo, New York.

TMCH registrations rise
in July

According to recent reports, the club has
attracted an initial offer of more than $1 billion
from a fracking entrepreneur.

The number of trademarks registered in
the Trademark Clearinghouse (TMCH) has
risen by 950 since the last count.

Shane Hinckley, interim vice president of
marketing and communications at A&M, said

NFL teams shake hands
over ‘12th Man’

the university has tried to create a ‘win-win’
agreement from day one and “we are proud to
say our teams have been diligent and reached an
expeditious and amicable solution”.
The Bills and the Seattle Seahawks have both
signed licensing agreements to use the term
‘12th man’ in their stadiums, although they are
not allowed to use it on merchandise.
The Seahawks deal followed a lawsuit filed
against the club in 2006 by A&M. The NFL club
had been using the phrase without permission,
although the dispute was later settled with
the Seahawks paying $100,000 and $5,000 in
licensing fees for five years. The deal was renewed
for another five years in 2011. n

Between June 20 and July 28, the TMCH
received 31,866 trademarks, compared
with the 30,916 submitted between May
24 and June 19.

Porsche loses .social domain to car
enthusiast

Nearly 98% of the 31,866 marks were
verified, while 87% were submitted by
trademark agents. The trademarks came
from 98 countries.

German car company Porsche has failed
to win a cybersquatting dispute against a
registrant who plans to use the domain name
to bring together admirers of the brand.

Meanwhile, nearly 90,000 notifications
about potential cybersquatting were sent
to right holders in the period between
June 20 and July 28.

Porsche had complained about ‘porsche.
social’ under the Uniform Rapid Suspension
System in July, with a decision handed down
on August 14 before being published on
August 18.

He said the respondent, Interactiv
Corporation of San Jose, stated its intention
to create a “free community” for Porsche
car enthusiasts and put a disclaimer on
every webpage that it is not affiliated to, or
authorised by, Porsche.

Karl Fink, the examiner, said Porsche had
failed to show by “clear and convincing
evidence” that the domain matched its

“The use of ‘.social’ in the domain name, and
the screenshot from the respondent’s website,
are evidence of that intent,” he said. n

The equivalent figure for May 24 to June 19
was nearly 74,000, showing that notifications
rose by about 16,000 since then.
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trademark, that the registrant had no rights
to it, and that it was registered or being used
in bad faith.
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Altered Palestine image removed after copyright threat
A Twitter user has removed a post
incorporating a fake picture of an anti-war
message after being threatened with legal
action by the original photographer.
Jess Hurd, the photographer, a UK National
Union of Journalists (NUJ) member,
produced an image of the slogan “Free
Palestine. Sanctions now! Stop the massacre”
against the background of a Palestinian flag.
It was projected on July 31 on to the side
of the Houses of Parliament in London as
a protest against the continuing violence in
Israel and Gaza.
Hurd was commissioned by the Palestine
Solidarity
Campaign,
a
UK-based
organisation promoting peace for the
Palestinian people, to create the image.

After it went viral on social media, the picture
was changed and then circulated on Twitter to
create a false image and message. The altered
image replaced the words “Sanctions now”
to “From Hamas”, in reference to the Islamic
movement that rules Gaza.

“This is a good news story. I threatened
legal action via the NUJ and the copyright
infringer removed his post. I would
encourage other colleagues to seek advice
from the union and actively challenge those
who misrepresent our work.”

In response, and with the NUJ’s backing,
Hurd threatened to sue the picture’s owner
for copyright infringement before the owner
agreed to remove it.

John Toner, NUJ freelance organiser, added:
“Every image is protected by copyright,
unless there is a statement to the contrary.
No-one should assume that an image can
be reproduced without permission, or that
it can be distorted to suggest a meaning
opposite to the author’s intention.

Hurd said: “It’s not every morning you wake
up to accusations of manipulation and fakery
across social media. After being up most of
the night working, the last thing you want is
someone manipulating your image to promote
their warped politics.

“In this case, the distortion is very serious
and a clear breach of the integrity right. All
such infringements should be challenged.” n

“Sue mums and dads” in piracy fight, Australian minister says
An Australian government minister has
encouraged content creators to sue “mums,
dads and students” as part of the country’s
efforts to clamp down on online piracy.

with you, right owners are not keen on taking
people to court because it doesn’t look good,
because it’s bad publicity,” Turnbull said in an
interview with Sky News, on July 31.

Communications minister Malcolm Turnbull
said it was “absolutely critical” that right
holders are prepared to “role their sleeves up
and take on individuals” in the fight against
copyright infringement online.

He added: “They have to be prepared to sue
people; sue mums and dads and students who
are stealing their content. They can’t expect
anyone else to do that for them.”

Turnbull’s words come days after a leaked
discussion paper revealed that the government
was planning new sanctions against piracy,
including forcing ISPs to block offending
websites and punishing repeat offenders.

Leaked in August, the government’s paper,
called Online Copyright Infringement
Discussion Paper, said it wanted to enable
right holders to apply for a court order that
could lead to websites being blocked or
internet access restricted.

“Being characteristically candid and blunt

Its introduction, co-signed by Australian

attorney-general George Brandis and Turnbull,
claimed illegal downloading was putting
Australia’s AUD$90 billion ($83 million)
copyright industries, which employ more than
900,000 people, at risk.
The document also referenced a similar antipiracy scheme in the UK that involves sending
warning letters to repeat infringers.
However, the government has encouraged the
public to have its say before deciding on any
scheme.
Turnbull added: “The right holders are going
to have to be tactical about who they take to
court, about who they want to sue.” n

US customs officials have seized goods
mimicking branded goods such as Disney,
BMW, Samsung and Beats by Dre.
The goods, shipped from online vendors in
China and Hong Kong, were uncovered by
US Customs and Border Protection (CBP)
officers working in San Juan, Puerto Rico.
According to a release dated August 14, the
courier consignments contained counterfeit
speakers, car beepers, iPhone parts, mobile
phone front screens, USB cables and wrist
watches.

“The trade in these illegitimate goods
is associated with smuggling and other
criminal activities, and often funds criminal
enterprises,” said area port director Juan
Hurtado. “Protecting intellectual property
rights remains a CBP priority trade issue.”
Earlier this year, San Juan-based CBP officers
revealed they had seized counterfeit Brazil,
Argentina and Italy football shirts sent from
Hong Kong during the football World Cup
in Brazil. The goods infringed the brands
of Puma, Adidas and Nike, the respective
sponsors of Italy, Argentina and Brazil. n
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Branded copies seized in the US
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Disney and BMW fakes among US customs haul
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Winning back
the cynical
Downloaders of unauthorised movies might
not all be the criminals and rogues the film
companies and IP professionals portray them
as, Lexi Alexander tells TBO.

B

efore its release, an unauthorised
copy of the latest—the third—
instalment of The Expendables, an
action film series starring Sylvester
Stallone and Arnold Schwarzenegger, was
available online. The file was downloaded and
shared more than two million times before the
film was officially released.
Figures for the opening weekend box office
were disappointing. Box offices across the US
reported that just $16.2 million was raised on
the film’s opening weekend, $12 million less
than the second instalment and half as much
as the $34 million raised after the release of the
first Expendables film.
It is difficult to quantify the effects of piracy, but
Lionsgate, the film studio that produces The
Expendables, believes it has had a significant
impact, and has filed a lawsuit against a series
of websites which shared unauthorised copies.
But for Hollywood film director Lexi Alexander:
“Anybody who sees a movie with the number
three next to it is distrustful.” To her, filesharing is a product of ‘franchise fatigue’, a
feeling that film studios are cynically exploiting
a commercial brand.

The director of Green Street and Punisher:
War Zone, Alexander has found her own
films targeted by pirates, but she sees the
positive side.
“I’ve found everything pirated. You know
Green Street definitely is, and Punisher. But

Upon its release, Punisher did not perform as
well as expected at the box office. However,
Alexander says this was due to a failure of
marketing rather than illegal file-sharing. She
says: “Punisher never reached the audience
that was actually waiting for it.”
The film, however, has not faded into obscurity.
Now developing a cult status, led by actor and
comedian Patton Oswalt, it has experienced a
resurgence. For Alexander, file-sharing has helped
the film find a new audience since its release.
She says: “In that case pirating helped me
because people found a good file-sharer and
then afterwards bought many, many DVDs. If
there is enough requests to stock DVDs then
retailers have to order and pay for it.”
For Alexander, piracy functions as a word-ofmouth marketing tool. And it is not just her
film that has seen the positive sides to such
exposure; other films with budgets a fraction
of that of The Expendables that were left in
obscurity can find new audiences.
She says: “In a nation like the US, to make
them aware of certain movies with no stars
is very difficult; piracy has its way of assisting
marketing. By looking at the page and seeing
that a film you have never heard of has
1,600 seeds (the number of people who have
downloaded the file and are providing it to
others) you wonder what it is.
“I do go on pirate sites and I often find names
of projects I have never heard of, but because
they are so high up in the piracy chain I
become aware of them. The file-sharers have
given us benefits and helped us out quite a bit.”

www.trademarksandbrandsonline.com
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Alexander finds herself on the side of those
who share files illegally (in a recent blog post
she is holding up a card saying ‘Free Peter
Sunde’, the imprisoned founder of The Pirate
Bay), but she wants to find a way of bringing
those who feel alienated and disenfranchised
by Hollywood into authorised and legal
channels.

with Punisher I get a lot of emails saying that
‘the only reason I pirated this is because I am
in Mexico and it didn’t come out and I was
really angry’,” she says.
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“It frustrates people
when there is money,
conversation about
the film and then one’s
country doesn’t get it
for three months.”
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A democratic space?
Piracy sites, arguably, offer a democratic
space for exposure. The number of seeds is
tantamount to the number of votes a film
receives and users can be persuaded by
numbers rather than stars.
Alexander is not alone with her views. Jeff
Bewkes, chief executive of Time Warner, said
in a conference call published in June on the
entertainment company’s website that he
saw the positive side to the fact that Game of
Thrones is the most pirated TV show globally
at the moment.
“If you go around the world, I think you’re
right: Game of Thrones is the most pirated show
in the world … now that’s better than an Emmy.
“Our experience is it all leads to more
penetration, more paying subs, more health for
HBO [which produces the show], less reliance
on having to do paid advertising,” he added.
Bewkes’ conclusion seems to be that piracy can
lead people to legal, authorised channels. If the
content is good then audiences can develop a
relationship with the film or TV show and its
makers.
Alexander adds: “If they are going to make
these stupid remakes then I think people will
distrust the studios. It may be good, but how
many sequels have we seen where people are
just buying the name, the brand?
“Nobody thinks they are going to see a
masterpiece. Sometimes it is utterly surprising
that the third in a series is better than the previous
ones, but I think people want assurances.”
The argument against file-sharing centres on
the damages done to those working within the
relevant industry. If the income is cut short by
audiences choosing to pirate works instead of
purchasing the DVD or going to the cinema,
then, the argument goes, the industry will
suffer job losses and decreasing budgets.
Alexander, however, tells a slightly different story.
Conscious that piracy can have harmful effects
on the industry, it is the film studios that “own
the rights” and are therefore directly affected.
“I own nothing,” she says. This is perhaps most
clear in the selling of her first film Green Street,
which was first distributed by Universal but later
sequels handled by Lionsgate.
“I made Green Street and there have been two
sequels without my consent or without my
getting money.
“In terms of owning copyright, it will always
go to the company who is paying for it. I very
rarely know of anyone who holds on to the
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actual copyright, because the studio is the one,
or the network or the TV. They are the ones
who share the money,” she adds.
The combative approach to piracy taken by the
Motion Picture Association of America (MPAA)
in the mid-2000s creates a simplified identity of
those engaged in the file-sharing community.
Those who download are characterised as
thieves and pirates, which ignores the complex
motivations behind file-sharing.

Good intentions
A study by academics Cenite, Wang, Peiwen and
Chan at the Nanyang Technological University
in Singapore, titled More Than Just Free Content,
explored the motivations behind downloading
unauthorised content. Their conclusion was
that it was due to “market imperfections”—the
failure of studios and distributors to find their
intended audiences. Contrasting the image of
file-sharers set out by the MPAA, they found that
“most respondents believe downloading without
subsequently purchasing was inappropriate in
some circumstances”.

“Our experience is
it all leads to more
penetration, more
paying subs, more
health for HBO, less
reliance on having to
do paid advertising.”
Failing to integrate file-sharers into legal
channels has been the problem for the MPAA
throughout the last decade, one might argue,
but that type of approach has begun to change.
Streaming services such as Netflix and Hulu,
for which users pay a monthly subscription to
view authorised content, can meet file-sharers’
need for quality content at affordable costs.
This is a model that Alexander agrees can make the
accessing of content through authorised channels
popular. But despite these services, piracy persists.
One factor is the national restrictions on the BBC
iPlayer or the different amount of content on the
UK Netflix service compared to the US service,
for example. When the internet imposes borders,
it can leave file-sharers in various parts of the
world frustrated that they cannot access the same
authorised content.
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Alexander says: “We talk about films as a
world, but not as one nation. It frustrates
people when there is money, conversation
about the film and then one’s country doesn’t
get it for three months. In Australia, if they
want the latest Game of Thrones they will pirate
it, so why is that even happening?”

Meeting the need
Cenite et al’s study suggests peer-to-peer
downloading is being used in “arguably
positive ways to fulfil file-sharers’ needs that
the content industries have not met”. Napster,
Megaupload and The Pirate Bay arguably
answered these needs and this has created
a generation of people who were used to
accessing unauthorised content.
Despite this, Cenite et al concluded that
their file-sharer respondents “seemed to
fundamentally respect IP”. This is what
Alexander wants to harness in her search for
new online distribution models.
There has been a major shift in strategy from
organisations such as the MPAA and the
Recording Industry Association of America
in tackling the distribution of unauthorised
content online. Where once these bodies
targeted individual downloaders, they now
approach the sites hosting such files. This task,
however, is enormous.
In official comments made by the MPAA
to the US Patent and Trademark Office:
“To illustrate the enormous volume of
infringement, in just the six-month period
from March through August 2013, the MPAA’s
six member companies sent 25.2 million
takedown requests to non user-generated
content websites and search engines to remove
infringing content located at specific URLs.”
Alexander agrees that it is important that
the IP of film makers is respected, but she
recognises a greater need to work with the
file-sharing community, which arguably
feels disenfranchised and alienated from the
Hollywood production system.
“I don’t want to be part of the people on the
wrong side of history. I think maybe there is a
way to actually make a point here.”
Online
subscription
models
offering
authorised content appear to be the remedy
to piracy. The current popularity of Netflix is
testament to that, and there is an argument that
with the critical acclaim given to the original
programmes produced by the streaming
service, Orange is the New Black and House of
Cards, audiences will always seek quality. n
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New episodes in
the YouView saga
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‘Yooview’, ‘Channel Me’
and ‘MyView’ are some
of the potential new
names for YouView
TV should the internet
TV service have to
rebrand following two
trademark cases, as
Sharon Daboul explains.

T

wo recent trademark decisions
spell bad news for YouView TV
Ltd in litigation battles over use of
the trademark ‘YouView’ in the EU.
Unless it can reverse a UK High Court decision,
the £100 million ($165.8 million) internet
TV service will be forced to change its name.
However, its continued use of the YouView
name in the market, and a vow to appeal, mean
the saga is far from over.
Total Ltd, a firm providing mostly businessto-business telecommunications services and
based in Cheltenham, UK, adopted ‘Your View’
as the name for its interactive billing platform in
2007. Two years later it registered the trademark
in the UK for goods including “databases” and
services including “telecommunications”.
YouView, an internet TV company,
has shareholders consisting of a mix of
broadcasters and telecoms companies that
launched in May 2012. It is a joint venture
between the BBC, ITV, Channel 4 and
Channel 5, and BT, TalkTalk and Arqiva,
allowing viewers to receive digital TV and
radio programmes through a set-top box.
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In 2010, Total successfully opposed an
application by YouView to register six versions
of its name in the form of a series of trademarks.
The rejection of the opposition, which had been
filed at the UK Intellectual Property Office
(UKIPO), was appealed to the High Court but
was dismissed.

Trademark infringement
Despite a lack of success before the UKIPO,
YouView continued to sell its set-top boxes and
associated programming services, and invested

20 REBRANDING

in a nationwide advertising campaign. Total
then sued for trademark infringement.
In the ruling by the Chancery Division of the
High Court, handed down on June 16, 2014, the
court agreed that Total’s trademark had been
infringed by this continued use. Additionally,
YouView unsuccessfully counterclaimed
that Total’s trademark for ‘Your View’ was
invalid. YouView’s main argument was that
the specification of Total’s registration was not
identified with sufficient clarity and precision,
particularly in respect of “databases” in classes
9 and 35, and “telecommunications services”
in class 38.
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“If it can successfully
challenge the court’s
assessment of the average
consumer for both marks,
YouView may be able to
tip the balance
in its favour.”

Justice Sales stated: “It is to be expected
(indeed it is practically inevitable) that
most if not all specifications of goods
and services will have some element of
uncertainty at their margins since one is
using concepts expressed in short words
or formulations to apply to fields of often
complex and variable activities.
“The CJEU [Court of Justice of the EU] in
IP Translator clearly did not mean that any
degree of uncertainty of application of a
word or phrase in a classification relating to
a mark would mean that registration for that
trademark would be refused.”
The test for a successful trademark
infringement action is whether there is a
likelihood of consumer confusion, rather
than actual instances of confusion on the
part of the public, and the court considered
whether there was a real possibility that the
companies could compete.
In finding overlap between the relevant
goods and services, the court said it was
highly relevant that large communications
companies had invested in developing the
YouView service. Around 95% of YouView
set-top boxes are supplied to customers as
part of bundled services from the telecoms
companies that have invested in YouView.
In the judgment, Sales said it was the goods
and services specified in Total’s trademark
registration that were compared against
YouView’s use—how Total had used ‘Your
View’ in practice as an online billing platform
was not relevant. The marks were also found
to be orally and conceptually similar.
The court decided that that there was a strong
likelihood of consumer confusion between
the marks ‘Your View’ and ‘YouView’. It was
significant that the commercial partners
behind YouView included the telecoms

companies BT, TalkTalk and Arqiva, against
whom Total competes. The judge found
that this supported a general convergence of
the television and telecoms industries, with
providers routinely offering a mix of internet,
telephone and television services. All of this
contributed to a finding that the marks were
“confusingly similar”.
Following the decision, YouView publicly
stated that it planned to appeal on the basis that
there is no likelihood of consumer confusion
between its product, which is customer-facing,
and Total’s product, which is mostly businessto-business focused.
The assessment of a likelihood of confusion
must be based on the perception that the
relevant public (the most likely end user) has of
the products at issue. In its appeal, YouView is
likely to plead that the court erred when finding
that the average consumer of Total’s product is
also a potential customer of YouView.
If it can successfully challenge the court’s
assessment of the average consumer for
both marks, YouView may be able to tip
the balance in its favour. If it does appeal
on this basis, we could expect YouView to
claim that Total’s customers are professional
customers only. If the typical consumer of
Total’s product is deemed to be a specialist
business customer rather than the public at
large, it would be harder to find a likelihood
of confusion between the trademarks. This is
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because the professional public is likely to
display a higher level of attention than the
average consumer when purchasing the
product.
The problem with this argument is that the
court will look at the specification of the ‘Your
View’ trademark registration, which is fairly
broad, rather than its use in the marketplace.
Meanwhile, Total has indicated that it will
pursue an injunction to prevent further use of
the YouView name.

Naming rights
In a separate case, YouView TV applied to
register the mark ‘YouView+’ as a Community
trademark in September 2011. A Belgian
video production company called You-View.
tv opposed the application on the basis that
there would be a likelihood of confusion with
an earlier registration in the Benelux for the
following trademark:

In September 2012, the Office for Harmonization
in the Internal Market’s (OHIM) opposition
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division rejected the opposition for technical
reasons: the opposition was filed in the name of
You-View TV, yet the Benelux registration was
registered in the name of You-View.tv BVBA, a
separate legal entity.
The decision stated that the opposition was
unfounded because the opponent had failed
to prove its entitlement to file it and the
deadline to submit evidence of ownership had
passed. You-View.tv appealed, filing evidence
that it had become a public limited company
but the Benelux registry had not been notified
of this. The fourth board of appeal dismissed
the appeal, saying OHIM had no discretion
to take into account evidence that had been
submitted late.
However, in a ruling dated July 1, 2014, the
General Court of the EU annulled the earlier
decision and OHIM was ordered to pay costs.
The court found that OHIM did have the
discretion to decide whether to take account
of facts and evidence regarding ownership of
the trademark that had been submitted after
the deadline.
It is likely that the case will be remitted back
to the opposition division for consideration
of the merits of the opposition by You-View.
tv against YouView, and there appears to be
sufficient similarity between the marks and the
respective goods and services for YouView to be
concerned.

Comments

The future

These cases remind us that registered
trademarks offer powerful protection to
applicants seeking to protect their legitimate
interests, regardless of the size of the respective
parties; YouView is much larger and betterfunded than its two opponents.

Despite these rulings, YouView continues to
use its product in the marketplace, recently
launching a faster and more compact set-top
box offered at a lower price-point. It has also
stated its intention to appeal the Total decision,
and submit evidence and observations in
response to the opposition by You-View.tv.

We are also reminded of the importance of
conducting trademark clearance searches in
all relevant markets before investing in, and
launching, new brands. Practitioners should
encourage their clients to seek a formal opinion
on the availability of their new trademark before
applications are made. It is far more expensive
and inconvenient to rebrand after a product has
been launched in the market.
The first case reminds practitioners to carefully
consider the goods and services to be listed in
an application. The judgment refers to the likely
continuing convergence of telephone, telecoms,
data transmission, and video and TV streaming
services. Brand owners in these industries are
also advised to review existing protection and
ensure it covers their plans.
In the internet age, services that were once very
far apart are now being brought together, and
co-existing brands that were once operating in
seemingly separate industries are now at risk of
being used in a way that could lead to a risk of
confusion among consumers.
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There have been no public moves to rebrand
yet, although YouView TV also has trademark
registrations for ‘Yooview’, ‘Channel Me’ and
‘MyView’, all of which are possible options
should the next round be unsuccessful.
It can be difficult to measure the full cost of
a rebrand, as YouView will need to carefully
leverage its existing brand equity and goodwill
into any new name it selects. No doubt a new
marketing drive could extend to millions
of pounds. Nearly £30 million was spent
on advertising and marketing the YouView
brand from its launch until the end of 2013.
YouView took the high-risk approach of
proceeding to invest in and launch its brand
before clearing the trademark registration.
While recent decisions have placed it on the
back foot, it is clear the company will not
give in to a costly rebrand without more of
a fight. n
Sharon Daboul is a trademark attorney at
EIP in London. She can be contacted at:
sdaboul@eip.com
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Keeping
in tune
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Musicians, publishers,
websites and internet
users all need to stay up
to speed with issues of
copyright protection,
says John Illsley.
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magine spending months creating and
editing new music for people to listen
to and enjoy, and then finding that
someone else has used it for their own
purpose without asking your permission or
giving you credit for it. That’s the dilemma faced
by many in the music industry with the rise
of the digital age and online music streaming
websites.
Musicians, producers and songwriters rely on
the money earned from the sale of their music
to continue with their creative exploits and also
to cultivate their brand and their public persona.
The value of a piece of music can increase or
decrease significantly over time, depending on
the way it is used.
Songwriters’ or artists’ reputations can be
damaged if they are not able to control the use
of their music. For example, when a video of
Britney Spears singing her song Alien without
auto-tune was leaked online, it went viral within
minutes, showing the singer to be clearly out of
tune. The video damaged her reputation as an
accomplished singer and raised many questions
over whether her performances were live or
lip-synced.
The leaked video not only damaged her
reputation, it decreased the value of her brand
and her music. The video was quickly removed
after YouTube received a copyright claim from
record label Sony Music Entertainment.

Copyright law
In the EU music copyright lasts 70 years from
the date of its creation; after that it is in the
public domain and can be downloaded for free.
Copyright restricts people from copying music;
renting, lending or issuing copies to the public;
performing, broadcasting or showing it in
public; or adapting it without permission from
the right owner. However, with the rise of the
digital age, exceptions have been made in the
UK which allow people to convert the format
of the music, therefore allowing them to copy
music from purchased CDs to their computer,
tablet or mobile phone.
In order to use copyrighted music for a
commercial purpose or for use on the radio, it
is necessary to gain permission from the right
owner and pay a licence fee. Online radio
stations and streaming sites such as Spotify and
YouTube require numerous licences to legally
use music from various artists.
The Performing Rights Society licenses

musical works and collects royalties on behalf
of songwriters, composers and publishers.
PPL (formerly the Phonographic Performance
Limited) issues licences to play recorded music
and pays these fees to the copyright owners,
which are normally performers and record
labels. Both licences are required to legally
distribute the music online, as it allows for
every party in the production of the music to
be paid fairly for their input.

“YouTube is refreshing
its licensing terms
after being involved in
numerous copyright
infringement cases.”

Peer-to-peer file-sharing sites such as The Pirate
Bay are illegal, as the people providing music
there have not been given permission to share
it. They have not paid licensing fees and have
not paid the right owner and others involved in
producing the music for their work.

artists such as Arctic Monkeys and Adele
have been removed from the video-sharing
service.

Legal cases
Music copyright has been a contentious issue
for many years, and as governments worldwide
look to reform their policies, more companies
are taking copyright infringement cases to the
courts.
Earlier this year Spotify found itself in hot water
with dance music brand Ministry of Sound
(MoS). The issue of contention was not the
music itself, but the order in which it was played
on the streaming service, with MoS seeking an
injunction to prevent users from creating playlists
based on original MoS compilation albums. In
effect, MoS sought to gain copyright protection
for its compilation orders. The case was settled
out of court but it did shed some light on the
inadequacies of current copyright laws.
YouTube is refreshing its licensing terms
after being involved in numerous copyright
infringement cases. In July YouTube blogger
Michelle Phan was sued by music label Ultra
Records for using music on her videos,
allegedly without permission. Claims that
Phan has monetised her YouTube channel
and website through advertising has led Ultra
Records to seek $150,000 for each proven
copyright infringement.
Cases like this are not uncommon for YouTube
and have led the company to change its
licensing terms in order to launch a paid-for
music service to rival that of its competitors
and to protect the copyright of major music
label artists. Around 95% of music labels are
said to have accepted YouTube’s new rules, but
many ‘indie’ music labels feel that YouTube is
using its position as the market leader to force
small record labels into accepting unfavourable
terms. Consequently, many of the UK’s biggest
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The public domain
Although copyright is a finite entity, with
music eventually entering the public domain,
it is a complex matter that can still lead to legal
conflict if misunderstood.
There are two types of copyright to take notice
of if you wish to use music you believe to have
run out of copyright. First, there is music and
lyric copyright, which is protected for 70 years
after the death of the creator. Second, recordings
of specific performances are protected under
copyright for 70 years after their release.
Therefore, recordings made before 1944 are
now available for use in the public domain, but
if you wished to recreate the song yourself you
would need to ensure that the songwriter had
passed away more than 70 years ago.
If you were to produce a downloadable
cover version of a song still within copyright
protection you would be required to have
a digital form of a mechanical copyright
protection society licence.

Copyright reform
As music streaming and downloads proliferate,
it is becoming increasingly important for
musicians, songwriters and digital music
publishers to know their rights and understand
the regulations they must conform to.
Copyright is undergoing significant changes
worldwide to provide protections against
plagiarism and infringement, but as digital
technology evolves at a rapid pace, governments
around the world will continue to play catch-up
in their efforts to maintain a balance between
right protection and encouraging innovation. n
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