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A virtual bookshelf
Authors are using increasingly innovative ways to promote their work online. David 
Mitchell, for example, has used Twitter to publish a short story line by line. However, 
in the world of e-publishing—an attractive option particularly for aspiring writers—
some people are resigned to having their works infringed. Some even believe that the 
unauthorised sharing of their content online allows them to reach new audiences. 
For others, how best to tackle piracy is still a major focus. While targeting websites that 
distribute pirated content is the most popular method, it acts merely as a stop-gap. As 
we discuss in this month’s industry report, education of consumers in the e-publishing 
industry is one possible solution, although its effectiveness is questionable. A more 
long-term answer is likely to be promoting subscription services such as Kindle 
Unlimited, which provides low-cost access to legal content.
With the football World Cup now over, it’s time to analyse the extent of digital ambush 
marketing during the tournament. Outside Brazil, non-sponsors dominated the 
number of ‘World Cup’ adverts online, and FIFA seemingly took little action in the 
digital world, suggesting the tournament was a watershed for ambush marketers.
That’s the view of Dan Smith, of law firm Wragge, but he says it doesn’t mean 
ambushers will have an easy ride at the Glasgow Commonwealth Games, from July 23 
to August 3. The organising committee there can rely on legal protection that extends 
significantly beyond usual IP rights, he explains, so marketing teams must carefully 
put together campaigns inspired by Glasgow 2014.  
Stuart Fuller of NetNames argues that many major brands now realise that trying to 
fight counterfeiters is a battle they will never completely win. While investing in a 
brand protection strategy is important, he says, brands should not neglect the idea of 
educating their customers as well as asking them to act as remote eyes and ears. 
We hope you enjoy this issue, and welcome any feedback you have.
Ed Conlon, Editor 

Contents 
5 News
 5  UK anti-piracy campaign launched
 5  eBay ends eight-year counterfeit tussle with LVMH
 6  Aereo efforts to continue stalled by Copyright Office
 6  Film piracy losses less than enforcement spend, report claims
 8  Fake Pandora sellers fined in UK
 8  Brands seize promotion opportunity during Brazil v Germany
 9  INTA and WCO to fight fakes together
 9  US law organisation urges action on online piracy
 10  Hollywood director criticises criminalisation of file-sharing
 10  SoundCloud explains Universal partnership
 12 IKEA seeks truce with ikeahackers.net
 12 Nastraq welcomes former Facebook lawyer on board
 13 L’Oréal  rapped for deceptive anti-ageing ads
 13 Satirical website refuses to remove Jones Day logo
 13 Man arrested after selling hundreds of counterfeit brands
14  Industry report 
 Protecting the virtual bookshelf
18  Ambush marketing
 A losing battle?
22  Brand protection
  Turning buyers into allies

JULY 2014

NEWSLETTER
EBAY ENDS EIGHT-YEAR 
COUNTERFEIT TUSSLE 
WITH LVMH

LAW ORGANISATION 
URGES PIRACY ACTION

AMBUSH MARKETING:  
A LOSING BATTLE?

TURNING BUYERS  
INTO ALLIES

5

9

22

HIGHLIGHTS IN THIS ISSUE: 

OTHER CONTENTS >>

18

NEWS AND INTELLIGENCE FROM TRADEMARKS & BRANDS ONLINE

       Protecting  
    the virtual  
  bookshelf 

page 14

Founding sponsor:



4

www.trademarksandbrandsonline.com

TBO Newsletter 07:14EDITORIAL PANEL

Safir Anand, 
partner, 
Anand & 
Anand 

Ingrid 
Baele, vice 
president, 
Philips 
Intellectual 
Property & 
Standards

Stuart Fuller, 
director of 
communications, 
NetNames

Susan 
Kayser, 
partner,  
Jones Day

John Olsen, 
partner, 
Edwards 
Wildman 
Palmer LLP

Bob 
Samuelson, 
vice president 
of sales and 
marketing, 
Donuts Inc

Catherine 
Wolfe, 
partner, Boult 
Wade Tennant  

Andy 
Churley,  
chief 
marketing 
officer, 
Famous Four 
Media

Marie-
Emmanuelle 
Haas, head 
of the internet 
committee, 
ECTA 

Igor Motsnyi, 
partner, 
Motsnyi Legal 
Services

Adam 
Rendle,  
senior 
associate, 
Taylor 
Wessing LLP

Stéphane 
Van Gelder, 
managing 
director, 
Milathan

Edward 
Chatterton, 
partner,  
DLA Piper

David Green, 
head of 
global digital 
marketing, 
KPMG

Roland 
LaPlante, 
chief 
marketing 
officer, Afilias

Flip Petillion, 
partner, 
Crowell & 
Moring LLP

David Taylor, 
partner, 
Hogan Lovells 
International 
LLP

Nick Wood, 
managing 
director, 
Valideus 

Elisa 
Cooper, 
senior 
director of 
product 
marketing, 
MarkMonitor

Brett 
Heavner, 
partner, 
Finnegan, 
Henderson, 
Farabow, 
Garrett & 
Dunner LLP

Gretchen 
Olive, director 
of policy 
& industry 
affairs, CSC 
Digital Brand 
Services

Kristina 
Rosette, 
of counsel, 
Covington & 
Burling LLP

David 
Weslow, 
partner, Wiley 
Rein LLP

With thanks to the 
members of the 
TBO editorial board. 
Contact Ed Conlon, 
the editor, for more 
information.



   NEWS 5

www.trademarksandbrandsonline.com

TBO Newsletter 07:14

.bar domain name 
launched
Bars and clubs will now be able to use 
their own generic top-level domain 
(gTLD), following the launch of .bar.

Opened to the general public on July 
20, the domain name will enable bars, 
nightclubs and manufacturers in the 
industry to personalise their websites. 
It was launched with a celebration at 
London’s Sanderson Hotel.

The gTLD has already attracted 
companies in the bar and nightlife scene, 
such as Wynn Resorts and Harry’s Bar.

Ben Crawford, chief executive of domain 
name registry CentralNic, which offers 
the .bar gTLD, said it was a “long-
awaited pleasure” to launch it.

Aaron Grego, chief executive of Punto 
2012, CentralNic’s partner, said .bar 
would connect the bar and club industry 
with customers online.

“This is a perfect opportunity for 
businesses to grab a simple and easy-
to-use domain name that describes their 
bar or club with a descriptive name,” 
Grego said.

IN BRIEF

Educating the pirates

The UK government is introducing a scheme that 
will cause people who persistently pirate music 
and videos to be sent official warnings that they are 
breaking the law.

Starting next year, the UK’s largest internet service 
providers (ISPs) will send up to four warning emails 
to homes suspected of copyright infringement.

Officially announced on July 19, the new measures 
form part of a wider programme to educate the 
public about copyright issues.

The scheme, called Creative Content UK, will be 
helped by a £3.5 million ($6 million) contribution 
from the UK government.

Speaking at the launch, the government’s business 
secretary Vince Cable said the UK’s creative 
industries were a global success story.

“That is why we are working with industry to 
ensure that IP rights are understood and respected.

“Education is at the heart of this drive so people 
understand that piracy isn’t a victimless crime but 
actually causes business to fail, harms the industry 
and costs jobs,” Cable said, speaking at the UK 
offices of legal streaming website Spotify.

In neighbouring Ireland a similar scheme, known 
as the ‘three-strikes’ regime, is currently being used.

There, internet users will have their connections 
terminated if they are warned to stop illegal 
downloading three times without complying.

UK anti-piracy campaign launched
Unlike Irish offenders, UK residents will not face 
sanctions if they ignore the warnings, which will 
instead focus on promoting legal alternatives.

This initiative follows a similar partnership 
between the film and music industries and ISPs in 
the US.

The US Center for Copyright Information was 
established to help direct consumers to legitimate 
online content and send out alerts to ISP subscriber 
accounts that have been used to illegally share 
films and music.

Chris Marcich, president and managing director 
for Europe, the Middle East and Africa at the 
Motion Picture Association of America, hailed the 
new partnership.

“We are grateful to the UK government for backing 
this important initiative. This is just one piece 
of the overall approach to tackling illegal online 
infringement and promoting the importance of 
copyright,” he said. n

Online auction site eBay has shaken hands 
with French luxury goods company LVMH 
in a counterfeiting dispute that has dragged 
on for eight years.

LVMH, which owns brands such as Louis 
Vuitton and Dom Pérignon, sued eBay in 
2006, claiming that 90 percent of ‘LVMH’ 
goods sold on the site were fake.

Two years later the Tribunal de Commerce 
in Paris ordered eBay to pay €38.6 million 
($52.2 million) in damages to the luxury 
goods company.

The court also told eBay to stop auctioning 
genuine LVMH perfume brands such as 
Christian Dior and Givenchy.

At the time, eBay argued that between 2006 and 
2008 it had invested tens of millions of euros to 
stop counterfeit goods appearing on its site.

On appeal, the fine was cut to €5 million, 
before France’s high court ruled that the 
appeals court had jurisdiction only over eBay’s 
French and UK sites, not its US platform.

The companies have now settled their 
differences, however, confirming in a 
statement on July 17 that they will jointly 
protect IP and combat counterfeits in online 
commerce.

Michael Jacobson, senior vice-president and 
general counsel at eBay, and Pierre Godé, vice-
president at LVMH, said: “Thanks to our joint 
efforts, consumers will enjoy a safer digital 
environment globally.”

Lee Curtis, partner at IP law firm HGF, said 
the parties seem to have taken the logical and 
reasonable decision to cooperate rather than 
litigate.

eBay ends eight-year counterfeit tussle with LVMH
“The benefits to LVMH may be obvious, and 
include bringing potentially costly litigation 
to an end and having in place mechanisms 
with eBay which potentially deal with many 
of the issues it previously encountered over 
the infringement of its IP rights.

“There also appear obvious attractions to 
eBay, of again bringing a potentially costly 
dispute to an end and continuing to increase 
consumer confidence in its platform,” he said.

eBay has been involved in counterfeiting 
disputes with brand owners before.

In 2011, after L’Oréal claimed eBay was liable 
for counterfeit goods appearing on the site, the 
Court of Justice of the EU ruled that national 
courts could order online marketplaces to 
take measures to stop infringement as well as 
prevent further infringement. n
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TV streaming service Aereo, ruled illegal by the 
US Supreme Court, has faced a barrier in its bid to 
keep itself alive after the US Copyright Office failed 
to recognise its efforts to continue.

In a hotly-anticipated decision issued in June, 
the Supreme Court told Aereo it presented itself 
as an equivalent to a cable service and that its 
performances were public and therefore infringing 
copyright.

In its defence Aereo, which did not pay licensing 
fees, claimed it offered a private performance to 
individuals who each had their own antenna to 
pick up TV signals.

In protest against the decision, Aereo told the US 
District Court for the Southern District of New York 
that it would seek to be treated as a cable company 
and obtain the same licence cable operators enjoy. 

That would give it the right, in exchange for 
government set fees, to continue streaming content.

But, in a letter obtained by news website CNBC, 
authorities at the US Copyright Office dismissed 
the argument.

“In the view of the Copyright Office, internet 
retransmissions of broadcast television fall outside 
the scope of the Section 111 licence,” the office 
wrote in a letter dated July 16.

The office added that it would not refuse Aereo’s 
filings outright, but would accept them provisionally 
since the case was still before the courts.

Aereo, which has currently suspended its services, 
captured TV shows belonging to broadcasters 
including Fox and ABC and retransmitted them 
over the internet, allowing subscribers to watch and 
record live programmes.

Aereo’s official website currently links to a letter to 
its consumers that says the case is still before the 
lower courts and its journey “is far from done”. n

ICANN investigating 
gTLD scammers
Domain name overseer ICANN has 
warned against online entities that have 
tried to sell fraudulent ‘certificates’ in 
return for protection in gTLDs.

The scammers have apparently 
threatened registrants and attempted 
to secure a fee for their fake services.

ICANN said the ‘certificates’ look 
official and include an unauthorised use 
of the organisation’s logo.

“Please note that ICANN does not 
issue certificates to registrants and 
does not collect fees from registrants 
directly,” said a notice on its website.

ICANN, which is investigating the 
scammers, has advised registrants 
who encounter similar incidents to 
report them immediately via the email 
address compliance@icann.org.

The organisation said that any 
individual or legal entity (which could 
be a brand) wishing to register an 
address under a gTLD should use only 
an ICANN-accredited registrar. 

IN BRIEF

The money spent trying to curb online movie 
piracy has dwarfed the amount the creative 
industries have lost due to infringement, a 
report has claimed.

In a paper comparing box office projections 
and revenues with illegal download figures, 
US economist Koleman Strumpf also said 
there was no evidence that file-sharing had a 
significant impact on movie revenue.

The paper, called Using markets to measure 
the impact of file-sharing on movie revenues, 
looked at 150 of the most popular movies 
released between 2003 and 2009.

Strumpf told news site TorrentFreak that he 
estimated that file-sharing reduced the first month 
box office takings by $200 million between 2003 
and 2009, three tenths of one percent of what 
movies went on to earn in that time.

While this meant it could not be guaranteed that 
file-sharing had no impact on revenue, it showed 

that it was far less damaging than estimations 
from pro-IP groups including the Motion Picture 
Association of America (MPAA).

The $200 million figure is less than half of the $500 
million the MPAA spent on anti-piracy efforts 
during the same period, TorrentFreak claimed.

Using file-sharing data from the five largest 
BitTorrent sharing sites, compared with box 
office revenue projections from the Hollywood 
Stock Exchange, Strumpf ’s report assessed how 

Film piracy losses less than enforcement spend, report claims
revenue was affected by file-sharing before a 
film’s release.

An example included a leaked version of X-Men 
Origins: Wolverine, in 2009, which Strumpf said 
was illegally downloaded 4.5 million times before 
the film opened at the box office.

But Strumpf found that revenue projections 
had barely changed after news of the leak and 
continued to rise until the release date.

The film grossed $373 million in box office sales 
worldwide, showing little evidence that file-sharing 
affected how well the film did, Strumpf said.

Strumpf also found that movies leaked on file-
sharing sites before their release often helped 
to promote the film, encouraging more people 
to go to the cinema to watch it.

“One explanation is that such releases create 
greater awareness of the film. This is also the 
period of heaviest advertising,” he said. n

A waste of money?

Aereo efforts to continue stalled by 
Copyright Office
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Scores of brands took to social media to use 
Brazil’s humiliating World Cup thrashing 
at the hands of Germany to promote their 
products.

During and after the semi-final match 
household names such as Visa and Red Bull 
took to Twitter to react to the defeat.

In the first half, Germany scored four times 

in six minutes in a match they went on to win 
7–1 against the host nation.

Twitter has since revealed that the match was its 
most discussed sports event ever.

With more than 35 million tweets sent during 
the game it easily beat the previous record of 
24.9 million set by the Super Bowl earlier this 
year, and brands were keen to get in on the act.

Brands seize promotion opportunity 
during Brazil v Germany

TBO Newsletter 07:14

Scottish domain name 
goes live
Scotland has become the latest country to 
have its own TLD, following the launch of 
.uk in June.

Organisations including NHS Scotland and 
WWF Scotland, as well as campaigning  
groups Yes Scotland and Better Together, 
formed part of a ‘launch pioneer’ group for 
which the gTLD is available exclusively for 60 
days from July 15. Each of these organisations 
could go live with .scot immediately.

The TLD will be available to the general public 
from September 23 from the non-profit registry 
service Dot Scot.

The country’s First Minister, Alex Salmond, told 
the Dot Scot website that “the time is ripe for 
the worldwide family of Scots to have their own 
domain, reflecting an online community defined 
by a shared commitment to Scottish identity, 
culture and economic promotion”.

In June, Nominet launched the .uk country-code 
TLD to much fanfare, with television presenter 
Stephen Fry widely publicised as the first person 
to register an address using the suffix. A sign 
reading “welcometothe.uk” was displayed at 
Heathrow airport. 

UK IP adviser to retire
A member of the UK Parliament who serves as 
an IP adviser to Prime Minister David Cameron 
has announced he will not stand for re-election 
next year.

Mike Weatherley, MP for Hove and Portslade, 
who took office in 2010, has told Cameron 
he does not intend to stand but has hinted at 
continuing his work as an adviser on IP issues.

In the last few months, Weatherley has spoken 
out in support of securing funding for the Police 
Intellectual Property Crime Unit, a temporary 
police unit at the City of London Police set up to 
tackle IP crime.

In May, he released a report, Search Engines 
and Piracy, that said search engines should 
remove copyright-infringing websites from their 
listings if they have been blocked by a court 
order.

Weatherley said deciding not to stand had been 
an “exceptionally difficult” decision to make. But 
in a letter to Cameron, he said he was keen to 
continue his work on championing IP.

IN BRIEF

Three people in the UK have been fined more 
than £3,200 ($5,480) for selling counterfeit 
Pandora beads on eBay.

The three were sentenced in the town of 
Weymouth, Dorset, following an investigation 
by trading standards officers in the county.

In 2012 officers made test purchases of beads 
described as ‘Pandora’, a women’s jewellery 
brand based in Denmark. The products were 
each advertised at £11 ($19), about a third lower 
than the selling price of legitimate beads.

Searches on three properties in Dorchester 
later found nearly 150 beads, which were then 
verified as counterfeit by Pandora.

A number of different eBay accounts had been 
used to sell the fakes, and between October 2011 
and July 2013 the defendants had made around 
£45,000 ($77,100) combined.

All of the beads were sourced from internet sites 
based in China.

Neil Martin, principal trading standards 
officer for Dorset County Council, said: 
“People should always be cautious when 
buying items online. Generally if the price 
is too good to be true there is a reason for 
this. Not only do you run the risk of buying 
counterfeit goods but on occasions these can 
potentially be dangerous.”

Dorset County Council’s cabinet member for 

community services, Colin Jamieson, added: 
“These beads were not the real thing, and could 
have presented a health risk to some people. We 
have a duty to protect the public, and will always 
take action in these situations.”

Pandora, which designs, manufactures 
and markets “hand-finished and modern 
jewellery”, said counterfeiters continually try 
to exploit its brand.

“We safeguard our IP by all available means, 
including comprehensive global surveillance, 
registration and control programmes, so that 
you can remain confident that your Pandora 
product is authentic and lives up to our high 
quality standards,” said a statement on its 
website.

“We take serious action on a local level, as well 
as internationally, to stop counterfeiting of 
our products, and we strongly believe that our 
efforts will decrease the amount of infringers 
attempting to mislead you into believing that 
you are buying authentic Pandora jewellery,” 
it added.

In addition, almost all of the company’s jewellery 
is stamped with the mark ‘ALE’—which stands 
for Algot Enevoldsen, the father of Pandora 
founder Per Enevoldsen—to help consumers 
verify the authenticity of products.

The three defendants all pleaded guilty to selling 
counterfeit goods. n

Fake Pandora sellers fined in UK

Pandora strikes in counterfeit row
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Red Bull was among the first to mention the 
game and referenced its ‘Red Bull gives you 
wings’ slogan by tweeting “somebody give #BRA 
some wings”.

German car manufacturer Volkswagen 
referenced its World Cup themed advertising 
campaign for its Golf cars by tweeting: 
“#Gooolf #GER! Where are the Vuvuzelas 
when you need them?”, in reference to the 
celebratory plastic trumpets used in the 2010 
World Cup in South Africa. 

UK supermarket Tesco also used a play on 
words and tweeted: “Well, this is wurst case 
scenario for Brazil.”

Visa, an official partner of World Cup organiser 
FIFA, posted a picture of a shocked looking 
Brazilian fan with the word “stunned”.

It was not the first time brands had used World 
Cup events to their advantage.

Earlier in the tournament, TBO reported 
that McDonald’s, Mars and Listerine had all 
referenced Uruguayan striker Luis Suarez’s bite 

on an Italian player in a series of tweets.

During the game on July 8 Germany’s fifth 
goal, scored by Sami Khedira, resulted in the 
smashing of another Twitter record, helping 
the match peak at 580,166 tweets per minute.

By comparison, in 2012, Usain Bolt’s gold-
medal 200m sprint resulted in a peak of 
80,000 tweets per minute, while Barack 
Obama’s Democratic National Convention 
acceptance speech garnered 52,756 tweets 
per minute, Twitter said. n

TBO Newsletter 07:14

A US organisation that aims to increase 
awareness and understanding of law has urged 
Congress to continue its efforts to stamp 
out online piracy by suggesting it imposes a 
criminal penalty for enabling infringement.

In a white paper, the IP division at the 
American Bar Association (ABA), said 
creative industries are under threat from what 
it calls “predatory foreign websites”.

The paper, called A Call for Action for Online 
Piracy and Counterfeiting Legislation, says 
lawmakers should create civil and criminal 
penalties. 

It said that by creating penalties for “enabling 
infringement” it would “further dis-
incentivise” illegal conduct.

It also claimed effective means for right holders 
to enforce their IP online should be introduced.

The report said: “The growth of the internet 
has resulted in a dramatic rise in online piracy 
and counterfeiting, especially by large-scale 
commercial enterprises engaged in lucrative 
unauthorised businesses.” 

“The white paper stresses that new law in this 
area should permit US right holders to enforce 
existing rights and prevent the illegal use of 

their copyrighted works and trademarked 
brands regardless of whether the illegal 
conduct originates in the US or abroad,” the 
ABA said in a statement accompanying the 
paper’s release on July 7.

However, the white paper warned against 
expanding or contracting existing IP rights 
and restricting the growth of the internet. n 

US law organisation urges action on online piracy

Congress action on 
piracy demanded
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An IP industry association and the World 
Customs Organization (WCO) have joined 
forces to combat counterfeiting.

By signing a memorandum of understanding, 
the WCO and the International Trademark 
Association (INTA) will provide education and 
training for customs officials, and exchange 
information and best practices.

They will also seek to educate the public about 
the dangers of counterfeiting and its impact on 
the economy.

The voice of global customs, the WCO, which 
was interviewed by TBO’s sister publication 
WIPR last year, speaks for 179 administrations 
that process 98 percent of world trade. 

Although customs officials aim to stop fake 
goods at international borders, counterfeits 
still find their way onto the market and their 
distribution through online channels is a 
particular problem.

In total, INTA and the WCO claim, the trade of 
fake goods is set to exceed $650 billion annually, 
although such figures typically represent the 
real value of the goods, not the money lost to 
counterfeiting.

The memorandum was signed on July 14 by INTA 
chief executive Etienne Sanz de Acedo and WCO 
secretary general Kunio Mikuriya.

Sanz de Acedo said the deal formalises 
the excellent cooperation that has existed 

INTA and WCO to fight fakes together
between INTA and the WCO for many 
years.

“This agreement will go a long way to reinforce 
collaboration between government and the 
private sector in the battle against counterfeiting 
across the globe,” he said.

Mikuriya added: “Counterfeiting is a scourge 
which threatens consumer health and safety and 
is detrimental to the economic, social and fiscal 
interests, and the security, of states.

“To effectively fight against counterfeiting and 
piracy there is the need for strong partnerships 
between customs administrations and the 
private sector; this is why I am very pleased by 
the signing of this memorandum.” n
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Twitter removes World Cup 
images
Social media site Twitter has agreed 
to FIFA’s request to remove trademark 
infringing images.

FIFA, the organisers of this summer’s 
football World Cup, had sent Digital 
Millennium Copyright Act notices over six 
users’ unauthorised use of the official logo 
of the World Cup in their avatars.

The logo displays a golden hand wrapped 
around the World Cup trophy coloured in 
green with 2014 in red across the thumb. 
The words ‘FIFA World Cup’ and ‘Brasil’ 
appear under the image.

Twitter has since replaced the images with 
the standard egg design. Since the notices 
have been issued two of the users have 
deleted their profiles.

Twitter declined to comment on the report, 
stating that it “doesn’t comment on individual 
accounts”. At the time of writing, FIFA had not 
responded to a request for comment.

EU copyright laws “need 
updating” 
Copyright laws across the EU risk becoming 
irrelevant unless a single digital market is 
created, Neelie Kroes, vice-president of the 
European Commission responsible for the 
digital agenda, has warned.

Speaking at the University of Amsterdam, 
Kroes said “a sound EU copyright system ... 
should enable a digital single market”.

She gave numerous examples of the 
restrictions that the existing copyright 
framework put on teachers who may be afraid 
to share material online, or when consumers 
want to purchase films from other jurisdictions 
but find they are “geo-blocked”.

Kroes said: “Every day citizens here in the 
Netherlands and across the EU break the 
law just to do something commonplace,” 
concluding that “copyright risks becoming an 
irrelevance”.

“The internet gives enormous opportunities for 
artists and consumers. New ways to reward 
and recognise. New ways for audiences to 
appreciate getting what they want, when they 
want it.

“A good copyright system would help us 
achieve that. Today’s does not,” she added.

IN BRIEF

Music streaming website SoundCloud has 
responded to news that it has allowed Universal 
Music Group (UMG) to remove uploads at a whim 
if they are suspected of copyright infringement. 

In a statement, the Germany-based company said 
it was a “responsible hosting platform” that works 
hard to ensure to ensure everyone’s rights are 
respected.

“That means having processes in place to ensure 
that any content posted without authorisation is 
removed quickly and efficiently,” it said.

SoundCloud, which runs a similar platform to 
Myspace, allowing users to post their own creative 
works, has partnered with UMG to give power to 
right owners.

According to the TorrentFreak website, 
SoundCloud, when responding to a complaint 
from a UK DJ, admitted that UMG can now 
delete any and all SoundCloud tracks and uploads 
without oversight.

The user in question, called Mr Brainz, 
complained when he discovered his paid account 
had been terminated. Brainz used SoundCloud 
to post copies of his radio show but UMG took 

down the files, citing repeated infringements.

SoundCloud previously said it helps copyright 
holders by accepting takedown requests but the 
new partnership gives the power directly to UMG.

“If any user believes that content has been removed 
in error—for example, because they had the 
necessary permissions from Universal Music and/
or any other right holder—then they are free to 
dispute the takedown,” the SoundCloud statement 
added.

According to the 1709 Blog, which is dedicated to 
copyright news, the move could be detrimental to 
SoundCloud.

“Myspace’s demise can be partially traced back to 
the somewhat ridiculous move by owners News 
International to impose standard terms which 
meant that it ‘owned’ the recorded music placed 
on the then hugely successful platform by aspiring 
popsters,” the blog wrote.

“SoundCloud’s bland statement goes no way 
towards addressing what has been alleged—and 
nor has it done anything to stem the anger. If 
anything it has just provoked its own users even 
more,” it added. n

SoundCloud explains Universal partnership

Film director Lexi Alexander has criticised the 
criminalisation of unauthorised file-sharers, 
which she dubbed “pathetic”, in an interview 
with Scottish newspaper the  Daily Record.

Alexander, known for her films Green Street 
and Punisher: War Zone, slammed attempts 
by bodies such as the MPAA to combat piracy, 
and made a plea to the organisation to work 
with file-sharers.

“We need to stop looking at the file-sharing 
community with disgust and instead ask 
ourselves what we can learn from them,” she 
said. “The criminalisation of file-sharing is 
pathetic.”

She admitted to using torrent sites herself 
when she couldn’t find files she wanted on 
mainstream services.

In June Alexander disputed the MPAA’s claims 
about how much is lost to unauthorised file-
sharing, writing on her personal blog that 
“piracy has not been proven to hurt box-office 
numbers; on the contrary, several studies say it 
may have boosted the bottom line”.

At the end of the blog post Alexander appears 
in a photograph holding a note reading “free 
Peter Sunde now”. Peter Sunde, founder of 
The Pirate Bay, was jailed for eight months for 
a series of copyright violations committed by 
the site after evading arrest for two years. n

Hollywood director criticises 
criminalisation of file-sharing

Lexi Alexander speaks out
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Brand gTLDs increasingly 
trustworthy 
People are more likely to buy goods from 
a .brand gTLD than they were last year, 
a report by domain name registry Afilias 
has found.

Afilias sampled 3,469 internet users in 
the UK and US, following a similar survey 
last year.

Since 2013, Afilias found, the portion of 
respondents who would prefer to buy 
from ‘shop.adidas’ over ‘adidas.com/
shop’ has risen from 13 to 18 percent.

The data also show that 13 percent of 
people would feel that companies will 
be “behind the times” if they don’t use a 
.brand gTLD.

Roland LaPlante, chief marketing officer 
at Afilias, said: “Major global brands 
are now preparing to launch their own 
.brand domains in order to capitalise 
on the branding, security and customer 
experience advantages they will now 
have over competitors. 

“Brands without these advantages must 
prepare quickly for ICANN to open the 
next window, as consumers are showing 
an increasing willingness to accept and 
even trust these new addresses.”

Pirated video game 
leaked online days 
before official launch 
A video game publisher has reacted 
angrily after pirated copies of its 
forthcoming ‘shoot-em-up’ game Mortal 
Kombat 5 appeared online.

Gameloft launched a Facebook contest 
on July 18, offering winners the chance 
to play the game before it was officially 
released. However, the game was 
cracked and several pirated versions 
became available for download.

In response, Gameloft community 
manager Florian Weber said: “To anybody 
who got MC5 already, shame on you! We 
are making games for you and all you can 
do is pirate them?”

Gameloft said that since the breach it 
has turned on its anti-piracy systems and 
now all illegitimate users of a non-official 
version have been “incapacitated”.

IN BRIEF

Retailer IKEA has said it “deeply regrets” its IP 
tussle with a fan website and will seek to reach 
an agreement with the site’s owner.

In June TBO reported that the Swedish 
company had told the operator of 
ikeahackers.net to remove all advertising 
from the website, months after sending it a 
cease-and-desist letter alleging trademark 
infringement.

As a result, the owner, Jules Yap, said she was 
planning to move the site to another domain 
name after eight years at the address.

The website encourages people to share 
pictures of their modified or repurposed IKEA 
products, known as ‘hacks’, and is run by self-
confessed ‘crazy fan’ Yap.

Despite its earlier legal threats, IKEA now 
appears to have re-thought its position in 

the fight, with Yap saying that the retailer has 
contacted her to seek a “new way forward”.

According to Yap, IKEA said: “We want to 
clarify that we deeply regret the situation at 
hand with ikeahackers. It has of course never 
been our ambition to stop their webpage.

“On the contrary, we very much appreciate 
the interest in our products and the fact that 
there are people around the world that love 
our products as much as we do. We are now 
evaluating the situation, with the intention 
to try to find a solution that is good for all 
involved.”

Until a deal is reached, said Yap, she does not 
have to remove any of the ads. As for moving 
her website, she said: “It depends on the details 
of the new ‘solution’ and whether the terms are 
acceptable. If they are not, then the move may 
still happen.” n

IKEA seeks truce with ikeahackers.net

Nastraq, an online platform that matches 
buyers and sellers of music, videos and 
other creative works, has hired Kyle 
Robertson as an IP lawyer.

Robertson has previously worked as 
an attorney for companies including 
Facebook, Apple, Intel and Cisco.

He said: “Nastraq’s approach is powerful 
because dynamic pricing is fair to both 
consumers and artists. In the weeks to 
come, we will be releasing more details 
about the Nastraq API, which will enable 

Nastraq welcomes former Facebook 
lawyer on board

IKEA re-thinks trademark action

any programmer to integrate content 
streaming from Nastraq artists.”

Kamil Grzych, founder of Nastraq, said he 
and Robertson will continue to develop 
and safeguard the company’s IP.

“While other founders hoard equity, Sam 
[Senev] and I are very determined to 
bring the top minds from each related 
field because we know Nastraq is bigger 
than we are. It’s the future of how creative 
content will be monetised: music, videos, 
films, books and everything creative.” n
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A satirical website has refused to remove 
US law firm Jones Day’s trademark from its 
homepage despite the firm’s requests that it be 
taken down.

The website kevynorr.com, set up to satirise 
leading figures in the Detroit bankruptcy 
proceedings, features the Jones Day logo 
under the headline “Detroit’s Economic Coup 
D’etat brought to you by”.

Alongside the Jones Day logo are trademarks 
from Chase and Bank of America, which are 
also involved in the bankruptcy filing.

The domain holder said on June 23 that 
the First Amendment “fully protects the 
use of trademarked terms and logos in 

non-commercial websites that criticise and 
comment upon corporations and products”, 
before concluding that Jones Day “have no 
right to silence it”.

The law firm has not sued the site owners, 
but has threatened to do so in a letter it sent 
on June 10. It warned that “unauthorised and 
infringing use of Jones Day’s registered service 
marks ... constitutes, at a minimum service 
mark infringement, service mark dilution, and 
false description”.

Kevyn Orr began his term as emergency 
manager of Detroit in March 2013, after the 
city announced debts of $18 to $20 billion. 
In July, Orr recommended the city file for 

chapter 9 bankruptcy, the largest municipal 
bankruptcy filing in US history.

Before his appointment as emergency manager, 
Orr worked as a partner at Jones Day.

The domain holder, who called himself “Billy 
Bob”, said: “It’s essential that illegitimate power 
is exposed and I hope this is an electronic pie 
in the face of anyone who would create a better 
future for some, but not for all.

“I am willing to fight for my First Amendment 
rights in the event that Jones Day files suit,” he 
added.

At the time of writing Jones Day had not 
responded to a request for comment. n

Satirical website refuses to remove Jones Day logo

PIPCU claims another haul

A UK man has been arrested after he was 
caught selling hundreds of counterfeit 
brands valued at more than £25,000 
($42,500) online.

Detectives from the Police Intellectual 
Property Crime Unit (PIPCU) arrested the 
39-year-old on July 23 at his home in Leeds.

During a search of his property more than 
500 pieces of suspected counterfeit clothing, 
including Fred Perry polo shirts, were seized.

The man is believed to have been selling the 
fake goods in bulk at heavily discounted 
prices.

Man arrested after selling hundreds of counterfeit brands
He was taken to a local police station for 
questioning and was later released on bail.

Detective chief inspector Andy Fyfe, head of PIPCU, 
said the operation should “serve as a warning” to 
anyone thinking of dealing in counterfeit products.

“Whether it’s clothing, software or electrical 
goods, PIPCU is committed to combating 
criminals that gain financially from other 
people’s hard work,” Fyfe said.

PIPCU, based at the City of London Police, was 
launched in September last year and is being 
funded by the UK Intellectual Property Office 
until next year. n A
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Cosmetics company L’Oréal USA has 
admitted that adverts for its Lancôme 
Génifique and L’Oréal Paris Youth Code 
skincare products were deceptive.

The US Federal Trade Commission (FTC) 
had claimed L’Oréal made false and 
unsubstantiated claims that the products 
provided anti-ageing benefits by targeting 
users’ genes.

Using social media and the internet as 
well as traditional media outlets such as 
print and TV, L’Oréal claimed its Génifique 
products were “clinically proven to boost 
genes’ activity and stimulate the production 
of youth proteins”.

For its Youth Code products, the company 
touted a “new era of skincare: gene science”, 
and claimed consumers could “crack the code 
to younger acting skin”.

“It would be nice if cosmetics could alter our 
genes and turn back time,” said Jessica Rich, 
director of the FTC’s bureau of consumer 
protection, on June 30. “But L’Oréal couldn’t 
support these claims.”

Under the proposed settlement with the FTC, 
L’Oréal cannot claim that any Lancôme brand 
or L’Oréal Paris facial skincare product targets 
or boosts the activity of genes to make skin look 
or act younger, or respond five times faster to 
aggressors such as stress, fatigue and ageing.

L’Oréal rapped for deceptive anti-ageing ads That is unless the company has competent 
and reliable scientific evidence to substantiate 
such claims, the FTC said.

Claims that certain Lancôme brand and 
L’Oréal Paris products affect genes are also 
prohibited, unless they are supported by 
competent and reliable scientific evidence. 
L’Oréal is also barred from making claims 
about these products that misrepresent the 
results of any test or study.   

A description of the agreement is now 
available, with a public comment period 
open until July 30. The FTC will then decide 
whether to make the proposed order final.

In the US, L’Oréal sells Génifique products 
for $132 per container, while Youth Code 
goods are available at $25 each. n
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In 1996, author Geoff Ryman published 
what some describe as the first 
‘hypertext’ novel. Readers click on links 
and explore the book in a disjointed 

form. Published online, and still in the archaic 
hypertext format, the novel demonstrates 
just one of the possible ways that readers can 
engage with online content.

Ever since, digital channels have offered writers 
the chance to pursue unconventional means of 
getting their work to readers. E-books afford 
writers the chance to engage with their audience 
and develop a community, and have offered 
new literary experiences. Self-published e-book 
writers such as Hugh Howey and Barry Eisler 
have found success going it alone, reaching out to 
audiences and marketing their work in new ways. 
But e-books have also left writers vulnerable to 
piracy and forced publishers to come up with 
new solutions to tackle this problem.

Kerry Wilkinson, author of the Jessica Daniel 
series, started off self-publishing but then struck 
a deal with Pan Macmillan in 2012.

“Once I had finished writing Locked In [the first 
Jessica Daniel novel], I looked in to how a book 
traditionally ends up on shelves—through agents 
and publishers—and figured that the endless 
rounds of rejections wouldn’t be for me. I’m quite 
tech-savvy, so I did it myself.”

Wilkinson encountered problems with 
protecting his IP: “I was being pirated early on 
but didn’t worry about it. What was I going to 
do? I was a bloke on a sofa,” he says.

After striking the deal with Pan Macmillan, 
Wilkinson found that his publisher could 

help him to combat the pirating of his works. 
“Publishers are generally the ones who would 
look out for infringements ... they issue takedown 
notices to sites pirating my books.”

Nevertheless, he is resigned to the idea that 
piracy will always occur when writers publish 
their works online. 

“If people are going to pirate it, there’s not an 
awful lot that can be done,” he says.

“But most readers are decent people who 
prefer to pay for their entertainment as 
long as they don’t feel ripped off. Also, most 
people downloading books illegally are digital 
hoarders: they’ll never watch/read/consume 
half the stuff that are on hard drives. Game 
of Thrones is the most pirated TV show on 
earth—and that seems to get by.”

It may be a more productive strategy for publishers 
and writers who choose to self-publish to better 
engage with the file-sharing community by offering 
readers more for their money at a reasonable price. 
In a similar way, record companies sell music 
vinyls today with a download code for the songs, 
providing consumers with the works across all 
formats at a reasonable price.

Wilkinson says: “If you buy a paperback, are 
you buying the story within it or the physical 
book? I’d like to think that if you buy a book, 
you should have access to a physical version, 
an e-version and, perhaps, even an audio 
version, allowing you to consume the story in 
whichever way you see fit.”

For writers like Wilkinson who are still 
establishing their name in a competitive market 

Protecting the 
virtual bookshelf
E-books give writers the chance to find an 
audience but also leave them vulnerable to piracy, 
so publishers are coming up with new strategies 
to deal with the problem. TBO reports. 
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any kind of exposure can be seen as beneficial. 
The sharing of works, legally or illegally, can be 
part of the process of developing a new audience. 

He says: “If someone reads something they enjoy, 
they might decide to actually buy future titles. I 
think some of the annoyance consumers feel is 
that they’re not sure what buying a book entails.” 

Increasingly, new and established authors are 
required to be more involved with the marketing 
of their works in order to reduce the uncertainty 
felt by readers when purchasing a new text. 
Booker prize-nominated novelist David Mitchell 
has used Twitter to publish a short story online. 

Catherynne Valente was the first to take to 
crowdfunding to serialise her novel The Girl Who 
Circumnavigated Fairyland in a Ship of Her Own 
Making, asking readers to donate money in order 
to read the next chapter. Writers engage with their 
readership in ways not seen before and this has 
forced publishers to get creative in the way readers 
can access texts, but making sure the author’s IP is 
adequately protected is still important. 

Publishing is arguably dealing with what the 
music and film industry experienced at the 
turn of the 21st century. Just as Napster in 
1999, and later Megavideo in 2005, threatened 
to turn the music and film industries on their 
heads by offering new ways for consumers to 
access content, the release of the Kindle in 2007 
popularised reading works electronically. This 
inevitably led to works being shared via peer-to-
peer networking sites. 

The struggle that associations such as the 
Recording Industry Association of America 
had in targeting individual file-shares provides 
a blueprint for industries such as publishing to 
tackle the problem of piracy differently.

Tackling pirates
Technology company Digimarc Guardian 
offers a route to publishers to tackle infringers. 
Instead of pursuing individuals, Digimarc targets 
websites distributing pirated content and issues 
takedown notices to those running the website; 
this is so far the most popular tactic of combating 
online piracy for publishers. 

Digimarc later contacts the site’s advertisers who 
may be unaware of its illegal activities. If the 
website refuses to remove the content, Digimarc 
will contact the authorities in order to de-list the 
site from search engines.

It has been a popular solution—Digimarc counts 
Hachette, HarperCollins, Pan Macmillan, Simon 
& Schuster and Random House among its clients. 

The scheme so far seems to be working. 
RosettaBooks, an e-book publisher and one of 

Education, education, education
In the music industry, an alternative approach 
is proposed by Creative Content UK, a 
coalition of internet service providers (ISPs), 
the government and creative industries aimed 
to educate the public on the damage file-
sharing causes. As well as educating the public, 
Creative Content UK will issue notices to 
users informing them of whether the websites 
they are accessing content from are legitimate. 
These notices will then provide links to where 
users can access the same content legally.

Some are not convinced the scheme will work. 

Emma Roe, head of commercial IP at Cobbetts LLP, 
says: “They believe it is just a matter of education ...  
that if people realised how much money they were 
taking away from the owner of that content they 
wouldn’t necessarily download illegally. I’m not so 
sure people are actually convinced by that.

“The argument that educating the public is 
sufficient, is perhaps a little bit naive.” 

Ultimately, she says, file-sharers are motivated 
not by ignorance but by whether they get the 
value for their money. 

“I suppose the question is, do people care enough 
about the protection of those rights to say ‘I don’t 
mind paying a little bit; I just don’t want to be 
ripped off’.” 

Maybe one day the scheme will cover book 
piracy.

Working with consumer demands
Netflix and iTunes have been able to confront the 
market for pirating by offering affordable content 
on a subscription basis, and Kindle Unlimited is 
planning to do the same. 

Kindle Unlimited offers access to almost 600,000 
titles at $9.99 a month. By offering a subscription 
model, it allows readers to reduce the risk of 
spending money on an unknown work.

Publishers, however, have been reluctant to 
participate so far; the big publishing houses have 
made only a few of their works available.

A report from e-book platform Smashwords last 
year provided some positive news for publishers 
by concluding that readers are willing to pay for 
digital content as long as they feel they are not 
being swindled. It found that readers are willing 
to pay between $3 and $4 for published content, 
providing good opportunities for publishers to 
find models to monetise their content.

The report shows that attitudes to paying for 
digital content are perhaps changing, and this 
can provide optimism for publishers seeking 
to protect the copyright of their writers and to 
generate revenue online. 

E-books emerged much later than the 
digitalisation of music and films, so arguably a 
map has been drawn of how the market is likely 
to evolve, and what will be the best methods for 
writers and publishers to protect their works and 
generate good returns on their work.

Instead of confronting file-sharers aggressively, 
publishers may find that eliminating the 
incentive to share unauthorised content may 
bring future customers by popularising the use 
of legal channels. n

“As well as educating the 
public, Creative Content 
UK will issue notices to 
users informing them of 

whether the websites they 
are accessing content 
from are legitimate.”

Digimarc’s clients, reported that when its content 
is distributed without authorisation legal action 
is necessary in less than five percent of cases.

“The Digimarc Guardian programme focuses 
on a long-term, sustainable solution to digital 
piracy ... by providing consistent disincentives 
to illicit providers of digital content; costly legal 
action is needed only rarely,” said Yuri Burka, 
vice president of global business development 
at Digimarc Guardian in a press release last year 
discussing the relationship with RosettaBooks.
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A losing battle?

The tweet suggesting footballer 
Luis Suarez take a bite out of some 
Nando’s chicken. Activia and 
Shakira’s ‘La La La (Brazil 2014)’ 

collaboration on YouTube. The video of Brazil 
player Neymar listening to music through Beats 
by Dre headphones. 

Sponsors spent millions for the right to promote 
themselves alongside the World Cup in Brazil. 
But think of the digital media content put out 
by brands during the tournament and it’s not 
necessarily FIFA’s official partners that come 
to mind. Whether poking fun at the players, 
flying the flag or being pilloried for questionable 
tweets, non-sponsors were at the forefront. 

Research from Unruly Media suggests that 
seven out of ten of the most shared ‘World 
Cup’ adverts were for brands with no official 

Research suggests that seven out of ten of 
the most shared ‘World Cup’ adverts were 
for brands with no official relationship with 
the competition. So is the campaign against 
ambush marketing lost, at least when it 
comes to digital media? And what might 
that mean for the Glasgow Commonwealth 
Games? Dan Smith investigates.
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specific jurisdictions (such as Brazil), it is forced 
to rely on its trademark and other IP rights (and 
related rights in passing off or unfair competition) 
in order to crack down on unauthorised 
associations with the World Cup. In the UK and 
Europe, FIFA seeks to maximise the protection 
afforded to its official sponsors by maintaining 
a long list of trademark registrations, including 
‘World Cup’, ‘FIFA World Cup’, ‘World Cup 2014’, 
‘Brazil 2014’, the Brazil World Cup logo, etc. 

But it is relatively easy to avoid using a registered 
trademark, or misrepresenting an official 
partnership, while still creating an indirect link to 
an event—brands can promote generic football 
content or a relationship with a particular player or 
team, allowing the public to join the dots. 

Real-time marketing through digital media 
presents even more opportunities. There is no 
need to use a registered trademark, such as ‘FIFA 
World Cup’, in a social media post about Suarez 
biting another player. Since Twitter and Facebook 
were awash with comment on that incident, 
it would also have been difficult for FIFA to 
argue that a brand, purely by joining in with that 
conversation, was misrepresenting any kind of 
official partnership. 

As a condition of hosting the tournament, 
Brazil implemented specific legal controls on 
unauthorised associations with the World Cup, 
but elsewhere sponsors and non-sponsors were, in 
effect, operating on a near-level playing field when 

relationship with the competition. And 
yet, we have heard little (so far) of FIFA’s 
enforcement action. In fact, in many territories 
it was straightforward for marketers to join the 
conversation without infringing FIFA or its 
official partners’ rights.

What are the implications for the 
Commonwealth Games in Glasgow, which last 
from July 23 to August 3?

World Cup results
The 2010 World Cup in South Africa had its 
iconic ambush marketing moment: the group 
of women in orange, Bavaria Beer mini-dresses 
being ejected from Johannesburg’s Soccer City 
stadium. In 2014, it seemed a safe bet that the 
main battleground would be social media, 
and certainly brands were quick to exploit the 
opportunity. But we didn’t see a digital equivalent 
to the swift, ruthless and well-publicised 
action that FIFA took against the Bavaria Beer 
promotion team. 

Some limited steps were taken and publicised—
for example, FIFA approached Twitter with 
takedown notices after users infringed its 
copyright by using the World Cup logo as their 
avatars. It may also be the case that cease-and-
desist letters were sent, but any news has not 
leaked. But there was little to seriously deter non-
sponsors’ digital marketing teams. Why?

A key issue for FIFA is that outside of certain 

it came to their digital marketing. Non-sponsors 
may even have had the advantage, given that 
they did not need to work through any of FIFA’s 
approval processes. What cut through the chatter 
on Suarez or Germany’s 7–1 thrashing of Brazil 
were the most timely and the funniest reactions, 
not necessarily the ‘official’ comments.

Even when non-sponsor brands did appear to 
overstep the mark, perhaps through an unwise 
choice of hashtag, such as ‘#worldcup2014’, they 
did not seem to suffer any adverse consequences 
as a result. In social media, then, this year’s World 
Cup felt like a watershed for ambush marketers.

The friendly games
Non-sponsors may well have been inspired 
by the success of their World Cup campaigns 
to try something similar with the Glasgow 
Commonwealth Games. However, in the UK 
any brand looking to secure a marketing boost 
from an unofficial association will need to bear 
in mind the additional weapons the Games’ 
organisers have in their armoury. 

Like FIFA in Brazil, but unlike FIFA in the 
UK and Europe, the Commonwealth Games 
organising committee can rely on legislation that 
provides special protections for the event. These 
protections extend significantly beyond those 
provided by the usual IP rights. For example, the 
‘Glasgow Commonwealth Games association 
right’ prevents anyone from creating, in the 
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course of business, an unauthorised association 
with the Glasgow Commonwealth Games. This 
right, and the other protections afforded to Glasgow 
2014 (including restrictions on advertising in 
the vicinity of venues and ticketing offences), are 
modelled very closely on the protections put in 
place for the London 2012 Olympic Games.

Guidance suggests that certain combinations 
of the words ‘Games’, ‘2014’, ‘Glasgow’, ‘medals’, 
‘sponsors’, ‘gold’, ‘silver’ and ‘bronze’ are likely 
to amount to an association that infringes the 
association right. However, this is not an exhaustive 
list and it is easy to imagine the organisers looking 
to take enforcement action against a much 
broader range of associations—references to 
Commonwealth Games events and athletes are 
likely to be particularly risky. Where brands have an 
endorsement relationship with an athlete, they will 
also be affected by restrictions in the athlete’s entry 
conditions. These prevent athletes from allowing 
the use of their images and names for commercial 
purposes during the Games, without permission.

Of course, Glasgow 2014 and its sponsors do 
not have exclusive rights to Scottishness or 
sport. And experience suggests that creative 
marketers will find a way to work round the 
rules. After all, non-sponsors were able to 
secure marketing benefits from the London 
Olympic Games despite the near identical 
restrictions, by developing generic British or 
sporting themes or drawing in the Queen’s 

Diamond Jubilee for a summer-long appeal to 
national pride.

What is certain, however, is that there is a need 
for care in putting together campaigns inspired 
by Glasgow 2014 and marketers should expect the 
freedoms they may have enjoyed with the World 
Cup, in social media in particular, to be curtailed. 
Real-time marketing focusing on a particular 
Commonwealth Games moment is likely to be 
significantly riskier—the organisers may well 
allege that a comment on a particular result or 
event amounts to an unauthorised association. 

Non-sponsor brands will need to brief their digital 
marketing teams and agencies accordingly—it 
is all too easy to imagine an ill-thought out tweet 
(or retweet) undermining an otherwise carefully 
managed marketing strategy. Brands that fail 
to take the necessary precautions may find the 
‘friendly Games’ is not quite so friendly after all. 

A battle too far? 
It would be dangerous to conclude that major 
event organisers have given up the fight when 
it comes to ambush marketing in social media. 
Certainly the prevalence of digital ‘World Cup’ 
campaigns from non-sponsors based outside 
Brazil does not necessarily provide clear pointers 
for host countries with event-specific legislation in 
place (such as the UK in relation to Glasgow 2014). 

Event organisers have, in the past, shown a 
willingness to crack down on brand activity 

in social media. For example, when Zippo 
noticed the Winter Olympic torch being re-lit 
with a Zippo lighter and promoted a photo 
of the moment on its Facebook page, with 
the comment “Zippo saves the Olympics”, the 
International Olympic Committee was quick to 
come down hard. Similarly, it is hard to imagine 
that the Commonwealth Games organisers 
will allow commercial entities to freely adopt a 
registered trademark, such as ‘Glasgow 2014’, as 
a social media hashtag.

So the battle is not lost, but there is a question mark 
over organisers’ will, and resources, to deal with the 
sheer volume of ambush marketing issues that can 
arise in a social media context. In practice, they will 
not be able to act against every problematic Twitter 
or Facebook post. For that reason, official sponsors 
cannot assume that the field will be entirely clear 
for their marketing. To succeed, they need to draw 
on the exclusive content they can access via official 
channels, and to ensure rapid turnarounds for 
approvals, to create the most striking and timely 
digital campaigns. 

If they don’t they may find, despite their 
investment, that it’s their competitors who make 
it to the top of the virtual podium. n 

Dan Smith is director and head of advertising  
and marketing law at Wragge Lawrence  
Graham & Co. He can be contacted at:  
dan.smith@wragge-law.com or on Twitter at @
AdLawUK

“It is hard to imagine 
that the Commonwealth 

Games organisers 
will allow commercial 
entities to freely adopt 

a registered trademark, 
such as ‘Glasgow 
2014’, as a social 
media hashtag.”
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A growing number of companies are battling counterfeiting 
by educating their customers on fake goods and the 
dangers they could bring, as Stuart Fuller explains. 

Turning buyers into allies
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“Technology has 
made the ease, speed 
and cost of setting up 
online sales channels 

easier than ever.”
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Every day in some of the world’s 
busiest ports, customs officials try 
to stop thousands of counterfeit 
items entering legitimate global 

markets. The value of goods confiscated after 
raids and seizures by the authorities continues 
to rise, topping $1.26 billion at the end of 
2012, but this is just the tip of the iceberg. 

In June 2014, thanks to a tip-off, authorities 
in Scotland seized more than £2 million ($3.4 
million) worth of pirated DVDs and fake 
watches. It was a significant find but one that 
barely scratches the surface of the problem. If 
the sheer number of unidentified shipments 
wasn’t enough of a major headache for the 
authorities and brand owners, the online 
marketplace for infringement, counterfeits 
and digital piracy continues to grow at an 
alarming rate. 

The number of websites detected promoting 
and selling counterfeit goods is actually falling 
in real terms, as many rogue traders simply 
replicate content across a huge number of 
websites to reduce the risk that one of their 
sites will be taken down.

Technology has made the ease, speed and 
cost of setting up online sales channels 
easier than ever. With some basic web 
development skills, a copycat website can be 
set up within an hour to offer fake products. 
Add a cheap domain name, which features 
the brand name or a close misspelling of 
it, and you have created a portal that can 
trick consumers into believing they have 
stumbled upon a real sales outlet.  

Even with advanced domain name monitoring 
capabilities, it can still be a minimum of 24 
hours before such infringing websites are 
discovered, by which time the counterfeiters 
could have made thousands of dollars.

Fight the good fight
Major brands have developed strategies 
to combat these threats over a number of 
years. A domain name strategy has allowed 
them to register defensively in the key top-
level domains (TLDs) that could be used for 
mischievous purposes. But recent changes to 
the domain name world have meant that all 
brand owners need to rethink that strategy. 
The launch of up to 600 new publicly-available 
generic TLDs in the next two years brings 
some fantastic opportunities that have never 
existed before for many brands. However, 
there are some major risks which, if ignored, 

could multiply the problem of counterfeiting 
and brand infringement.

Luxury brands, for instance, will need a strategy 
for protecting their online reputation, web 
traffic, customers and, of course, ultimately 
revenues when TLDs such as .cheap, .discount 
and .bargain launch this year. While they 
will not want to use these domain names 
proactively themselves, as they may be seen as 
devaluing their luxury status, brands certainly 
do not want to see the domains being used by 
third parties. Fortunately, a number of rights 
protection mechanisms are available to brand 
owners that mean if they are taking the threat of 
domain infringement seriously, they can cost-
effectively protect their IP within the expansion 
of the internet.

The source of the majority of counterfeit products 
is still China, thanks to plentiful cheap labour 
and huge manufacturing capabilities. One simple 
search on Chinese marketplace sites such as 
Taobao and Alibaba for any major product will 
reveal the extent of the problem brand owners 
face. Hundreds, if not thousands, of listings can be 
found in quantities from single units to containers 
full of the product, ready for shipping to the 
four corners of the globe. However, in the next 
few years the growth of the counterfeit market 
will undoubtedly spread to India, some areas of 
Africa and even South America. This means more 
headaches for those involved in enforcement both 
online and offline.

While online brand detection and protection 
capabilities are constantly being improved, 
with many companies outsourcing this task to 
specialist companies such as NetNames, the 
low barriers to entry mean that the number 
of counterfeiters entering the black market 
continues to rise. Part of the problem is driven 
by consumer behaviour—we want to be seen 
with luxury products but want to pay pound-
shop prices. 

But these cheap counterfeits are not the worrying 
trend for brand owners. After all, few consumers 
will believe that a £1,000 ($1,700) watch can be 
sold legitimately at £10. The real problem occurs 
when those products cost £900 ($1,500)—
consumers in this case will simply think they have 
grabbed a bargain rather than a fake. 

Brand ambassadors
Many major brands now realise that trying 
to fight the counterfeiters is a battle they will 
never completely win. While investing in a 
brand protection strategy is important to try 

to keep themselves one step ahead of the 
rogue traders, brands should not neglect the 
idea of educating their customers as well as 
asking them to act as remote eyes and ears. 
By educating their consumers on counterfeit 
goods and the dangers they bring, some 
brands are hoping to increase the intrinsic 
value these ‘brand ambassadors’ can deliver. 

In the US, electronic consumable brands 
including Canon, Lifeproof and Griffin 
Technology have set up dedicated webpages to 
help customers determine whether a product 
they have bought is a fake (and also giving them 
a mechanism to report where they bought 
those products to help them find the source of 
the problems). Apple has recently joined the 
growing band of companies that have taken 
the step of educating customers, highlighting 
some of the issues that could occur by using 
unlicensed and counterfeit products.  

The market these companies operate in is 
one of the most infringed (second only to 
pharmaceuticals) and fakes are estimated 
to cost these brand owners more than $169 
billion per annum globally. That is a huge 
amount of potential lost revenue. It would be 
foolhardy to suggest that every counterfeit sale 
directly replaces a sale of a real product—but 
there will still be a significant number of sales 
that are made in good faith.

While the battle against counterfeiters will 
continue across the globe, both in terms of 
online and physical detection, the policy of 
educating customers can be a cost-effective 
way for brand owners to bolster their brand 
protection strategies. Only time will tell if a 
consumer revolution, putting legitimacy over 
cost, will be successful but it is certainly an 
approach that could be another weapon in the 
armoury against the infringers. n 

Stuart Fuller is director of communications 
at NetNames. He can be contacted at:  
stuart.fuller@netnames.com
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