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Good karma
Crowdfunding is an excellent way for a small company to raise the cash needed
to kick-start its business, enter the global market and commercialise its brand or
product. But early exposure of its idea can leave a start-up vulnerable to copycats,
and in many cases they don’t know anything about IP anyway.
This is where KarmaKrowd comes in. Co-founded by former Pfizer lawyer Cindy
Summerfield, the online platform is one of the first to offer IP advice and assistance
to project managers while simultaneously helping them to launch their products.
After registering a trademark, KarmaKrowd helps a client to market and develop
its brand.Summerfield tells us why there is a gap in the market for KarmaKrowd,
and how the model works.
Elsewhere, we hear about the first Russian case to decide that using a trademark
as an advertising keyword can constitute IP infringement. Igor Motsnyi, partner at
Motsnyi Legal Services, notes that several other jurisdictions have considered the
question but that none has found a clear answer so far.
In the US, the Food and Drug Administration in April closed a three-month
comment period on its proposed guidance on advertising pharmaceutical products
on social media. A block on fake profile pages is one of many proposals, which
marketing teams across the industry will need a copy of when they’re finalised.
To delve into the details, we have Brett Heavner and Brian Westley of Finnegan,
Henderson, Farabow, Garrett & Dunner, LLP on hand.
Along with a host of news stories, we have completed this month’s newsletter by
picking the highlights from INTA’s annual meeting in Hong Kong, from May 10 to
14. The first such event to be held outside the US, it was a special occasion, and big
brands turned up in force.
As we report, Pinterest, CBS and Visa International were just some of the companies
providing advice on brand promotion and protection.
Ed Conlon, Editor
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IP claims threaten Facebook’s Oculus deal
The social network agreed to acquire Oculus
in March, with the deal expected to close
imminently.
Led by the Oculus Rift headset, the company’s
products allow people to enter an immersive
computer-generated environment such as a
computer game or a movie scene.
But ZeniMax Media, a video game publisher
based in Washington, DC, has claimed that it
owns the IP rights contained in the Rift headset.
The company also alleges that the disputed
technology was improperly taken from
ZeniMax to Oculus by an employee named
John Carmack, who joined Oculus last August.
According to The Wall Street Journal (WSJ), which
published the allegations, in recent weeks lawyers
representing ZeniMax have sent two letters each to
Facebook and Oculus about the claims.
WSJ reports that ZeniMax believes the
technology “propelled Oculus from a shoestring
start-up to technology’s big leagues in less than
two years”.

IN BRIEF

WIPR contacted ZeniMax to ask for more
information about the technology and to clarify
which aspect of IP it is protected by, but had
not received a response at the time of writing.

Luxury gTLD launch
completed
The .luxury generic top-level domain
(gTLD) has become generally available
after completing its sunrise and landrush
periods.

In a statement provided to WSJ, an Oculus
spokesman rejected ZeniMax’s allegations.
“It’s unfortunate, but when there’s this type of
transaction, people come out of the woodwork
with ridiculous and absurd claims. We intend
to vigorously defend Oculus and its investors
to the fullest extent.”

Opened on May 19, the general availability
stage allows anyone to register a .luxury
address on a first-come, first-served basis.
The .luxury operator said more than 600
brands, including Chanel, Versace and
Gucci, registered in the sunrise period,
making it the most successful new gTLD
sunrise so far.

After announcing the deal on Facebook earlier
this year, the company’s chief executive Mark
Zuckerberg said Oculus’s technology “opens
up the possibility of completely new kinds of
experiences”.

Aimed at luxury brands, the gTLD will
“quickly become the destination for
luxury online”, said Monica Kirchner, chief
executive of .luxury.

Outlining his plans for the new acquisition, which
will operate independently within Facebook,
Zuckerberg said gaming is “just the start”.
“After games, we’re going to make Oculus a
platform for many other experiences. Imagine
enjoying a courtside seat at a game, studying in
a classroom of students and teachers all over the
world or consulting with a doctor face-to-face,
just by putting on goggles in your home.” n

.luxury hits the market

Amazon gTLD hit by killer blow

In a ruling on May 16, the New gTLD Program
Committee (NGPC) backed the Governmental
Advisory Committee (GAC), which filed a
consensus objection to .amazon in July last year.
The GAC asked ICANN to reject the domain
based on objections from Brazil and Peru,
which share the Amazon region.
They said that handing the domain to a
private company would prevent its use for
the purposes of “public interest related to the
protection, promotion and awareness-raising
on issues related to the Amazon biome”.
However, the GAC’s reasons for its decision
last year were not published, meaning the
NGPC had to base its own ruling on those
public objections, as well as third-party
legal analysis and correspondence between
Amazon and the governments.

As part of a proposed settlement, Amazon
offered to limit the registration of culturallysensitive terms such as ‘Amazonia’, ‘Amazonas’,
and ‘Amazonica’ to the governments of South
American countries including Brazil and Peru.

The legal analysis found that there is no
law obliging ICANN to accept or reject the
application, while recent letters from the
Brazilian and Peruvian governments reiterated
their objections and again called for .amazon to
be rejected.

But after assessing all the evidence, the NGPC
sided with the GAC, and its decision also applies
to the .amazon bids in Chinese and Japanese.

Amazon, in a letter sent to ICANN in April, said
it had followed the gTLD application procedures
correctly and had the right to use its trademark
in a “lawful manner”.

The ruling comes despite Amazon’s triumphing
over an objection to the application in January.
ICANN’s independent objector, Alain
Pellet, complained about .amazon based on
“substantial opposition” from the Amazon
region, but the International Chamber of
Commerce said there were “justifiable doubts”
about his independence.

The letter also showed that Amazon has tried
to negotiate with the Brazilian and Peruvian
governments, which first officially objected to
the domain in November 2012, but that the talks
had reached an impasse.
No joy for
Amazon
OLLYY / SHUTTERSTOCK

ICANN has finally killed off the .amazon
generic top-level domain (gTLD), ten months
after its government committee urged that the
application be rejected.

ANGELO GIAMPICCOLO / SHUTTERSTOCK

Facebook’s $2 billion acquisition of a company
that makes virtual reality technology is
potentially at risk after claims of IP infringement.
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According to the NGPC, its decision is
“without prejudice to the continuing efforts” by
Amazon and the GAC to “pursue dialogue on
the relevant issues”.
If talks between the parties do not resume,
however, Amazon could file a request with
ICANN to review the decision, or take legal
action. n
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IN BRIEF
ICANN seeks help with
Whois system
ICANN is seeking assistance to develop its
system for identifying who owns a domain.
The organisation is asking “one or more
providers” to help with the “development,
operation and maintenance” of the Whois
Online Accuracy Reporting System (ARS).
In a statement released on May 19,
ICANN says it is wants proposals from
vendors or service providers that can
perform “one or more” of the functions of
the ARS.

ALEXANDER SUPERTRAMP / SHUTTERSTOCK

According to ICANN, the ARS will:
proactively identify potentially inaccurate
gTLD Whois contact data through random
sampling; forward potentially inaccurate
records to registrars for investigation;
and follow-up and report on the resulting
actions.

EU court deems ‘Asos’ and ‘Assos’
confusingly similar
Online retailer Asos has failed to persuade a
court that it should be allowed to trademark its
brand name in the EU.
In the latest round of the company’s longrunning dispute with Assos, a manufacturer of
cycling clothes, the General Court said the ‘Asos’
application was correctly rejected in 2011.
Asos applied for the Community mark in
2005, seeking to protect it under Classes 3, 18,
25 and 35.
A year later, however, Assos filed an objection
at the Office for Harmonization in the Internal
Market (OHIM) based on its earlier ‘Assos’ mark,
which covered Classes 3, 12 and 25.
An OHIM opposition board upheld the
opposition in 2010 after finding that there was a
likelihood of confusion between the two marks.
On appeal by Asos, a year later OHIM’s fourth
board of appeal found that the two marks—their
parts covering Classes 3, 25 and 35, which were
deemed similar or identical—were likely to cause
confusion.
The board also rejected Asos’s claim that the rival
marks had co-existed peacefully in the EU.
At the General Court, which ruled on the dispute
on April 29, Asos argued that the OHIM board
of appeal incorrectly assessed the conceptual
meaning of ‘Asos’.

Who’s who?

TMCH launches ‘ongoing
notifications’ service
The Trademark Clearinghouse (TMCH)
has begun notifying right holders about
suspected cybersquatting for an indefinite
period.
For 90 days after the launch of each
new gTLD, the TMCH warns registrants
that they might be cybersquatting if they
register a domain matching a TMCH mark.
If the domain is registered, the right holder
is told; to date 43,253 notifications have
been sent to IP owners.
Under the ‘ongoing notifications’ service,
the TMCH is now extending the service for
right holders indefinitely, although it applies
only to gTLDs that have been available for
90 days. These include addresses such as
.guru and .clothing.

It said a significant portion of the ‘relevant public’
perceive the mark as the acronym for ‘as seen on
screen’, on the grounds that it is the UK’s largest
independent fashion and beauty online retailer
and achieves “extremely high sales” in the EU.
But while the court said “one portion” of the
English-speaking public will perceive the mark
as that acronym, the other portion will not.

As seen on screen

Additionally, it said, the ‘relevant public’ does not
consist solely of an English-speaking population.
Asos had also argued that the OHIM board
disregarded evidence about the two marks’
peaceful existence in 18 member states.
But the OHIM appeal board had rejected two
declarations from Asos’s legal department
backing that claim, because the department did
not provide any independent evidence.
“That finding must be upheld,” said the court,
adding that Asos had provided evidence relating
only to the trademark itself—and not to the way
in which the public perceives it.
Lastly, the court explained, Asos acknowledged
that its rival opposed the ‘Asos’ trademark in the
UK and that the online retailer subsequently
withdrew its application. That dispute is
continuing. n

PIPCU suspends 2,500 counterfeit
sites in eight months
The UK’s IP police team has suspended
more than 2,000 websites selling counterfeit
goods since its launch eight months ago, the
organisation says.
Websites offering fake Abercrombie, Hollister
and Jack Wills clothing as well as various Gucci
items and Thomas Sabo jewellery were among
2,500 suspended domains since September 2013.

www.trademarksandbrandsonline.com

The websites were targeted as part of the Police
IP Crime Unit’s (PIPCU) Operation Ashiko,
in which it has collaborated with brands and
domain name registries including the .uk
registry Nominet.
Funded by the UK Intellectual Property Office,
PIPCU launched in September 2013.
The police team’s head, Andy Fyfe, said the

PICTURESWILD / SHUTTERSTOCK
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Irish whiskey company in Bacardi trademark row
The maker of The Wild Geese Irish whiskey
brand has launched a campaign against drinks
maker Bacardi that claims the company’s new
marketing campaign is infringing its trademark.
Avalon Group says Bacardi’s ‘Untameable’
marketing campaign is a “cut and paste job” of
its ‘Untamed’ trademark.
The Untamed brand tells the story of the
‘wild geese’, the name apparently given to the
Irish diaspora. Avalon said ‘Untamed’ has
been trademarked around the world since
2009, including in the US, to protect whiskey
and rum products.
In November 2013 Bacardi, famed for its
white rum, launched a worldwide advertising
campaign called ‘Bacardi Untameable’.

Bacardi says the campaign tells the story of the
allegedly “untameable” Bacardi family facing
adversity in exile.

all entrepreneurs are in danger of having
their IP—their trademark, their brand,
their identity—taken from them by big
companies,” it added.

In response, Avalon has created a website where
it criticises the campaign and has also filed an
opposition at the US Patent and Trademark Office
to Bacardi’s attempt to register ‘Untameable’ as a
trademark.

Andre Levy, chair of Avalon distributor Protégé
International, said taking Bacardi to court
would have cost time and money.
“We want to make a difference and highlight
what is happening all the time and come up
with a creative solution that will actually stop
this,” Levy told The Spirits Business website.
“That’s what we’re trying to do with the
campaign.”

“Bacardi seems to feel that by placing its brand
name in front of your trademark, it can then
take ownership of your identity,” the campaign
website said.
“Through its actions, it is clear that the Bacardi
family believes it can outspend and outlast The
Wild Geese. It has picked on the wrong company.

Bacardi did not respond to a request for
comment. n

“If Bacardi’s tactics are allowed to stand,

Satirists refuse to hand over Google parody site

The google-nest.org address, registered
by the Peng Collective, displayed a list of
products including ‘Google Bee’ (personal
drones), ‘Google Bye’ (an online profile for
the afterlife) and ‘Google Hug’ (location-based
crowdsourced hug matching).
Two of its members went to the technology
conference, Re:publica, in Berlin in May and
purported to be Google employees launching
the products.
To help engineer the hoax, three German
politicians reacted against Google Nest in
the media, and on its first say #googlenest
trended in Germany for five hours on

Twitter while the site received more than
35,000 hits.
But after Google demanded that Peng revise
and remove the site, the Electronic Frontier
Foundation (EFF) has stepped in on the
group’s behalf, writing to the search company
to express “dismay” about its demands.
“The site is pure political commentary,” says the
letter, dated May 16. “US authorities consistently
support the basic notion that trademark law
does not reach, much less prohibit, this kind
of speech regarding a matter of substantial
political concern,” it adds.
The letter claims that Peng’s parodying of
Google is protected by the fair use doctrine,
that internet users would recognise this, and
that the site is a non-commercial operation.
But because Peng feels confident it has raised

suspensions were “further evidence” of its
commitment to clamp down on IP crime.

protection as well as protection of the UK

Fyfe added: “Behind many of these websites
lies an organised crime gang funnelling off the
money spent by unsuspecting customers on
what they think are quality products.”

PIPCU’s funding is due to expire in 2015 but in

Daniela Süss, brand protection manager at
Thomas Sabo, said it was “excited” about the
work PIPCU is doing in the UK.
“This initiative sets a massive strike against
fraudulent sellers and ensures consumer

enough awareness about Google’s privacy policies,
the letter says, the group has revised the site to
discuss the parody, instead of listing the products.
The group will not, however, transfer the domain
name to Google, the letter adds, because the
revision has “largely met your demands” and
it is “important for internet users to have a full
document of the hoax and Google’s response, and
that such documentation be housed in the most
logical place, ie, at the existing domain name”.
It was written and signed by the EFF’s IP
director Corynne McSherry.
On google-nest.org, Peng has documented
its story and posted the following message:
“We hope this will remain a parody and not
become reality.”
A Google spokesman said the company does
not comment on legal proceedings. n

economy itself,” Süss added.
April TBO reported that Mike Weatherley, a
member of the UK government and an IP adviser
to Prime Minister David Cameron, had called for
it to be made permanent.
The unit has previously carried out raids
that resulted in several arrests for copyright
infringement and selling counterfeit goods.n

www.trademarksandbrandsonline.com

Police raid
counterfeiters
STUART MILES / SHUTTERSTOCK

A group of German political activists has
refused to take down a website on which it
publicised several fake Google products in
order to parody the company’s privacy policy.
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NetNames buys Web IP,
enters Australia
Brand protection specialist NetNames
has acquired Web IP, a domain name
management company based in Australia.
Web IP’s co-founders Tyron Ball and Ed
Seaford will continue to lead the business
under the NetNames brand.
Commenting on the deal, Ball said: “This
is a very exciting opportunity for the
Australian market. Our clients will now have
access to comprehensive brand protection
services.”
The purchase price was not disclosed.
NetNames now Down Under

TBO Newsletter 05:14

ICANN kicks off discussion on
boosting accountability
Domain name system overseer ICANN is seeking
public comments on how it might enhance its
accountability.
In the wake of the US government’s decision to
walk away from its contract with ICANN, the
organisation wants to assess its accountability
internally.
To do this, ICANN opened a comment period,
running from May 6 to 27, during which members
of the public could submit their thoughts.
While this process ran in parallel with ICANN’s
attempt to replace the US on the so-called IANA
contract, which allows the government to oversee
ICANN, it is separate.
In a blog post Steve Crocker, who chairs the
ICANN board, said both processes are “top
priorities for the board and me”.

The US government has asked ICANN to find
a replacement for it, but has stated that it will
not allow governments or inter-governmental
organisations to take over.
Croker continued: “Though open to all, the
accountability process will take place mainly
within the ICANN community, whereas the
process on the transition of the IANA stewardship
will occur across multiple fora.
“These developments come at a critical juncture
as the discussion on the evolution of the internet
governance ecosystem has gained considerable
momentum. More importantly, the global
multistakeholder community has signalled its
readiness to engage in inclusive, collaborative
decision-making processes to achieve tangible
results.” n

ANTON BALAZH / SHUTTERSTOCK

“More generally, the process will examine what
new or enhanced accountability mechanisms
will be necessary in the absence of ICANN’s
historical contractual relationship to the US
government,” he said.

ICANN wants your thoughts

Ai Weiwei claims futuristic film misused his copyright
Chinese artist Ai Weiwei has written to the
director of a crowdfunded film to claim that
his name and image have been misused
during its production.
The claims, laid out in a letter to film director
Jason Wishnow, focus on The Sandstorm, an
independent science fiction film that has
been seeking funds on Kickstarter.
Ai played a short role in the 10-minute
movie, a depiction of a futuristic China,
but said he did not consent to the use of his
name and image to promote it.
He also claimed that despite playing only
a minor role, he has been advertised as the
film’s star.
“Ai Weiwei considers that you have not only
misled him in this regard [name and image],
but are also potentially deceiving providers

of funds to your project as to the extent
of Ai Weiwei’s involvement in the project,
potentially implicating Ai Weiwei in your
deception without his knowledge or consent,”
said the letter, sent on Ai’s behalf on April 23.
The letter, published by the Associated
Press (AP) news agency on April 29, urged
Wishnow to remove the project from
Kickstarter, where it has reportedly raised
more than $60,000 to date.
Ai representative Darryl Leung told AP that
no response had been received from Wishnow
so far.
On Kickstarter, however, a message says that
the film is the “subject of an IP dispute and is
currently unavailable”.
The notice states: “Moving images, still images
and text using Mr Ai Weiwei’s name and

www.trademarksandbrandsonline.com

image for the purposes of raising funds and
conducting a trade … This constitutes use for
the purpose of trade of the name and image
of Mr Ai Weiwei without Mr Ai Weiwei’s
written consent, constituting an infringement
of the New York Civil Rights code and other
state and federal laws.”
According to the notice, photos taken by Ai
were also picked from his Instagram account
and reproduced on Kickstarter without his
permission.
“This constitutes a breach of Mr Ai Weiwei’s
copyright in respect of these images,” the
notice says.
Ai is known for his work as a sculptor, designer
and documentary maker, often criticising the
Chinese authorities. n

ANDRESR / SHUTTERSTOCK

Explaining more about the internal accountability
drive, Crocker said ICANN will “take an inventory”
of its existing accountability mechanisms, such
as the Affirmation of Commitments, examine
whether and how they should be strengthened,
and explore the needs for new mechanisms.
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AXA launches first .brand gTLD site

ICANN invites applications
for GNSO review

Insurance company AXA has become the
first company to launch a branded gTLD in
English.

ICANN is seeking a provider to
independently review the Generic Names
Supporting Organisation (GNSO), the
policy-making body for gTLDs.

Found at www.domains.axa, the home page
includes information on the company’s Whois
service and the .axa policy rules.
The gTLD is restricted to the AXA insurance
group and its affiliates.

Although the GNSO is reviewed
periodically, ICANN said the latest
assessment is of “critical importance” to
its community because of the increase
in gTLDs.

AXA is based in more than 50 countries,
employing nearly 160,000 people. The
company is split into three major business
lines: property-casualty insurance, life and
savings, and asset management.

ICANN wants a “qualified provider” to start
the six-month review by July 1, 2014.

Tech company Samsung and Chinese Bank
CITIC have already bagged their .brand gTLDs
in non-Latin scripts, while Monash University in
Australia has been delegated its .monash domain,
but the .axa site is the first .brand address on
which content has been published.

Proposals were to be submitted to ICANN
by May 13, with presentations to follow
later in the month. A final report is due in
January 2015.

On the site, AXA said that when “you visit a
website with an internet address ending with
.axa, you can be certain that it’s authorised by
AXA and overseen by us”.
“If you are an AXA entity interested in
registering a .axa domain name, please contact
the AXA web presence team,” it added.
Josh Bourne, managing partner of brand
consultant Fairwinds Partners, said AXA’s new
address represents a “watershed moment” for
.brand applicants.
“AXA emphasises that authenticity and trust
are central to the purpose of its new gTLD,
echoing the goals of many .brand applicants”,
he added.
In 2013, AXA reported revenues of €91,249
million ($126,268 million). n

Megashare file-sharing site set to close
ASLYSUN / SHUTTERSTOCK

GNSO awaits critical review

Capitalised brand
names more recognisable,
says study
Researchers at a Spanish university have
found that people recognise brand names
written in capital letters more quickly than
those in lower case.
A team at the University of Valencia
compared the time it took participants to
identify brands spelled out in both formats,
including Microsoft and SAMSUNG.
The response times were quicker when
the words matched the real appearance
of the brand name (eg, ‘adidas’ faster than
‘ADIDAS’; ‘IKEA’ faster than ‘ikea’).

A file-sharing website that fell victim to a
blocking order in the UK is set to close down.

off access to the website as well as to Viooz,
Watch32 and Zmovie.

Megashare, which provides movies and TV
shows for download, told its users on April 21
that it would be closing down due to a fault
with the hosting company.

The Motion Picture Association and FACT,
a pro-copyright group, were believed to be
behind the lawsuit, the latest in a string of
blocking orders in the UK against websites
deemed to be offering pirated material.

“Because there are problems with [our] videohosting company, Megashare is closing and
not updating new movies in the future,” it said
in a message posted on its homepage.
Last month, TBO’s sister publication WIPR
reported that several UK internet service
providers (ISPs) had been ordered to block
access to Megashare, as well as three other
websites accused of infringing copyright.
The UK High Court demanded that BT,
Sky, Virgin Media, O2, EE and TalkTalk cut

According to Torrentfreak, a website that
carries news about online file-sharing,
Megashare remains available for internet users
not signed up to the six UK ISPs but that it will
not be adding any future content.
“The abrupt decision comes as a surprise,
and seems illogical for a site of its nature.
Megashare doesn’t host any of the videos itself
but relies on files from third-party sites,” the
site said. n

Previous evidence on the role of letter-case
information in the recognition of brand names
is very scarce, the researchers claimed.

Another file-sharing site falls
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The study showed that, in particular,
participants were quicker to identify capital
letter brands compared with their lower case
counterparts.

Legal Process Outsourcing for Domain Disputes
and Brand Protection in ICANN’s Expanded DNS Landscape
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gTLD Dispute Outsourcing:
(both ”New” and Pre-Existing)
UDRP
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PDDDRP
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Domain Names
Social Networking
Mobile Apps
Other virtual assets
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.CA
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.KR
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Suite 1810
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(*applicable filing and translation fees apply)

Budget-Friendy
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Trading cards and
prosthetic legs
Unlike many other crowdfunding platforms,
KarmaKrowd offers project managers IP advice
and assistance to ensure that their ideas are
protected. TBO spoke to Cindy Summerfield about
why she founded the service and how it can help.

CW&T hosted a project on Kickstarter for the
Pen Type-A and, aided by a wave of enthusiasm
for the project, raised nearly $282,000. A
similar product subsequently appeared on the
retail website Fab.com under the name Torr,
the same company CW&T had employed to
manufacture its own pen. Although the case
did not spark a legal dispute—CW&T had no
IP rights in place—it did expose the problem
of having no IP protection on a crowdfunded
product.
KarmaKrowd has attempted to rectify this
problem. It offers advice on IP protection to
those who may not be familiar with registering
trademarks or filing patents.
In an industry estimated to be worth
$3 billion to $5 billion, and competing
with approximately 500 similar services,
KarmaKrowd is one of the first platforms to
put IP protection at the centre of the projects
it assists.
KarmaKrowd was founded by Cindy
Summerfield, an IP attorney whose 25-year
career includes employment at Pfizer and the
US Patent and Trademark Office.
Her motivation for setting up the platform
came from her own experience of using
crowdfunding services.

“When I saw all these questions coming up in
the FAQs and blogs, I saw a real need—there is
a real knowledge deficit among start-ups when
it comes to IP,” she says.
Crowdfunders’ lack of awareness of the need
for IP protection is a big obstacle to protecting
an idea, she explains.
She says: “My job is to make sure that the word
gets out ... There is a lack of understanding
of the steps that go into securing a patent
or trademark at the country level as well as
globally.”
At KarmaKrowd there is a focus on developing
a project from start to finish.
“We ask people to complete an application
form. Then we do an assessment of what they
have presented. From that we identify their IP
and opportunities to protect the product,” says
Summerfield.
“When we have gone through the first step
of identifying potential IP, we will work with
the client to flesh that out a little bit. We will
take the lead on filing a provisional patent,
trademark or copyright application,” she adds.
The people behind a campaign approach
Summerfield and her business partner, Patrick
Richards, before they assess whether the idea
can be developed.
Summerfield says: “We are trying to focus
on clients who are viewing their idea as an
opportunity to develop products. We support
what are generally considered to be the best
practices to make sure your IP and your legal
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t might seem strange that a metallic
pen could be at the centre of a battle
on a crowdfunding website, but in
2012, that is exactly what happened
in a dispute between two design companies,
CW&T and Torr.
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house are in order before you launch and
disclose your idea to the public.”

Summerfield says: “Our policy is that we
encourage the sharing of ideas. That is what
crowdfunding is about, but we are clear that
the idea is shared with the intention that it
belongs to the project manager.”

KarmaKrowd does not charge project
managers upfront fees. Instead, it collects
5 percent of the total funds raised, with this
going up to 8.5 percent if KarmaKrowd’s
services are used to file a patent or trademark
application.

Ownership of IP
Who actually owns the IP rights of a product
is not always that straightforward. A case
between 3D Systems and Formlabs over a 3D
printer highlighted the problems.

“We work closely with the clients to streamline
the system and make it easy to use. It is very
important to us that people know what they
need to raise,” says Summerfield.

Formlabs had started a crowdfunding project
on the platform Kickstarter for a 3D printer.
3D Systems alleged that it infringed its patent
and cited Kickstarter as a co-defendant in the
case. The dispute has been continuing between
the companies, but Kickstarter has since been
dropped as a co-defendant.

Raising funds via a crowd requires project
managers to advertise their products online to
solicit donations.
But the ideas are then vulnerable to being
copied if the project manager has not sought
adequate IP protection.
As the CW&T case demonstrates, your idea
or product might be copied if you haven’t
protected it.
Summerfield explains: “The whole purpose of
IP is to stimulate innovation. People will invest,
develop and take the risk of putting a product
out there because they have recourse in the event
that somebody tries to steal their idea.”
Crowdfunding appeals to those who want
easy access to investors and feel a sense of
urgency about getting their ideas developed
and produced.
“We help people get ready to go. They have
brand ideas and we will search for the potential
trademark issues. The same is true for patents.
The patent landscape is incredibly complex,”
says Summerfield.
She recognises the high expectations of
project managers in attempting to protect
their companies’ IP, but it is about “managing
expectations” and ensuring that those people
who are unfamiliar with the process begin to
understand many of the difficulties, she says.
One of the advantages of crowdfunding is
that you can develop a conversation with a
committed customer base and a group of
investors before the product goes on sale.

Getting feedback
KarmaKrowd already has a list of products
entering its ‘beta testing’ mode. At this stage,
project managers open their ideas to private
users to provide comment and feedback before
they go out to the general public.
These range from an online marketplace
for trading cards to a hydration measuring
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“We support what are
generally considered
to be the best
practices to make sure
your IP and your legal
house are in order
before you launch.”
device for runners to a bio-feedback device for
prosthetic legs.
In this phase, project managers are able
to receive what Summerfield calls “good
directional feedback”, where “fundraisers
can create their targeted questions in the
developing process”.
She says: “It is the perfect time to get the voice
of consumers. People are locked into making
the purchase and you as the crowdfunder are
not committed to a particular design.”
There are, however, questions over ownership.
If a funder contributes an idea to the design or
name of a product they may feel they should
have some ownership of the product.
KarmaKrowd anticipates this potential
problem by making it very clear that the IP
rights of the product belong to the project
manager.
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This case, however, does raise concerns for
crowdfunding services and their vulnerability
when a product on their platform allegedly
violates the IP of right holders.
KarmaKrowd will also offer marketing and
branding services to project managers. “One
of the things we do with the client is go
through a brand development exercise: ‘What
are the components of the mark that need to
be there?’ ‘What does the message need to be?’
‘What are the most important attributes to
focus on?’,” she explains.
“We would certainly not shy away from
somebody who had their brand or IP in place.
What we are looking for are people trying
seriously to develop a new business and who
want to follow the best practices.”
If a project manager has not registered a
trademark then it can affect the ability to
market the product, Summerfield says.
“I have seen situations where people have filed
their trademark applications after they have
publicly announced it. It definitely impacts the
availability of the domain name.”
The dispute between CW&T and Torr shows that
innovators seeking to raise funds on crowdfunding
platforms can lose out financially if they don’t
have adequate IP protection in place. As more and
more people join this growing industry, it will be
increasingly important that they are aware of the
importance of protecting their ideas. Otherwise,
something more lucrative than a pen might end
up costing its inventor dearly. n

Your website no longer has to be a
dot com or dot org anymore – it can
now be dot whatever you like, this is
the biggest shake up since the
internet began.
Visit thedotbigbang.com and ﬁnd out
why this is such great news for your
business and your brand.
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Pinterest, CBS and Visa International were
just some of the companies providing advice
on brand promotion and protection at the
International Trademark Association’s annual
meeting in Hong Kong. TBO reports on the
event, which ran from May 10 to 14.
Social media ‘powerful’ for brands
Social media can be more powerful for brands
than advertising, and right holders should
therefore think twice before enforcing their
IP in some cases, in-house counsel at CBS and
Pinterest told delegates.
Anthony Falzone, legal counsel at visual
discovery site Pinterest, and Rebecca Borden,
counsel at US broadcaster CBS, said social
media have become valuable for “enhancing
engagement” with consumers.
The pair pointed to examples of how what could
appear at first glance to be an infringement could
actually be a benefit in the long run.
Falzone said that although Pinterest, which allows
users to set up a personal page with their interests
‘pinned’ to it, was relatively new, there had already
been cases that posed “tough decisions” on whether
to pursue IP infringement claims.
“There was a case when we discovered that
a third party had been making software that
imported Pinterest content to personal Facebook
pages,” said Falzone.
“That could arguably cause confusion as you
have the Pinterest logo on Facebook and people
may think they are connected. Ultimately, we
decided it was fine; our website is all about
connecting people and there were links to
Pinterest provided.”
Falzone added that fan-created content could,
provided it is used effectively, be a “far greater
tool” than a brand’s own advertising.

Borden said the company had received a
request online from a Star Trek fan who had
asked for a Star Trek logo to be used on the
gravestone of a deceased member of a fan club,
and that was granted.
However, she pointed to more serious examples
of infringements, including advertising online
and on social media for ‘Klingon’ condoms.
Borden also pointed to Twitter-owned videosharing website Vine, on which several users
had uploaded content featuring CBS shows.
Vine’s videos are capped at six seconds but
Borden said that while it may seem unlikely
they would worry about something so short,
the most important or lucrative parts of a
programme could be revealed in those seconds.
“You have to think of the potential criticism;
everything is more exaggerated in social media
and you don’t want to draw attention to yourself
and look heavy-handed,” Borden said.

“Mobile app markets
are increasingly a
hotbed for trademark
infringement and
brand owners should
be vigilant in response.”
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Borden said that when looking to protect rights,
it is important to differentiate between clear
infringements and fan enthusiasm that could
lead to unintentional infringement.

Examples, said Borden, included requests from
fans of science fiction series Star Trek and police
drama CSI Miami.
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“When looking to protect
rights, it is important
to differentiate between
clear infringements
and fan enthusiasm
that could lead
to unintentional
infringement.”
The brand protection “nightmare”
Despite the positive outlook from Pinterest
and CBS, the views from healthcare company
Aetna and software group Oracle Corp were
more grim, with their counsel saying that the
sheer amount of content posted online had
“challenged their ways of thinking” when
looking to enforce rights.
Rashmi Chandra, counsel at Aetna, said
enforcing IP had become a far harder task,
adding that there had been examples of when
a thorough investigation had to be completed
before taking action.
Chandra pointed to a case in which Aetna had
been targeted through a counterfeit mobile
phone app.
The app, said Chandra, was so much like its
own that it was almost impossible to tell it was
a counterfeit.
“We discovered that a former developer, who
had access to our technology, was behind it so
every screen shot and logo looked exactly the
same,” Chandra said.
Tiki Dare, counsel at Oracle, said the most
difficult question facing her company was
which websites to go after once infringement
had been detected.
Dare pointed to examples of Oracle products on
eBay and Chinese online marketplace Alibaba.
“There are so many examples of which
infringements we could go after,” she said. “We
need to decide what is cost-effective and what
may potentially confuse customers”.
However, as in previous sessions, panellists
also said it was important to ensure that takedown requests are worded carefully to create a
good impression when enforcing rights against

fan-owned web pages and “non-malicious”
infringement.
Also in the session, John Robertson, deputy
director in the IP rights department at the FBI,
said it had become “almost impossible” to take
down websites permanently.
“If you shut down one website, another comes
up,” said Robertson, adding that many domain
names are registered overseas, making it harder
to find the owners.
Robertson added that defunct file-sharing
website Megaupload, run by entrepreneur Kim
Dotcom and shut down by the US government
in 2012, had received around one billion hits
since.

Visa teaches lesson on brand
protection
Advice for dealing with bad behaviour online
also came from Visa International, whose
in-house counsel Denise Yee said that mobile
app markets are increasingly a hotbed for
trademark infringement and that brand
owners should be vigilant in response.
Her tip was part of a wider talk about the credit
card company’s IP strategy.
“I’m not sure whether you’re watching your
brands on mobile marketplaces, but they’re being
infringed,” she told the audience in a session
called ‘The essentials of managing a worldwide
trademark portfolio’.
Visa, she explained, owns more than 6,800
trademarks, 4,000 domain names, and deals
with about 1,000 enforcement cases.
“I manage it all,” said Yee, adding that enforcing Visa’s
trademarks on social media is another “interesting
and emerging area” of brand protection.
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Working with a third-party vendor, Visa’s
marketing team trawls social media sites for
infringement, but Yee does not always take
action against offenders. For example, she
said, “if there is only one like” on a site, it
might be more detrimental to take it down,
so “you need to think about traffic and the
number of people looking at it before taking
action”.
Led by Yee, the Visa IP team has five people,
which means “we have to be very efficient in
how we divide the work”, she said.
Deciding which of the company’s products
and services to trademark involves
many considerations, she said, because not
all names necessarily need to be registered,
particularly descriptive terms such as
‘Visa commercial card’ or ‘Visa purchasing
card’.
“Does your project need a name? Is this
product going to be marketed to consumers
or businesses? What’s the shelf life of the
product or service?” are some of the questions
Yee asks when thinking about registering a
trademark.
When clearing a trademark, Visa will create
a list of jurisdictions that might be relevant to
its business, Yee said, but while the company
always clears a trademark, it will not always
register it because of the descriptive nature of
some of its products.
Referring to maintaining trademarks,
she said “we try to do as much as we can
in-house”, including renewing them and
showing proof of use. n

Protect your brand
in every domain.

With over 400 domain extensions, EuroDNS are the experts in international domain registration.
Our experienced account managers are on-hand to advise you on your brand protection
strategy, and guide you through Trademark Clearinghouse (TMCH), Domains Protected Marks
List (DPML), and proactive domain registration.
Discover more about our services at www.eurodns.com/brand-protection
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A block on fake
profile pages is one of
many new proposals
for regulating
drug companies’
advertising on social
media. Brett Heavner
and Brian Westley
report on the wideranging draft rules.  
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Closer control:
social media
and drugs

C

onsumers
are
increasingly
turning to online resources and
social media for health-related
information. In response, the US
Food and Drug Administration (FDA), which
already monitors drug companies’ advertising
in print and broadcast media, is expanding
its regulatory reach to include materials
appearing on social networking sites, product
websites, blogs, chat rooms and discussion
boards.
On April 14, 2014, the FDA closed the threemonth comment period on its proposed
guidance for industry covering interactive
promotional media. The FDA is now evaluating
the comments in preparation for its final
regulation, which it should issue no later than
July 2014.
Pharmaceutical manufacturers, and their
marketing teams, have been awaiting the
publication of the draft guidelines to see what
level of FDA review will be imposed on their
promotional efforts in the fast-paced, everchanging online world. At this point, industry
reaction to the proposed guidance has been
relatively tepid.

Background
The Federal Food, Drug, and Cosmetic Act
(FDCA) of 1938 allows the FDA to approve
pharmaceutical products for marketing in
the US. Under the FDCA and the FDA’s
implementing regulations, pharmaceutical
advertisements and promotional labelling
are deemed misleading if they fail to disclose
certain information about the product’s risk.
Generally, promotional pieces cannot be false

or misleading; must reveal material facts about
the product; and should present information
about effectiveness and information about risk in
a balanced manner.
Until the mid-1980s, the FDA limited approved
advertising to medical and pharmaceutical
professionals. In 1985, however, the FDA
opened the door to direct-to-consumer (DTC)
advertising, as long as such advertising met
the same standards as that directed at medical
professionals. Initially, DTC advertising was
limited to print media due to the extensive
volume of information required by the FDA. In
1997, however, the FDA allowed companies to
advertise pharmaceuticals in broadcast media,
but only if the advertisements disclosed the
“major risks” of the product.

on websites that they operate, or the contents of
which they control.
In determining whether a firm must submit
promotional material about its products to the
FDA, the agency has established what some trade
groups are calling the ‘influence test’. Under this
test, the agency considers whether a manufacturer,
packer or distributor of pharmaceuticals—or
anyone acting on their behalf—“is influencing
or controlling the promotional activity or
communication in whole or part”.

New reach

The FDA’s guidance notes that a company is
responsible if it exerts influence over a website
“even if the influence is limited in scope”. It adds:
“For example, if the company collaborates on, or
has editorial, preview, or review privilege over, the
content provided, then it is responsible for that
content.”

The FDA is now poised to expand its regulation
of DTC advertising beyond print and broadcast
media after the publication in January 2014 of its
draft guidance directed to online pharmaceutical
advertising. The guidance proposes that
pharmaceutical companies should be responsible
for promotional statements and materials posted

In some instances, according to the FDA’s draft
guidance, a company is considered responsible for
the promotion on a third-party site if the firm has
any control or influence on that site. A company
is also responsible for the content generated by an
employee or agent acting on behalf of the company
to promote the company’s products.
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online content. For example, the FDA would
almost certainly prevent testimonials touting the
benefits of a particular drug that appear to come
from an unbiased third party but, in fact, are paid
for by the drug company. Paying a third party for
favourable publicity, however unscrupulous it
may be, is not unheard of.
Companies would also be prevented from using
profile pages on sites such as Facebook, Twitter
and LinkedIn to create fictitious persons to
connect with consumers. Again, this approach
has allegedly happened before. In January 2013,
software maker AvePoint filed a Lanham Act
false advertising suit against a competitor that
had allegedly created a fake LinkedIn profile with
the aim of slandering AvePoint and stealing its
clients who sent enquiries through LinkedIn.
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Vague guidance

The FDA’s draft guidance outlines the following
approach for submitting advertising content to the
agency for approval:
•

When a company provides on its product
website an online forum that gives users the
opportunity to post comments about the use
of its product, the company must submit the
site in its entirety;

•

When a company chooses to promote its
product on an independent third-party site,
the company must submit the promotional
content provided to the site;

•

When a company makes suggestions on the
placement of its promotional messages on an
independent third-party site, the company
must submit the promotion and surrounding
pages for context;

•

•

When a sales representative acting on behalf
of a company posts comments about the
company’s product on an independent thirdparty site, the company must submit the
representative’s comments; and
When a representative of a company,
such as a blogger paid by the company,
maintains a blog about the owner’s product,
the company must submit the blog.

“If implemented,
the FDA regulations
could help increase
transparency for
consumers seeking to
navigate a minefield of
potentially misleading
online content.”
In each instance, the FDA would review the
content before the company could post it. However,
companies would not be responsible for online
content relating to their products on websites they
do not oversee, edit, or otherwise control. For realtime content such as online chat and Twitter feeds,
companies would not need to obtain prior FDA
approval for the postings; instead, they would be
required to submit such content monthly to the
agency for review.
If implemented, the FDA regulations could help
increase transparency for consumers seeking to
navigate a minefield of potentially misleading
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Industry comments have focused primarily on
a concern that the FDA’s language is ambiguous.
Pharmaceutical commentators have warned
that, if interpreted too broadly, the guidance
could have possible chilling effects and First
Amendment implications.
PhRMA, a non-profit association representing
pharmaceutical research and biotechnology
companies, complained that the term ‘influence’
was ambiguous and did not articulate precisely
what actions would trigger the FDA’s regulatory
oversight. The association also questioned
whether all statements made by companies about
pharmaceutical products on social media should
be considered promotional advertising.
Another trade association, Biotechnology
Industry Organization, questioned whether
regulatory oversight would be triggered if a
company sought to correct misleading usergenerated content.
How the FDA responds to these comments
remains to be seen. Whatever the guidelines’
final form, it is certain that pharmaceutical
manufacturers and marketers will need to create
some sort of plan to monitor and, when necessary,
report to the FDA on their involvement in social
media and interactive online marketing. n
Brett Heavner is an attorney at law at Finnegan,
Henderson, Farabow, Garrett & Dunner, LLP. He
can be contacted at: b.brett.heavner@finnegan.com
Brian Westley is an associate at Finnegan,
Henderson, Farabow, Garrett & Dunner, LLP. He
can be contacted at: brian.westley@finnegan.com

22 CASE STUDY

TBO Newsletter 05:14

How to use
keywords
in Russia

For the first time Russian courts have clarified that using a trademark
as an advertising keyword can constitute IP infringement. Igor Motsnyi
provides an update on the case and predicts its implications.
A number of jurisdictions have considered
whether using a trademark as a keyword
constitutes infringement, but so far there
has been no clear answer. In Russia, the
courts have now dealt with this issue for the
first time.
Russian law (Part IV of the Civil Code, Article
1484) defines trademark infringement as the
“use of a trademark or a similar sign in respect
of similar goods (services) if such use would
result in a likelihood of confusion”.
The Russian law broadly defines trademark
use. While it doesn’t expressly refer to the
use of a mark as a keyword, it mentions the
following (non-exhaustive) examples of use
that might be relevant:
•

•

Use of a trademark in connection with
the offer for sale of goods, the provision
of services, and in advertising; and
Use of a trademark on the internet,
including in a domain name.

Until now, most of the internet-related
trademark disputes in Russia have been
domain name disputes. However, it has

been unclear whether the use of a keyword
constitutes trademark use and whether such
use would be an infringement.

Eldorado v Ulmart
A large Russian retailer of electronics, Eldorado,
sued its competitor Ulmart for trademark
infringement in April 2013. Eldorado is an
exclusive licensee of a number of Russian
trademarks, including ‘Eldorado’ and ‘Territory
of low prices’ (‘Territoriya nizkikh tsen’).
Ulmart, one of Eldorado’s competitors, bought
the following keywords from the popular
Russian search engine Yandex, via a third party:
‘Eldorado of low prices. Here!’ ‘Ulmart: territory
of service. Shops, delivery, fair prices, bonuses!
Ulmart.ru.’
The Commercial (Arbitrazh) court of Saint
Petersburg and Leningrad region, where the
case was heard, established that once a user
typed ‘Eldorado’ into Yandex, the browser
generated a number of search results where the
first three were sponsored links. While the court
said the first link was sponsored by Ulmart,
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it is unclear from the decision whether the
remaining two were. The first search result
contained the following words: ‘Eldorado of
low prices. Here!’
The following text was placed below: ‘Ulmart:
territory of service. Shops, delivery, fair prices,
bonuses! Ulmart.ru.’
Once an internet user clicked on the link, he
or she would be transferred to the defendant’s
website, www.ulmart.ru

The court’s decision
On January 14, 2014, the court ruled in favour
of Eldorado and found that Ulmart’s use of
keywords constitutes trademark infringement.
The court also ordered Ulmart to pay damages
worth RUB 2.5 million ($72,000).
The court applied the following reasoning:
•

To decide whether there was trademark
infringement, one has to establish that a
confusingly similar sign was used; and

•

If so, whether the sign was used in
respect of similar goods (services).
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Finally, the court dismissed Ulmart’s argument
that ‘Eldorado’ was a generic word and should
not be protected.

Backed on appeal
The 13th court of appeal, on May 8, 2014,
rejected Ulmart’s arguments and fully
supported the earlier decision.
In its appeal, Ulmart claimed that it merely
used the word ‘Eldorado’ as a descriptive term
rather than a trademark. Eldorado (Spanish ‘El
dorado’) means ‘a promised land’ or ‘land rich
with gold and other resources’ in Russian. The
defendant said there was no risk of confusion
since the sponsored advertisement expressly
referred to Ulmart and contained an active
hyperlink to its website. Ulmart also disagreed
with the amount of damages.
The court of appeal repeated the arguments and
reasoning of the court of first instance.

According to the court, the word ‘Eldorado’
was used both as a keyword and in the text
of the sponsored search results. The defendant
used the slogan ‘Eldorado of low prices’,
which contains both the plaintiff ’s trademark
‘Eldorado’ and part of its trademark ‘Territory
of low prices’.
The court also believed that the use of
‘Eldorado’ with ‘low prices’ increases the
association between the sponsored link and
the plaintiff. It agreed with Eldorado that such
use would create a risk of confusion, as some
part of the public would believe that there was
some sort of economic or other connection
between the defendant and the plaintiff.

It confirmed that the defendant was the
advertiser, used confusingly similar signs
in respect of similar goods and services on
the internet and that there was a likelihood
of confusion as a result. The appeal court
confirmed that as long as a trademark is
protected, the owner or an exclusive licensee
can enforce its rights against third parties.

Observations
While one can reasonably expect that Ulmart will
try to appeal further and that the ultimate outcome
of this particular case is not yet certain, some
preliminary observations can already be made:
•

An additional argument in favour of confusion
was that the words ‘Eldorado’ and ‘low prices’
appeared in a bigger font than the other
elements of the sponsored advertisement.
Ulmart argued that since there was a visible
link to its website, along with its name, there
could be no confusion. However, the court
did not believe this argument was persuasive.
The court also referred to the Russian law on
advertising. Given that the defendant was the
advertiser and, therefore, was responsible for
complying with any legal requirements of
the advertising, including the prohibition of
unfair advertising, it should be liable for any
violation of third parties’ rights that arise from
the advertising.

“Both courts had
no trouble finding
that the use of a
protected trademark
as a keyword and
in the text of a
sponsored search
result constitutes
trademark ‘use’.”

Both courts had no trouble finding that
the use of a protected trademark as a
keyword and in the text of a sponsored
search result constitutes trademark ‘use’.
Since Russian law has a rather broad and
non-exhaustive notion of trademark
use, it encompasses various instances
of trademark use, including those not
directly mentioned in the law.

•

Eldorado did not sue the search engine,
Yandex.

•

Russian law recognises the use of a mark
or confusingly similar sign in advertising
in respect of similar goods as a separate
instance of trademark use.

•

The law also expressly refers to
‘internet use’ without providing further
explanations (except mentioning use in a
domain name), so the use of a mark in a
keyword could fall within ‘internet use’.
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•

The way a trademark is used online is
important. The courts noted that the
marks were placed in the text of the
sponsored advertisement. However,
had the trademarks (‘Eldorado’ and
‘lower prices’) not been placed in the
text, the outcome of the case could
have been different.

Future of keywords in Russia
This first case on keywords and trademarks in
Russia has provided some useful guidelines
to all stakeholders, namely trademark
owners, their competitors (advertisers) and
search engines. The Eldorado case is likely to
be the first in a whole line of similar cases,
given that the use of keywords in advertising
is widespread in Russia and will undoubtedly
increase.
In the future, one can expect trademark claims
not only against advertisers but also against
search engines.
While in this particular case the use of a
trademark as a keyword constituted trademark
infringement, the courts did not condemn the
keywords practice per se.
It is likely that at some point Russia’s highest
courts will deal with this issue and provide
detailed guidelines on how one should
approach a keywords advertisement and when
the use of a trademark as a keyword can be
infringing.
In the meantime, we should all be prepared for
further litigation on the subject. n
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